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TRADE MARKS AND THE MERCHANDISE MARKS ACTS* 
By Lord Cawley** 


The passing of the Merchandise Marks Act, 1953, and the 
consequent extension of the scope of the Merchandise Marks Acts 
has made this an opportune moment to consider how the law as 
laid down in these Acts affects the use of trade marks generally 
and in particular trade marks registered under the Trade Mark 
Act, 1938. 

There are seven Acts in force which are wholly or in part 
concerned with the law of Merchandise Marks and by Section 
6 (1) of the 1953 Act these may be cited together as the Merchan- 
dise Marks Acts, 1887 to 1953. 

The law which will be considered in this paper is mainly con- 
tained in the Merchandise Marks Act, 1887, in Sections 10 and 
12 (6) of the Patents, etc. (International Conventions), Act, 1938, 
and in the Merchandise Marks Act, 1953 (hereinafter referred to 
as the 1887, 1938 (M.M.) and 1953 Acts respectively). 

The Merchandise Marks Acts of 1891 and 1894 are mainly 
concerned with granting authority to the Board of Trade in the 
public interest and the Ministry of Agriculture in appropriate 
cases to prosecute for offences against the Acts. 

The Merchandise Marks Acts of 1911 and 1926 (referred to 
hereinafter as the 1911 and 1926 Acts respectively) deal with the 
importation of goods from abroad. 


In a paper such as this it would be impossible to cover every 
aspect of the law of Merchandise Marks and it is my intention to 
deal with the most important provisions of the general law which 
relate to trade marks and so far as possible with all the provi- 
sions of the 1953 Act. 


* Paper read before the Chartered Institute of Patent Agents (London) and 
reprinted by permission of the Council from vol. 72 of the Proceedings of the Institute. 
** Barrister-at-Law, London, England. 
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By Section 3 (1) of the 1887 Act the expression “Trade Mark” 
when found in any of the Acts bears a restricted meaning and 
means registered trade mark but also includes any trade mark 
which, either with or without registration, is protected by law in 
any British Possession or Foreign State whose Government ad- 
heres to the International Convention and whose status as a Con- 
vention Country has been declared by Order in Council, as now 
provided for in Section 9 of the 1938 (M.M.) Act. 

The most important offences are defined in Section 2 of the 
1887 Act and, excluding various offences which concern aiding 
and abetting the commission of offences, may be divided into two 
main groups. The first of these groups is chiefly directed against 
dishonest manufacturers and the second against dishonest or care- 
less retailers. 

The offences in the first group are as follows: 


(1) Forging any trade mark. 


(2) Falsely applying to goods any trade mark or any mark 
so nearly resembling a trade mark as to be calculated to 
deceive. 


(3) Applying any false trade description to goods. 


It is a defence if the accused proves that he acted without intent 
to defraud. The defence has a very restricted scope to which I 
shall refer later, when considering the case of Kat v. Diment. 


By Section 4 of the 1887 Act “A person shall be deemed to 
forge a trade mark who either: 


(a) Without the assent of the proprietor of the trade mark 
makes that trade mark or a mark so nearly resembling that trade 
mark as to be calculated to deceive. 


(b) Falsifies any genuine trade mark, whether by alteration, 
addition, effacement or otherwise.” The offence of forging a trade 
mark has no counterpart under the Trade Marks Act, 1938, and 
it is thus possible under the 1887 Act to prosecute a person being 
in unauthorised possession of labels bearing any registered trade 
mark even if he has not used and is not using them in relation 
to any goods. It is, however, submitted that there must be an 





Vol. 46 T.M.R. THE MERCHANDISE MARKS ACT 1319 


intention on his part or the person who ordered him to make the 
labels to use the mark in relation to goods for which the mark is 
registered in the name of some other person, otherwise if A and 
B have the same mark registered for different goods A could 
prosecute B for preparing labels for use on goods in respect of 
which B was the registered proprietor of the trade mark and 
vice versa. 

The offence of falsely applying a trade mark is in all essen- 
tials the counterpart in criminal proceedings of the civil action 
for infringement of a registered trade mark under the pre-1938 
Trade Marks Acts. The extension of the scope for infringement 
contained in Section 4 of the Trade Marks Act, 1938, found in the 
majority Judgment of the Court of Appeal in Bismag Ltd. v. 
Amblins (Chemists) Ltd., 57 R.P.C. 209 has no counterpart under 
the Merchandise Marks Acts. 

It is also an offence to apply any false trade description to 
goods. 

The second group of offences are set out in Section 4 of the 
1953 Act which is merely in clarification of Section 2 (2) of the 
1887 Act and is identical in effect to that Section and reads as 
follows: 


“Every person who sells or exposes for or has in his 
possession for, sale or any purpose of trade or manufacture 
any goods or things to which any forged trade mark or false 
trade description is applied, or to which any trade mark or 
mark so nearly resembling a trade mark as to be calculated 
to deceive is falsely applied, as the case may be, shall unless 
he proves either: 


(a) that, having taken all reasonable precautions against 
committing an offence against this Act, he had at the time of 
the commission of the alleged offence no reason to suspect the 
genuineness of the trade mark, mark or trade description, 
and that on demand made by, or on behalf of the prosecutor, 
he gave all the information in his power with respect to the 
persons from whom he obtained such goods or things or 


(b) that otherwise he had acted innocently; be guilty of 
an offence against this Act.” 


These offences being offences which are usually committed by 
retailers may be considered as mere extensions of the three main 
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manufacturer’s offences to which I have made reference already. 
It will be noticed, however, that the statutory defence to this group 
of offences is different from the statutory defence to the first 
group of offences and this difference will be studied in dealing 
with the cases of Kat v. Diment and Allard v. Selfridge. 

The offence of applying any false trade description to goods 
and the corresponding retailer’s offence have proved to be much 
the most important offences in practice and it is with the widen- 
ing of the category of acts which constitute these offences that 
the 1953 Act is largely concerned. 

The word “apply” as found in the Acts is defined in Section 
5 of the 1887 Act and, without considering the matter in detail, 
it is necessary for the mark or trade description to be used on 
or somewhere in the vicinity of the goods and, in the case of a 
sale, the user of a trade description on an invoice has been held 
to be “application” to the goods to which it referred (Budd v. 
Lucas, 1891, 1 Q.B. 408). It has, however, been held that if a 
false trade description is applied in an invoice sent some days 
after the delivery of the goods no offence has been committed 
(Stoodley v. Thomas and Sons, 109 J.P. 248). 

Thus the application of a false trade description must be 
substantially contemporaneous with the sale or other dealing 
with the goods if the trade description is not in physical contact 
therewith. 

The 1938 Act creates a new form of notional “application” 
and this Act when invoked in conjunction with certain provisions 
of the 1953 Act is of great importance to advertisers. 

Section 10 of the 1938 (M.M.) Act which inserts a new Section 
2A in the 1887 Act reads: 


“Goods delivered in pursuance of a request made by refer- 
ence to a trade mark or trade description appearing in any 
sign, advertisement, invoice, wine list, business letter, busi- 
ness paper or other commercial communication, shall, for the 
purposes of paragraph (d) of subsection (1) of this Section, 
be deemed to be goods in connection with which the trade 
mark or trade description is used.” 


It is thus an offence if rayon stockings are sent in compliance 
with an order containing a reference to an advertisement offering 
silk stockings and it is also an offence if a particular French wine 
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is ordered by reference to a wine list and a non-French wine is 
served instead. 

In Section 3 of the 1887 Act the expression false trade descrip- 
tion means “a trade description which is false in a material respect 
as regards the goods to which it is applied, and includes every 
alteration of a trade description, whether by way of addition, 
effacement, or otherwise, where that alteration makes the descrip- 
tion false in a material respect.” 

The Section continues by stating that the fact that the trade 
description is a registered trade mark does not prevent it being 
a false trade description under the Act. By the 1953 Act a trade 
description is deemed a false trade description under the Acts if 
it is false or misleading in a material respect. 

It is thus obvious that the shield of the Trade Marks Act, 
1938, is not a sure protection for the registered proprietor or user 
of a trade mark who uses his trade mark within his monopoly 
under that Act, if the mark is used falsely in a descriptive sense 
or if such descriptive user is misleading. The obvious difficulty 
that arises when interpreting these new provisions is that it is 
not clear what class of people are envisaged to whom the offend- 
ing description must be “misleading.” Some help is afforded by 
consideration of the provisions of Section 6 of the Food and Drugs 
Act, 1938, which have been the subject of judicial consideration. 
This Section deals with labels and advertisements which either 
falsely describe food or a drug or are otherwise calculated to mis- 
lead as to its substance or purity. 

In the case of Concentrated Foods Ltd. v. Champ, 1944, K.B. 
Worttesley, J., said at page 350 “It is not surprising, therefore, 
that a chemist should tell the Court that an article is not his idea 
of an essence or an extract but that is not the test. The test is: 
What does the ordinary man understand by the language? Was 
he misled?” 

It is submitted that this is the interpretation which will be 
put on the word “misleading” in the 1953 Act. It is suggested 
that the following are examples of misleading trade descriptions 
which are not false: 


SMITH’s INDIAN INK where the ink has been imported by Smith 
from India but is in fact common blue black ink. 
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“Hardy blue geraniums.” This trade description which actu- 
ally appeared in an advertisement in a daily newspaper would 
not mislead a botanist in any way and he would expect to receive 
desirable frost resistant blue flowered herbaceous plants in re- 
sponse to his order, which are in fact botanically geraniums. 
When, however, the average small gardener to whom the adver- 
tisement is addressed reads it he would imagine that a new hardy 
blue form of the red frost-tender window-box “geranium” (botani- 
cally a zonal Pelargonium) was being offered whereas plants of 
this description are nonexistent. 

The average gardener would thus almost certainly be misled 
as to the nature of the plants which he would receive in answer 
to his order which would not be at all of the expected description. 
It is submitted that traders who have advertised in the above 
manner in the past must now alter their mode of trading to avoid 
acting in contravention of the 1953 Act. A trade description is 
defined in Section 3 (1) of the 1887 Act as any description, state- 
ment, or other indication, direct or indirect, 


(a) as to the number, quantity, measure, gauge, or weight of 
any goods, or 


(b) as to the place or country in which any goods were made 
or produced, or 


(c) as to the mode of manufacturing or producing any goods, 


(d) as to the material of which any goods are composed, or 


(e) as to any goods being the subject of an existing patent, 
privilege or copyright. 


In the case of Kat v. Diment, 67 R.P.C. 158 a manufacturer 
sold a fluid described as “non-brewed vinegar,” being dilute acetic 
acid, not obtained by double fermentation. The Magistrate held 
these words to be a false trade description of the goods to which 
they were applied. On appeal the King’s Bench Divisional Court 
held: 


(1) That the trade description having been found false on the 
evidence, the fact 
(a) that no one had been deceived and 
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(b) that the Ministry of Food had issued numerous li- 
censes to persons to make a commodity under that 
name, 


constituted no defence to a prosecution under the 1887 
Act. 


(2) per Lord Goddard, L.C.J., that the defence of “without 
intent to defraud” only applies to cases where the act 
in question was done by mistake or unintentionally. 


If the prosecution in Kat v. Diment had been brought against a 
retailer, the other statutory defence set out in Section 2 (2) of 
the 1887 Act as amended by the 1953 Act (supra) would have been 
relevant. 

This defence was considered in the case of Allard v. Selfridge 
(1925 1 K.B. 129) in which case Selfridges had sold artificial silk 
stockings falsely described as silk. The defence did not succeed 
since it was held that, although Selfridges were deceived by the 
person who sold them the stockings, they had not taken “all rea- 
sonable precautions against committing an offence against the 
Act” in that they failed to test the material of which the stock- 
ings were made even if such test involved the destruction of a 
pair and that on the true construction of the Act the Defendants 
were precluded from praying in aid sub-section 2 (b) “that other- 
wise he had acted innocently.” 

In Kat v. Diment Lord Goddard also held that there was no 
real difference between the words “without intent to defraud” 
found in the Act as a defence to the manufacturer’s offences and 
“acted innocently” as a defence to the retailer’s offences. 

A trade description to be subject to the Acts must be used as 
a description of the goods to which it is applied and must fall 
within one of the categories set out in the Acts. 

The first condition may be illustrated by the case of the appli- 
cation of the ancient trade mark BRISTOL MILK to bottles of sherry. 
It is ludicrous to suggest in this case that the word “Milk” is a 
trade description “as to the material of which the goods are 
composed.” 

However, the word GLAstonBuRYs, when applied to shoes not 
made in or near the town of Glastonbury, would be a false trade 
description, since several large firms do in fact make shoes in or 
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near the town of Glastonbury and so the word is a trade descrip- 
tion “as to the place or country in which the goods were made or 
produced”; but following Lord Moulton’s dictum in the PERFECTION 
case 26 R.P.C. at page 856, monte rosa for cigarettes or TENERIFE 
for boiler plates would be as unobjectionable under the 1887 Act 
as they would be registrable under the Trade Marks Act, 1938, 
since the persons to whom these goods were likely to be sold would 
not be misled into thinking that the words indicated the place of 
origin of the goods. It would be convenient at this point to deal 
with the concurrent jurisdiction exercised by the Courts in rela- 
tion to trade marks under the Acts and the Trade Marks Act, 1938. 
Section 19 of the 1887 Act reads: 


“(1) This Act shall not exempt any person from any 
action, suit, or other proceeding which might, but for the pro- 
visions of this Act, be brought against him. 


(2) Nothing in this Act shall entitle any person to refuse 
to make a complete discovery, or to answer any question or 
interrogatory in any action, but such discovery or answer, 
shall not be admissible in evidence against such person in any 
prosecution for an offence against this Act.” 


Although I shall deal later with the respective merits of pro- 
ceedings taken by a person aggrieved under the Acts and the 
Trade Marks Act, 1938, a prosecution under the Acts being a 
criminal proceeding is tried by a Magistrate or Magistrates or, 
in appropriate cases, by Judge and Jury. 

It is thus possible to have concurrent civil and criminal pro- 
ceedings which result in what appears to be diametrically opposed 
findings. 

A really well-established registered trade mark may thus 
always be held a false trade description under the 1887-1953 Acts 
and the registered proprietor fined for using his mark in relation 
to goods for which it is registered if the Magistrate finds that such 
user offends against the Acts on the evidence before him, but, 
of course, his decision does not prevent another Magistrate or 
Jury on a subsequent occasion coming to the opposite decision in 
respect of the same trade mark on the evidence before them. A 
very striking example of the perils facing the owner of a regis- 
tered trade mark, by reason of concurrent jurisdiction, occurred 
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in the case of the very well-known registered trade mark caLt- 
FORNIAN SYRUP OF FIGs. A prosecution was launched in the Green- 
wich Police Court (Pharmaceutical Journal, 1948, vol. 2 under 
the Food and Drugs Act, 1938, against a retailer of this medicine, 
but it might well have been brought by some ill-advised person 
or association under the Merchandise Marks Acts. It was proved 
that in fact the medicine contained only a small percentage of fig 
juice. The accused represented by Mr. Glyn-Jones, K.C., now Mr. 
Justice Glyn-Jones, however, called numerous witnesses to show 
that the public expected this medicine when they asked for syrup 
oF Fics and was fortunately able to refer the Magistrate to the 
Judgment of the Court of Appeal in The California Fig Syrup 
Co.’s Application 26 R.P.C. 846. 

The Magistrate dismissed the summons and awarded 250 
guineas costs to be paid by the prosecutor to the defendants, an 
unusually large sum to be awarded in a Court of Summary 
Jurisdiction. 

The question of whether a trade description is false or not 
in a material respect is one of fact for the Magistrate or Jury 
trying the case to decide on the evidence and the Divisional 
Court or Court of Criminal Appeal, following the general rule 
in criminal cases, will not interfere with the finding unless the 
Court considers that on the evidence no reasonable Magistrate or 
Jury would have come to the decision appealed from. Thus in the 
case of Williamson v. Tierney, 1900, 65 J.P. 70 the Divisional 
Court held that a Magistrate was not bound as a matter of law 
to hold that the description ENGLISH LEVER applied to a watch cost- 
ing £2 5s. but containing 4s. 5d. worth of foreign parts was false 
in a material respect but that if the Magistrate had so decided, 
the Court could not have interfered with his decision on appeal. 

The two new sub-paragraphs (aa) and (ab) in Section 2 (1) 
of the 1887 Act inserted by virtue of the 1953 Act read as follows: 

“(aa) as to the standard of quality of any goods, accord- 
ing to a classification commonly used or recognised in the 
trade, or 

(ab) as to the fitness for purpose, strength, performance 
or behaviour of any goods.” 


It will be seen that paragraph (aa) imports a new conception 
into the law of Merchandise Marks but it is, of course, additional 
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to and not in substitution of any of the former definitions of trade 
descriptions. 

Thus a mark which has no descriptive significance to the pub- 
lic may now be a trade description if it is recognised as such by 
the trade and it is obvious that schedules issued by the trade 
associations will be prima facie evidence of such recognition. 

This paragraph (aa) does not, however, alter the law laid 
down in Kat v. Diment since the converse is not true; so a trade 
description which does not import a false or misleading meaning 
to the trade may offend against the Acts if it is false or mislead- 
ing to the public in a material respect. 

Paragraph (ab) is intended to deal with rather less tangible 
qualities such as the waterproofing of and fading in textile goods, 
suitability of detergents for cleansing certain goods and many 
other qualities. 

It is clear in many of these cases there is no standard laid 
down. It is absurd to hold that the words FrRE EXTINGUISHER 
falsely describes an article if it fails to extinguish a very intense 
fire; or that if a liquid is described as “removing stains” the 
description is false in a material respect when it fails to remove 
nitric acid stains from clothing. 

This point has fortunately been considered under the 1887 
Act in the case of Scott v. Green, 1936, All E.R. 354 in which it 
was held that if no recognised standard for a trade description 
exists the Magistrate must fix one based on the evidence before 
him. Thus the words MEDICATED LysoL soap applied to soap con- 
taining 0.1 per cent Lysot were held a false trade description on 
the evidence of a city analyst who said that LysoL soap should 
contain at least 2 per cent LYSOL. 

Under the new paragraph (ab) it is obvious that Magistrates 
and Juries may be faced with exceptionally difficult questions of 
fact to decide. In a recent case, Williams v. Hurrell’s Stores Ltd., 
under the Food and Drugs Act decided on May 6th, the Divisional 
Court decided on the evidence that sausages should contain 65 
per cent meat, there being no standard laid down for their 
composition. 

However, even more difficult questions arise to be decided 
under Section 1 (3) of the 1953 Act which reads as follows: 
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“(3) Without prejudice to the generality of those defini- 
tions, as so amended, a trade description (to whichever of the 
matters mentioned in the definition of ‘trade description’ as 
so amended it relates) shall be deemed for the purposes of 
the said Act to be a false trade description if it is calculated 
to be misunderstood as, or mistaken for, an indication as to 
the same or some other such matter which would be false or 
misleading in a material respect as regards the goods to 
which the description is applied, and anything calculated to be 
misunderstood as, or mistaken for, an indication of any of 
those matters shall be deemed for those purposes to be a trade 
description.” 


Before dealing generally with this sub-section, it is useful to 
consider the meaning which may be placed on the word “calcu- 
lated” which also occurs in Section 1 (2) of the 1887 Act. A 
comparison with Section 11 of the Trade Marks Act, 1905, shows 
that in that Section the words “calculated to deceive or cause 
confusion” occur. The word “calculated” in this context has been 
held in particular by Mr. Justice Sargant in Egg Products Appli- 
cation 39 R.P.C. 155 to be synonymous with “likely” and indeed 
in Section 11 of the 1938 Trade Marks Act the word “likely” 
occurs in place of “calculated.” 

Returning to a consideration of the body of Section 1 (3) of 
the 1953 Act it might at first sight appear to be as complicated 
and difficult to interpret as Section 4 of the Trade Marks Act, 
1938, the drafting of which received such adverse criticism in 
particular from the late Lord Justice Mackinnun in the case of 
Bismag v. Amblins 57 R.P.C. page 209. However, unlike Section 
4 of the Trade Marks Act, Section 1 (3) must almost certainly 
first be interpreted by Magistrates and not by a Judge of High 
Court, prosecutions by way of indictment being very uncommon 
under the Acts. 

It is, however, submitted that the first part of sub-section 
(3) is mere surplusage, since all trade descriptions falling within 
it must be “misleading trade descriptions” under sub-section 2 
and that the sentence beginning “and anything calculated” may 
be paraphrased as follows: “The definition of a trade description 
in this Act shall cover Statements or other indications which are 
not technically trade descriptions if those to whom they are ad- 
dressed are likely to mistake them for trade descriptions.” 
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An example of a misleading trade description under Section 
1 (2) of the Act has been suggested in the case on an advertise- 
ment for dresses when the following words are used, “Half the 
usual price of a pure wool dress” in respect of a dress containing 
only a small fraction by weight of wool. Here the words may be 
quite true if construed strictly but are misleading if construed 
as referring to a material of which the dress is made in that the 
dress offered for sale is not pure wool. 

It might equally well be argued that the trade description 
was not a trade description at all as to the material of which the 
goods were made but was merely an indication of the price of 
the goods. If this argument prevailed, the use of the phrase 
would, it is submitted, nevertheless constitute an offence under 
Section 1 (3) of the 1953 Act. An example of a phrase which is 
“calculated to be misunderstood as, or mistaken for” can be found 
in an advertisement for cutlery which might read as follows: 
“They know how to make cutlery in Sheffield. Buy Smith’s knives,” 
if the knives supplied in answer to the advertisement were not 
in fact made in Sheffield. 

In this case, the first sentence is not a trade description and 
is true but is undoubtedly calculated to be mistaken for a trade 
description applying to Smith’s knives, and if so mistaken the 
trade description is false in a material respect. There is an im- 
portant restriction in the 1953 Act to the extension of the defini- 
tion of trade description in respect of Trade Marks within the 
meaning of Section 68 of the Trade Marks Act, 1938. Section 1 (4) 
reads as follows: 


“Notwithstanding anything in the said definition of ‘false 
trade description,’ no trade mark within the meaning of the 
Trade Marks Act, 1938, or part of such a trade mark, shall 
by virtue of the foregoing sub-sections be treated as a false 
trade description in relation to any goods to which the trade 
mark is applied, if the following conditions are satisfied, that 
is to say: 

(a) on the day this Act is passed (July 31st, 1953) the 
trade mark either is registered under the Trade Marks Act, 
1938, or is in use to indicate a connection in the course of 
trade between those goods and the proprietor of the trade 
mark; and 
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(b) the trade mark as applied is used to indicate a con- 
nection in the course of trade between the goods and a person 
who is the proprietor of the trade mark or between the goods 
and a person who is registered under Section 28 of the Trade 
Marks Act, 1938, as a registered user of the trade mark; and 

(c) the person who is the proprietor of the trade mark 
is the same person as, or a successor in title of, the proprietor 
on the day this Act is passed.” 


This sub-section protects from prosecution those who were 
legitimately using trade marks whether registered or not, but not 
trade descriptions which are not also trade marks, which did not 
offend against the 1887-1938 Acts on July 31st, 1953, but do offend 
under the wider provisions of the 1953 Act. It will be noted that 
the protection may not extend to the assignee of a registered trade 
mark without the goodwill of the business in which the mark was 
used on July 31st 1953. Sub-section (5) reads: 


“This Section shall not extend the classes of goods which 
under Section 16 of the Merchandise Marks Act, 1887, are 
prohibited to be imported into the United Kingdom and the 
Isle of Man as having a false trade description applied to 
them.” 


Section 16 of the 1887 Act deals with importation and inter 
alia places imported goods which would offend against the Acts 
in the same category as other goods prohibited from importation, 
ie. false money, pirated or indecent books, certain drugs, ete. 
Sub-section (5) will be welcomed by H.M. Customs. 

A comparison between civil proceedings for infringement of 
registered trade mark and criminal proceedings for falsely 
applying a trade mark under the Merchandise Marks Acts is set 
out in the following table. 


Trade Marks Act, Merchandise Marks 
1938 Acts, 1887-1953 


Tribunal Judge of Chancery (a) On indictment be- 
Division fore Judge and Jury 
(b) Summarily before 
Magistrate or Magis- 
trates or if the accused 
elects at Sessions be- 
fore a Jury 





Plaintiff or 
Prosecutor 


Relief or 
Penalties 


Costs 


Certificate 
of Validity 


THE TRADEMARK REPORTER 


Trade Marks Act, 
1938 


Proprietor of registered 
trade mark 


Perpetual injunction 
Damages or account of 
profits delivery up of 
infringing labels, ete. 
Successful plaintiff 
normally awarded costs 
but cannot be ordered to 
pay defendant’s costs 


By plaintiff or defendant 
to Court of Appeal and 
with leave to House of 
Lords 


Certificate of validity 
usually granted if 
validity of registered 
trade mark unsuccess- 
fully challenged. 


Penalties 
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Merchandise Marks 
Acts, 1887-1953 


Anyone 


(a) On indictment, fine 
and/or imprisonment 
(b) Summarily, fine or 
imprisonment 


Successful prosecutor 
may be ordered to pay 
defendant’s costs in 
some circumstances (S 
14 1887 Act) 


(a) From conviction on 
indictment to Court of 
Criminal Appeal. No 
appeal by prosecutor 
(b) From summary 
conviction or refusal 
to convict, on points 
of law to a Queen’s 
Bench Divisional Court 
by case stated 


Validity of registered 
trade mark cannot be 
challenged, hence no 
certificate of validity 
can be granted. 


Section 5 of the 1953 Act deals with fines which may be im- 


posed for offences against the Act. By Section 2 of the 1887 Act 
the penalties which might be imposed by a Judge on indictment 
were a term of imprisonment not exceeding two years and an 
unlimited fine or both. 

On summary conviction before Magistrates the penalty was 
imprisonment not exceeding four months or a fine of £20 and in 
the case of subsequent convictions imprisonment not exceeding 
six months or a fine not exceeding £50. The 1953 Act increases 
these fines five times to £100 and £250 respectively thus roughly 
adjusting the penalties to the fall in real value of the pound 
sterling since 1887. 
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Provisions as to Imported Goods in the 1953 Act 


By Section 3 of the Act, Section 16 (1) of the 1887 Act, as 
amended by the 1911 Act, is itself amended to cover marks which 
are or purport to be certification marks registered or deemed to 
be registered under Section 37 of the Trade Marks Act, 1938. 

Section 16 (1) of the 1887 Act so far as relevant reads “all 
goods of foreign manufacture bearing any name or trade mark 
being or purporting to be the name or trade mark of any manu- 
facturer, dealer, or trader in the United Kingdom, unless such 
name or trade mark is accompanied by a definite indication of 
the country in which the goods were made or produced, are hereby 
prohibited to be imported into the United Kingdom.” 

A manufacturer, dealer or trader in certain goods cannot be 
the registered proprietor of a Certification Mark for those goods. 
Since Certification Marks were first introduced in the Trade Marks 
Act, 1905, under the name of Standardisation Marks, this provi- 
sion brings the law up to date. Section 1 (1) of the 1926 Act is 
likewise amended. The provisions of this sub-section are similar 
to those of the Section 16 (1) of the 1887 Act. The words “manu- 
facturer, dealer or trader” are used with no reference to Certifi- 
cation but the definition of “trade mark” from the current Trade 
Marks Act is included in Section 2 (b) in which the words “manu- 
facture, selection, certification, dealing with, or offering for sale” 
are used. 

Section 3 of the 1953 Act contains provisions to remove this 
paradox and make this sub-section operative in relation to Certifi- 
cation Marks. 


Miscellaneous Provisions of the 1953 Act 


Section 2 (1) (a) of the Act makes provision for cases where 
the provisions of the 1887 Act overlap those of certain other Acts. 

Thus descriptions false in a material respect applied in pur- 
suance of the Seeds Act, 1920, to seeds to which that Act applies, 
or to seed potatoes or, apart from the provisions of Section 10 
of the Fertilisers and Feeding Stuffs Act, 1926, any description 
which is false in a material respect applied in pursuance of that 
Act to any article included in the first column of the First Sched- 
ule to that Act, would not now offend against the Merchandise 
Marks Acts. Sections 2 (1) (b) and 6 (2) of the 1953 Act do not 
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alter the law but in effect transfer Section 10 of the Fertilisers 
and Feeding Stuffs Act, 1926, into the framework of the Merchan- 
dise Marks Acts. The Section reads: 
“Where in pursuance of the foregoing provisions of this 
Act a description has been applied to any article included in 
the first column of the First Schedule to this Act, and such 
description is a trade description within the meaning of the 
Merchandise Marks Act, 1887, no proceedings shall be taken 
under that Act on the ground that the description applied is 
a false description.” 


The remainder of Section 2 deals with grade designation 
marks under the Agricultural Produce (Grading and Marking) 
Acts, 1928 and 1931, and protects persons who apply grade desig- 
nation marks which might be held false or misleading trade 
descriptions under the Acts if their action in applying the marks 
are properly authorised. 

Section 2 (1) of the Agricultural Produce, etc., Act, 1928, 
reads as follows: 


“Regulations made by the Minister under this Act may 
prescribe such marks (in this Act referred to as ‘grade desig- 


nation marks’) as he may consider appropriate to represent 
any grade designation and may make provision for authoris- 
ing or empowering any person or body of persons to authorise, 
subject to such conditions as may be attached to the authori- 
sation, the marking with a grade designation mark of any 
article in respect of which such a mark has been prescribed 
or of any covering container or label attached to, any such 
article.” 


(Since the above Paper was written the case of Davenport 
v. Prophylaxis Limited (unreported has been decided on a re- 
hearing before the Appeals Committee of Buckinghamshire Quar- 
ter Sessions on 30th November, 1954. This was possibly the first 
case under the 1953 Act. The Prosecution took on the exceedingly 
difficult task of proving that there was a false trade description 
as to fitness for purpose applied to a homeopathic veterinary 
medicine. No direct evidence was given by the Prosecution as to 
the falsity of the description applied to the goods but highly 
qualified persons gave evidence of opinion both for the Prosecu- 
tion and the Defence. The Court held that in view of such obvious 
conflict of evidence honestly given the Prosecution had not proved 
its case.) 
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AUSTRIA: GERMAN TRADEMARKS AND THE 
1883 PARIS CONVENTION* 


By Otto C. Sommerich** 


An interesting commentary on the comparative laws of unfair 
competition, arising out of the Russian occupation of Austria, was 
written recently by the Austrian courts’ with respect to the famous 
“secret recipe” eau de cologne “4711,” a trademark with which the 
author was involved in World War I and World War II litigation 
in this country. 

The above trademark is best known in the legal history of the 
United States as having been associated with the doctrine enunci- 
ated by our courts after World War I, that the Alien Property 
Custodian cannot vest or seize a secret recipe, and that a trade- 
mark or trade name cannot be assigned without the secret.’ 

The said trademark was again the subject of seizure by the 
Alien Property Custodian in World War II and consequent liti- 
gation, which, however, was settled and never reached the courts. 
The further contention was there advanced that under the Paris 


Convention of 1883,*° to which this Government and Germany were 


* Reprinted by permission from The American Journal of Comparative Law, v. 5, 
no. 2, Spring 1956. 

ni ember of the New York bar; President, American Foreign Law Association. 

1. IV Cg 738/55 (Handelsgericht Vienna, 11/8/1955); affd. 3 R 547/55 (Ober- 
landesgericht Vienna, 11/25/1955). 

2. Mulhens & Kropff, Inc. v. Ferd. Muethens, Inc., 43 Fed. [2d] 937; affd. 48 
Fed. [2d] 206. 

3. Union of Paris, March 20, 1883. 

According to the Patent and Trade Mark Review, Vol. 48, 1949-1950, p. 216, on 
January 28, 1950, the Government of Switzerland advised of the adherence of the 
German Federal Republic to the International Union for the Protection of Industrial 
Property. 

That the Paris Convention has not been abrogated by the war arises also from the 
following facts: 

Law No. 8 of the Allied High Commission in Germany, dated October 27, 1949, on 
“Industrial, Literary and Artistic yp Rights of Foreign Nations and Nationals,” 
provides, in Art. 6, par. 2 (b), that the provisions of par. 1 of this article concerning 
applications shall apply only to a foreign nation and the nationais thereof which 
officially notifies the Patent Office prior to April 1, 1950, that it accords rights of 
priority at least as great as those specified by the Convention in respect of application 
filed with the Filing Office, ete. (Patent & Trade Mark Review, Vol. 48, 1949-1950, p. 56). 

It follows clearly from this wording that the continuance of the Convention is 
assumed, 

In the same Law, one finds in Art. 13, par. 2, that the German legislation therein 
set out is deprived of effect in the territory of the Federal Republic; under subdiv. 
(a) to (f), inclusive, of said paragraph, such ordinances are enumerated, which discon- 
tinued the industrial right of certain nationals of nations at that time enemies of 
Germany. If these ordinances would be abrogated without being replaced by new legis- 
lation, these former hostile enemy nationals would remain without any rights in Germany. 
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alter the law but in effect transfer Section 10 of the Fertilisers 
and Feeding Stuffs Act, 1926, into the framework of the Merchan- 
dise Marks Acts. The Section reads: 


“Where in pursuance of the foregoing provisions of this 
Act a description has been applied to any article included in 
the first column of the First Schedule to this Act, and such 
description is a trade description within the meaning of the 
Merchandise Marks Act, 1887, no proceedings shall be taken 
under that Act on the ground that the description applied is 
a false description.” 


The remainder of Section 2 deals with grade designation 
marks under the Agricultural Produce (Grading and Marking) 
Acts, 1928 and 1931, and protects persons who apply grade desig- 
nation marks which might be held false or misleading trade 
descriptions under the Acts if their action in applying the marks 


are properly authorised. 
Section 2 (1) of the Agricultural Produce, etc., Act, 1928, 
reads as follows: 


“Regulations made by the Minister under this Act may 
prescribe such marks (in this Act referred to as ‘grade desig- 
nation marks’) as he may consider appropriate to represent 
any grade designation and may make provision for authoris- 
ing or empowering any person or body of persons to authorise, 
subject to such conditions as may be attached to the authori- 
sation, the marking with a grade designation mark of any 
article in respect of which such a mark has been prescribed 
or of any covering container or label attached to, any such 
article.” 


(Since the above Paper was written the case of Davenport 
v. Prophylaxis Limited (unreported has been decided on a re- 
hearing before the Appeals Committee of Buckinghamshire Quar- 
ter Sessions on 30th November, 1954. This was possibly the first 
case under the 1953 Act. The Prosecution took on the exceedingly 
difficult task of proving that there was a false trade description 
as to fitness for purpose applied to a homeopathic veterinary 
medicine. No direct evidence was given by the Prosecution as to 
the falsity of the description applied to the goods but highly 
qualified persons gave evidence of opinion both for the Prosecu- 
tion and the Defence. The Court held that in view of such obvious 
conflict of evidence honestly given the Prosecution had not proved 
its case.) 
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AUSTRIA: GERMAN TRADEMARKS AND THE 
1883 PARIS CONVENTION* 


By Otto C. Sommerich** 


An interesting commentary on the comparative laws of unfair 
competition, arising out of the Russian occupation of Austria, was 
written recently by the Austrian courts’ with respect to the famous 
“secret recipe” eau de cologne “4711,” a trademark with which the 
author was involved in World War I and World War II litigation 
in this country. 

The above trademark is best known in the legal history of the 
United States as having been associated with the doctrine enunci- 
ated by our courts after World War I, that the Alien Property 
Custodian cannot vest or seize a secret recipe, and that a trade- 
mark or trade name cannot be assigned without the secret.’ 

The said trademark was again the subject of seizure by the 
Alien Property Custodian in World War II and consequent liti- 
gation, which, however, was settled and never reached the courts. 
The further contention was there advanced that under the Paris 


Convention of 1883,° to which this Government and Germany were 


* Reprinted by permission from The American Journal of Comparative Law, v. 5, 
no. 2, Spring 1956. 

** Member of the New York bar; President, American Foreign Law Association. 

1. IV Cg 738/55 (Handelsgericht Vienna, 11/8/1955); affd. 3 R 547/55 (Ober- 
landesgericht Vienna, 11/25/1955). 

2. Mulhens & Kropff, Inc. v. Ferd. Muelthens, Inc., 43 Fed. [2d] 937; affd. 48 
Fed. [2d] 206. 

3. Union of Paris, March 20, 1883. 

According to the Patent and Trade Mark Review, Vol. 48, 1949-1950, p. 216, on 
January 28, 1950, the Government of Switzerland advised of the adherence of the 
German Federal Republic to the International Union for the Protection of Industrial 
Property. 

That the Paris Convention has not been abrogated by the war arises also from the 
following facts: 

Law No. 8 of the Allied High Commission in Germany, dated October 27, 1949, on 
“Industrial, Literary and Artistic Property Rights of Foreign Nations and Nationals,” 
provides, in Art. 6, par. 2 (b), that the provisions of par. 1 of this article concerning 
applications shall apply only to a foreign nation and the nationais thereof which 
officially notifies the Patent Office prior to April 1, 1950, that it accords rights of 
priority at least as great as those specified by the Convention in respect of application 
filed with the Filing Office, etc. (Patent & Trade Mark Review, Vol. 48, 1949-1950, p. 56). 

It follows clearly from this wording that the continuance of the Convention is 
assumed. 

In the same Law, one finds in Art. 13, par. 2, that the German legislation therein 
set out is deprived of effect in the territory of the Federal Republic; under subdiv. 
(a) to (f), inclusive, of said paragraph, such ordinances are enumerated, which discon- 
tinued the industrial right of certain nationals of nations at that time enemies of 
Germany. If these ordinances would be abrogated without being replaced by new legis- 
lation, these former hostile enemy nationals would remain without any rights in Germany. 
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signatories, and which received implementation by the Lanham 
Trademark Act of 1946,* this country must respect and protect 
the trademark rights of German nationals.°® 

This contention accorded with the holding of the well-known 
Prunier case,° where the court stated the following: 


“The plaintiff clearly has the right to bring an action in 
the courts of this State for the relief sought. Apart from the 
right in general of a non-resident or a foreign corporation to 
sue in our courts, the right of a French corporation to sue 
here for protection against unfair competition was expressly 
granted in the convention between the United States and vari- 
ous other powers for the protection of industrial property, 
as revised on June 2, 1911 (38 U.S. Stat. at Large, p. 1663). 
Article 1014 reads: ‘All the contracting countries agree to 
assure to the members of the Union an effective protection 
against unfair competition.’ (French Republic v. Saratoga 
Vichy Co., 191 U.S. 427; Winthrop Chemical Co., Inc. v. Black- 
man, 150 Mise. 229; Phillips v. Governor & Co., etc., 79 F. 
[2d] 971, 972.)”? 


Therefore, it must be implied that once these special laws were suppressed, the Con- 
ventions automatically again come into force. 

During the First World War, as well as during the Second World War, the Office 
of Berne published in the Review “Propriété Industrielle,” that the survival of Union 
rights, in spite of the war, should not be in doubt. This statement may be found in 
the 1914 edition on p. 131 and in the 1939 edition on p. 150. 

It is stated in the recent work of BATHURST AND SIMPSON, GERMANY AND THE NORTH 
ATLANTIC COMMUNITY (1956), as follows: 

“Even at this early stage in the life of the Allied High Commission, the question 
of Germany’s pre-war treaty relations had to be considered. The procedure estab- 
lished was that certain of the multilateral treaties to which Germany was or had 
been a party were to be ‘given effect’ by the Federal Republic without any deter- 
mination of the questions, whether such treaties required revival, and, if so, whether 
they should be revived. Thus on December 21, 1949, the Allied High Commission 
agreed to transmit to the Swiss Government a memorandum from the Federal Gov- 
ernment declaring that following the establishment of a German Patent Office in 
Munich it had again become possible to give full effect within the territory of the 
Federal Republic to the following international agreements :— 

The Paris Convention of 1883 for the Protection of Industrial Property. 

The Madrid Convention of 1891 concerning the Suppression of False State- 
ments of Origin of Goods. 

The Madrid Convention of 1891 concerning the International Registration of 
Factory or Trade Marks. 

The Hague Convention of 1925 regarding the International Depositing of Trade 
Patterns or Designs.” 


4. Chapter 540, Title IX, §44, subdiv. (b); 15 U.S.C., §1126 (enacted July 5, 


ae 
See recent decision: Vanity Fair Mills, Inc. v. T. Eaton Co. Limited et al., 
234 4 2d 633, 46 TMR 852 (C.A. 2, 1956). 
6. Maison Prunier v. Prunier’s ’ Restaurant § Café, Inc., 159 Misc. 551, 28 TMR 
33 (Supreme Ct., N.Y. Co., 5/13/1936, Shientag, J.). 
7. Supra, at p. 554. 
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The recent Russian occupation of Austria has brought about 
certain parallel legal situations arising out of the following state 
of facts.: 

The parent Cologne House of “4711” had for many years dealt 
in Austria with an affiliated firm which distributed merchandise 
bearing the German trademarks of “4711.” The Russians, as part 
of their occupation policy, seized the assets of the affiliate and 
finally, in 1955, assigned the same to the Austrian Government, 
pursuant to the terms of the State Treaty between Austria and 
the Allied Powers.* The Austrian Government appointed a cus- 
todian to operate the seized enterprise on behalf of the Govern- 
ment. 

There followed a competing claim to the right to sell ortemnaL 
4711 products in Austria. One was asserted by the new branch 
of the Cologne House and the other by the enterprise operated 
under the auspices of the Austrian Government. 

The Cologne branch appealed to the Austrian Commercial 
Court and sought an injunction to prevent its competitor from 
designating its merchandise as oriGinAL 4711 products and from 
using packaging materials which imitated the German originals. 

The court granted a temporary injunction,® which was 
affirmed on appeal,*® and which ultimately led to an out of court 
settlement of the dispute. 

The reasoning of the Austrian courts was as follows: 


The seizure of the old branch in Austria by the Russians was 
a seizure of an enterprise having a situs in Austria and could not 
be considered to be directed against the Cologne Parent House 
which is located in Western Germany. The rights of the latter, 
including such industrial rights as trademarks and protection 
against unfair competition, could not be touched or affected by 
the seizure. The Cologne entity must be deemed to enjoy such 
rights in the same manner as an Austrian national on the basis 
of the Paris Convention of March 20, 1883 (as amended in Lon- 
don), to which Austria as well as the German Federal Republic 
are parties. 


8. 11 U.S. Cong. News (1955), p. 2525, Part IV—Claims Arising Out of the War, 
Article 22, par. 6, pp. 2530, 2531. 
9. IV Cg 738/1955. 
10. 3 RB 547/1955. 
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That which belonged to Cologne, i.e. the aforesaid industrial 
rights, could not legally be confiscated by Russia, because Cologne 
was not within the Russian orbit of power. The actions of the 
Soviet Union could at best be attributed to an attempt to ignore 
the situation by application of force, but a contention that the 
seizure affected rights outside of the Russian zone of influence 
could not be placed upon a legal basis. 

When the Soviet Union transferred to the Austrian Republic 
all the assets and rights that it had seized, it transferred only 
that which had been legally seized. The Paris Convention, which 
has the force of Austrian law in Austria, was not affected by extra- 
legal acts of the Russian authorities. Since the Russians never 
legally owned the rights belonging to Cologne, they did not actu- 
ally transfer the same to the Austrian Government. 

Consequently, when the Austrian enterprise advertised its 
merchandise as origInaL 4711 and used labels imitating those 
used by the Original House of Cologne, it was violating the pro- 
visions of the Austrian Law Against Unfair Competition.” 

Cologne having the right of priority to the use of the term 
ORIGINAL 4711 and to the use of the labels, it can assert its right 
under the Paris Convention against any firm not connected with 
Cologne and is thus entitled to an injunction prohibiting the use 
of imitative labels, bottles, ete. Since the Austrian enterprise is 
the guilty party, the Cologne firm is properly entitled to the 
injunction. 

The above reasoning, in addition to its parallels with legal 
precedents in this country, is of special interest, in that it demon- 
strates the laudable independence of Austrian courts from govern- 
mental interest and the firm refusal to permit governmental fiscal 
policy to interfere with justice. 


11. Austrian Law against Unfair Competition, Section 9 and Section 2, paragraphs 
1 and 2. 
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THE NEW TRADEMARK LAW IN VENEZUELA 


By |. Bentata* 


In the June issue of The Trademark Reporter a report was 
carried by Mr. Euripides Terrero on “The New Patent and Trade- 
mark Law in Venezuela” (46 TMR 762). We are obliged to Mr. 
Bentata for making the following additional material available to 
us.—ED. 

The new law distinguishes between a trademark (the term 
“Marca” was changed to “Marca Comercial”), a trade name and 
a commercial slogan; all three can now be registered. 


Applications 


1. The Law exacts that the use of the trademark made prior 
to the date of filing of the application should be indicated. It does 
not say whether such use should be considered as taking place in 
Venezuela or abroad. The Registrar confirms that it can take 
place in the country of origin—in other words, abroad, in which 
case the approximate date is to be indicated. 


2. The Home Certificate of Registration, if any, should no 
longer be joined to the application. If such registration exists, 
simply the date and the number should be reported. 


Consent 


Consent of registered owners, to the effect of allowing regis- 
tration of a third party’s similar trademark has no legal effect at 
all. Confusing similarities are understood as being a matter of 
public order and, as such, the Registrar will freely consider them. 


Renewals 


Declarations of use are not required for renewals. 

The Home Certificate is not necessary to obtain the renewal 
of a trademark. 

The original Venezuelan Certificate is required for stamping 
the renewal notice on it; otherwise, a certified copy has to be sub- 
mitted for this purpose. 


* Partner in the firm of J. Bentata, Caracas, Doctor of Law of the Universities 
of Caracas and Paris, member of the Caracas Bar. 
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Oppositions 
Oppositions against applications filed in different classes may 
be successful provided the goods covered are confusingly similar 
in the Registrar’s opinion. 


Assignments 


They are not accepted for pending applications. They may be 
effected prior to the filing of the application or after the granting 
of the Registration. 


Cancellation 


A cancellation proceeding after registration can only be 
brought against a registration if an opposition has not taken 
place beforehand, and the term to institute it is two years. It can 
be brought on the ground of priority of use duly proved before 
the Court of First Instance, or when the trademark has not been 
used during two consecutive years. 


Jurisprudence 


The Supreme Court has established that the use of a trade- 
mark is actual use, that means sale of the goods covered. The 
sale must have been duly authorized by the competent Govern- 
ment Office in case of pharmaceuticals, foodstuff, beverages, 
tobacco, ete. 

The ruling of the Supreme Court declares that priority of use 
can be claimed only when it refers to the same trademark as, 
otherwise, registered and non-registered trademarks would have 
the same rights—what is unacceptable. However, the lower Courts 
have been repeatedly declaring priority of use in connection with 
quite dissimilar trademarks. Provisions on this point are identical 
in both, the old and the new laws. 


Licenses of Use 


This subject is not regulated in the Venezuelan Law. We, 
therefore, strongly advise to have these licenses recorded with 
the Notary Public, in order to establish a date, so that the use 
made by the licensee is legally considered to be made by the owner 
of the registration. Thus, cancellation on the ground of non-use 
by the owner will not apply. 





. 
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Appeals 


The Law allows five working days to file an appeal against the 
Registrar’s resolution, counted from the date of publication in the 
Official Bulletin. 

The “Nation’s Prosecutor and Attorney General’s Law” 
(March 26, 1955) establishes that when a Court proceeding is 
foreseen against a decision of the Registrar, a reconsideration 
must be applied for to the Minister of Development, in order to 
exhaust the administrative remedies. Only a negative decision 
of the Minister allows the filing of the appeal. The Minister 
cannot decide without previously hearing a report from the 
Nation’s Prosecutor, but he is free to issue a resolution contrary 
to that report. This is a sixty-day procedure. The failure to 
notify the plaintiff of the new decision at the expiration of this 
term allows him to file his judicial recourse. 

No term is indicated by this law to file this petition for recon- 
sideration before the Minister. 

The “Organic Law of the Federal Court” (August 19th, 1953) 
gives a term of six months to file an appeal in the Supreme Court 
against the Minister’s decision. This term is counted from the 


date of publication of the resolution in the Official Bulletin, or 
from the date of notification to the interested party, if publication 
does not take place. 
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STATE TRADEMARK REGISTRATION INFORMATION 


The year 1956 was a so-called “off year” in the state legisla- 
tures and there were only a few developments with respect to 
the statutes on trademarks. However, you may wish to note the 
following as a Supplemental Report to the information published 
in 45 TMR 1064, September, 1955: 


Minnesota: 

Trademark law amended increasing registration fee to $10 
and assignment fee to $10. In each case there is a $2 charge for 
certificates. This was effective July 1, 1955. 


Illinois : 
Dilution Act is in effect here and was enacted on July 1, 1953. 


Pennsylvania: 


Trademark law amended to provide for registration of ser- 
vice marks, effective May 29, 1956. 

The following states have enacted legislation based upon the 
Model Trademark Act: 


Arkansas Michigan 
Colorado Mississippi 
Georgia New York 
Illinois Ohio 
Indiana Pennsylvania 
Kansas South Carolina 
Louisiana South Dakota 
Maryland Utah 
Washington 


State Statutes: 


A copy of the state statute can be obtained by writing to: 


Secretary of State 
State Capital 
For quick reference, USTA has a master file of all state 
statutes. 
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NOTES FROM THE PATENT OFFICE 


By Katharine |. Hancock* 


Classification of Membership Marks 


A new trademark class has been established, entitled Class 
200, Collective Membership. In this class are now placed all col- 
lective marks which are used merely to indicate membership in 
a cooperative, an association, or other collective group or organi- 
zation. The names, emblems, and insignia of Greek letter fra- 
ternities and sororities generally fall into this class, as well as 
those of other fraternal organizations. Veterans and scouting 
groups, trade associations, agricultural associations, labor unions, 
and similar collective groups, also illustrate the types of organi- 
zations whose identifying names, insignia, or emblems may fall 
into this new class. 


Class 200 was established as a result of the decision in Ez 
parte The Supreme Shrine of the Order of the White Shrine of 
Jerusalem, 109 USPQ 248, 46 TMR 888, rendered by Assistant 
Commissioner Leeds, April 25, 1956.* In that case applicant was a 


fraternal organization with subordinate chapters located through- 
out the country, each member chapter being identified by the words 
ORDER OF THE WHITE SHRINE OF JERUSALEM, and those being the 
words sought to be registered. The Assistant Commissioner stated 
that applicant was not engaged in business or trade; it sold neither 
goods nor services; its identifying name and insignia were there- 
fore neither trademarks nor service marks, as such. The sole 
question to be determined was whether or not the subject matter 
presented for registration was a collective mark registrable under 
the terms of the statute. After reviewing the legislative history, 
the Assistant Commissioner held that such marks are not trade- 
marks in the ordinary sense of the term, but they are nevertheless 
identifying and distinguishing marks which are registrable under 
the specific terms of the statute. The mark under consideration 
was a collective mark used by members of applicant and its 
subordinate chapters to indicate membership in a fraternal society. 


* Trademark Examiner, U.S. Patent Office; Member District of Columbia Bar. 
1. See also Leeds, Trademarks from the Government Viewpoint, 44 Calif. Law Rev. 
489, at p. 497 (July 1956). 
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Before the WHITE sHRINE decision, the definition of “collec- 
tive mark” in Sec. 45 of the Trademark Act of 1946 was inter- 
preted by the Office to mean that a collective mark also had to be 
either a trademark or a service mark. While it was felt that these 
insignia were entitled to registration as collective marks, they 
were classified in a trademark or a service mark class according 
to the goods or services with which the insignia happened to be 
associated, and applications were required to meet all the other 
procedural requirements for either a trademark or a service mark. 
If the insignia was associated with a variety of articles, separate 
applications had to be filed in each pertinent class for complete 
coverage. The specimen requirement as to trademark use was 
very difficult for these organizations to meet, since they were not 
commercially engaged in the business of selling goods.- Usually 
the insignia or emblems are placed in a conspicuous place upon 
goods such as jewelry, badges, stationery, tableware, billfolds, and 
a multitude of articles suitable for individual use by members or 
for souvenir use. Although physically attached to the goods, such 
use was not accepted by the Office as indicating the commercial 
origin of the goods in a trademark sense; its purpose is actually 
to identify or advertise the organization, to display the loyalty 
and interest of individual members, and to indicate membership 
of the individual in the organization. Use on such things as mail- 
ing labels was accepted, although for this kind of mark, such 
things did not really show trademark use. After the Trademark 
Act of 1946 became effective, these organizations were permitted 
to register their identifying marks as service marks, on the basis 
that the organizations did conduct activities which were of ser- 
vice; but here again the use of the marks probably was not service 
mark use as contemplated by the statute, for these marks do not 
actually identify services rendered. In service mark applications 
the problem of specimens was simpler for these organizations, 
since letterheads, advertising material, jewelry articles, badges, 
etc., were acceptable. After the 1946 Act, very few organization 
insignia were registered as trademarks, but many were registered 
as service marks. 

However, as indicated in the WHITE SHRINE case, neither trade- 
mark nor service mark registration is the proper procedure for 
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these marks. That decision points out that the definition of “col- 
lective mark” specifically includes “marks used to indicate mem- 
bership”, and collective marks are now construed as being of at 
least three types: trademarks, service marks, and membership 
marks. Organizational names, emblems, or insignia are treated as 
a separate and distinct type of collective mark, registrable in 
Class 200 on their own merits without being forced to fit into the 
mold of either a trademark or a service mark. Nor may an appli- 
cant elect to register in a goods or services class if the mark is 
functioning merely as a membership mark. 

There is wide latitude in the kinds of material which are 
acceptable as specimens in Class 200. Such things as membership 
pins and other jewelry, letterheads, charters, advertising matter 
and publications, badges, etc., are acceptable, for these are the 
common ways in which the organization or its members use the 
emblem to identify the organization or to indicate or advertise 
their membership. 

Applications in Class 200 need not specify any goods or ser- 
vices, but may state merely that the applicant “is exercising con- 
trol over the use of the collective mark shown in the accompany- 


ing drawing for indicating membership in” a certain organization. 
Illustrations are: 


For indicating membership in a national collegiate fraternal 
organization. 


For indicating membership in a national collegiate fraternal 
society organized to further the cultural, social, and educa- 
tional ideals of members. 


For indicating membership in a national patriotic and welfare 
organization. 


For indicating membership in a national sorority and subor- 
dinate chapters established to promote college loyalty and to 
advance the spirit of service and fellowship among university 
women. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Australia 
Rejected Applications 


The following applications were rejected by the Deputy Regis- 
trar of Trademarks for the reasons indicated: 


(1) GLo-cHEcK, in respect of articles of clothing, was rejected 
on the ground of confusing similarity with GLow-cown which 
had been registered in respect of the same goods. The fact 
that GLow-cown had been registered over a prior registration 
for GLo-wEB in the name of another party was of no assistance 
to the applicant in this case. 26 Official Journal of Patents, 
Trade Marks & Designs 2048. 


(2) NEO-QUENCH, in respect of oils for use in manufacture, 
was rejected on the ground that the mark indicates that the 
goods are new quenching substances and therefore the mark 
has direct reference to the character or quality of the goods. 
The applicant contended that this was not the type of word 
that other traders would require to describe their products 
but the Registrar stated that he had no doubt whatever that 
the word NEO-QUENCH would be understood to mean a new type 
of quenching material and if it were not a new material the 
public would be deceived. 26 Official Journal of Patents, Trade 
Marks & Designs 1847. 


(3) BLU WASH, in respect of soaps, washing powders, deter- 
gents and laundry preparations, was rejected on the ground 
that the words have direct reference to the goods “in that they 
directly denote washing preparations for use in the process 
of bluing clothes.” 26 Official Journal of Patents, Trade Mark 
& Designs 1848. 


Austria 
Service Marks 


A travel agency applied for registration in Austria of a 
mark in respect of “special trains and buses, transportation tickets 
and reserved seat tickets, printed advertisements, posters, signs.” 
The Austrian Patent Office rejected the application on the ground 
that the mark applied for was actually a service mark, and not a 
trademark intended to be applied to goods, and that service marks 
were not registrable in Austria. On appeal filed by the applicants, 
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the Appeal Court affirmed the Patent Office’s decision as far as 
it had rejected the application in respect of “transportation tickets 
and reserved seat tickets”; it sent the case back to the Patent 
Office for further consideration and for a new decision with re- 
spect to the remaining items included in the application. The 
Appeal Court noted that, according to the definition of a trade- 
mark in Section I of the Austrian Trade Marks Law, there could 
be registered as trademarks only symbols intended to distinguish 
goods in the course of trade. The argument was rejected that 
marks intended to distinguish services should be held to be 
equivalent to marks intended to distinguish goods. The Appeal 
Court acknowledged that the trend, also in Austria, is to accord 
to service marks the same protection as is accorded to trademarks, 
but the Appeal Court held that the Patent Office properly applied 
the existing law, at least insofar as it refused the application 
in respect of “transportation tickets and reserved seat tickets.” 
Osterreichisches Patentblatt, 1956, p. 105. 


Germany 
Infringement of Trademark Registered on Basis of Acquired Distinctiveness 


Plaintiff’s trademark 14-33 was registered in 1939 in respect 
of cosmetics upon evidence of acquired distinctiveness. Defendant 
started distributing a skin cream under the trademark p 33-sx1n- 
TAL in 1950. 

In upholding plaintiff’s claim of infringement and granting 
an injunction, the Provincial Court of Hamburg held that, despite 
a brief period from 1932 to 1936 in which the German Supreme 
Court held that the question of whether or not a mark possessed 
sufficient distinctiveness for registration was subject to judicial 
review, the better and now prevailing view is that the judgment 
of the Patent Office in this area is final and binding on the courts. 
The Court therefore refused to review the application file for the 
purpose of determining whether or not the evidence of use sub- 
mitted in support of the application was adequate. 

The decision reaffirmed a recent Supreme Court holding that 
there are no intrinsically strong or weak marks, but that the scope 
of protection to be accorded a given registration must be deter- 
mined in relation to its co-existence with prior or subsequent 





1346 THE TRADEMARK REPORTER Vol. 46 T. M.R. 


similar marks. The defense that the presence of the word sKINTAL 
in the defendant’s mark served to distinguish it from the plaintiff’s 
mark 14-33 was rejected. Case No. 270281/51, Landgericht Ham- 
burg, decided July 31, 1952. 


Great Britain 
Passing-off — Dishonest Trading — Liability of Directors 

A Swiss corporation which makes and sells electric mixing 
machines owns a British registration in respect of such goods for 
the word TurMrix and a device. The Swiss Company entered into 
license agreements with a British company under the terms of 
which the British company was authorized to manufacture and sell 
under the trademark turmrix machines according to the Swiss 
company’s specifications in consideration of the payment of cer- 
tain royalties. The original licensee ran into manufacturing diffi- 
culties and it was agreed that another British company should 
take over the license. Thereafter there were considerable sales 
of the British made machines but in November, 1949 the Swiss 
company terminated the license because of non-payment of royal- 
ties. After termination of the license, the British company con- 
tinued to sell mixing machines under the trademark tuRMrx at 
least until March, 1950. In addition, the British company con- 
tinued to use the phrase TURMIX SALES & SERVICE on its stationery 
as well as on the machines themselves. In April, 1950 the British 
company put a new machine on the market under the trademark 
macimix. The advertising of this new machine held it out to be a 
new model of the Turmrx machine. The only obvious difference 
between the two machines was the trademark used. The Magimix 
mark was affixed to the cartons by means of an adhesive label 
which was pasted over the turmMix mark. The Swiss company’s 
British and Swiss patent numbers were allowed to remain on 
the cartons. 

The Swiss company brought an action for malicious conspiracy 
and passing-off against both the present and former British 
licensees as well as the Directors thereof. The conspiracy count 
was dismissed at the outset because of the lack of direct evidence 
of conspiracy at the time when it was alleged to have begun. 
However, with respect to passing-off where no date of commence- 
ment had to be alleged, the plaintiff’s claims were upheld. 
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The defendants contended that there could be no passing-off 
since the plaintiff had no good will in Great Britain and whatever 
good will there was was the property of the licensees. In reply 
to this the Court stated: 


“T must say that that strikes me as a very startling proposi- 
tion because, after all, perhaps the most essential feature of 
passing-off is that the public should not be deceived, and it 
would be a very extraordinary thing if a licensee, using a 
trade name under the licence, could, when the licence came to 
be determined, say that the property in the trade name was 
his because he had really created the goodwill, with the result, 
I suppose, that he could compete with the licensor without any 
regard to the fact that the licence had been determined, where- 
by the public would certainly be greatly confused. ... Clearly 
during the licence period (the defendants) could acquire no 
right to use the name TuRMIx independently of the licence.” 


With respect to the corporate defendants, it was held that a de- 
liberate policy of passing-off had been undertaken and the plaintiff 
was entitled to damages in connection with the defendants passing 
themselves off as the sales and service representatives of TURMIX 
as well as in connection with the passing-off of MaGcimrx as an im- 
proved version of the TurMrIx machine. 

With respect to the Directors’ liability as joint tortfeasors, 
the Court held that the Directors had given false evidence, had 
deliberately engaged in a course of dishonest trading and the 
Court held that the Directors were jointly liable. The Court states 
that: 


“Now, the passing-off by (the corporate defendant) was not 
of that kind for which a Company is responsible merely be- 
cause a member of its staff has committed the tort while act- 
ing within the scope of his authority. That is, in my judgment, 
an important distinction between the majority of cases in 
which it is sought to make Directors liable and the present 
case. The Company itself was directed into a tortious policy 
and, for formulating the policy of the Company, the Directors 
are responsible. . . . Each of them knows what happened, 
but all refused to say, each taking refuge in false evidence 
and sedulously concocting false pictures. I feel justified in 
holding as an inference from all the circumstances proved 
before me that all three of them took part in formulating 
the Company’s deceptive marketing policy and jointly gave 
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off...” Oecertli AG. v. Bowman (London) Lid. and others. 
(1956) R.P.C. 282. 









Union of South Africa 


Descriptive Words 





The Registrar objected to an application to register the word 
RONPHA in respect of grass, grass seeds, grass plants and grass 
roots, on the ground that the mark was not distinctive. The ap- 
plicant contended and the Registrar agreed that ronpHa is an in- 
vented word. The word was invented and used by the applicant 
to designate a particular variety of grass which he had developed 
and now sells commercially. However, the applicant was not able 
to show that there was a generic name for this new variety. The 
Registrar dismissed the application holding that: 













“Tf the name has become known as the name of a new variety 
of plant its registration as a trademark must inevitably cause 
embarrassment to the trade and confusion to the public. In 
effect it would mean that whilst others would have the un- 
questionable right to sell the new variety and to meet demands 
for it from their customers the trademark owner alone could 
use the name by which it has become known. If everyone who 
sells must (as a means of identification) use a different name 
because each registers the name he selects, the public and the 
trade would be left in a state of utter confusion. It seems to 
me absolutely essential that unless and until a natural product 
which can be freely reproduced (Such as a new plant or grass) 
has a common name by which it can be identified, no single 
producer should be given a monopoly in a name used in rela- 
tion to it. Once it has been given or has acquired a common 
name free to be used by all there can be no possible objection 
to registration of different names as trademarks to indicate 
origin from different producers. If the first producer launches 
the product coupled with a name he cannot complain if traders 
and the public identify the product by the name nor can he 
complain if registration of the name as a trademark is re- 
fused.” 




























Before this decision was issued there was an exchange of corre- 
spondence between the Trade Marks Office and the Department 
of Agriculture. Patent Journal Vol. 9, No. 31. 
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Union of South Africa 
Opposition Proceedings 


The owners of the trademarks BRONCOMINT, BRONCOPINE and 
BRONCOSALVE all of which are registered in respect of. all goods 
included in the pharmaceutical products class, opposed an appli- 
cation to register the word BRoNCHOTONE in respect of cough reme- 
dies. It was established that the prefix BroncHo is a common com- 
bining form, the Oxford English Dictionary having no less than 
fifty words all commencing with the prefix Broncuo all directly or 
indirectly relating to the respiratory system; and the applicant 
took the position that because of this common prefix, greater 
emphasis should be placed upon the remaining portions of the 
marks in question in determining whether or not confusion would 
be likely. The Registrar took particular note of the fact that 
there were already on the Register in the names of third parties 
for trademarks with the prefix BRroncHO or BRONCO and three 
trademarks with the prefix sproncH or -BRONK all covering, inter 
alia, cough remedies. The Registrar held that the use of sroncHo- 
TONE was not likely to lead to confusion with the opponent’s marks 
and dismissed the opposition. Patent Journal, Vol. 9, No. 28. 
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BOOK REVIEW 


Practices and Principles 


Mopern ApveERTISING—Practices AND Princrptes. By Harry 
Walker Hepner. New York, McGraw-Hill Book Company, Inc., 
1956. Pp. 740. $6.75. 


Chapter 8 of this text (pages 141-163), under the title “Brand 
Names and Brand Loyalty,” is devoted to the role of trademarks 
in advertising. Here the student of advertising, the layman, the 
advertising executive and the trademark lawyer will find, in a 
capsule, an excellent analysis of the place of trademarks in adver- 
tising. Concise, pithy statements set forth facts with respect to 
the definitions of a trademark, how to select a good brand name, 
the process of registration, the difference between trademarks, 
service marks and collective marks, and effective use of trade- 
marks in advertising. There is also an interesting analysis of 
brand loyalty on the part of consumers, including specific facts in 
graphic form. 

The currently popular merchandising “deals” in advertising 
promotions comes in for brief but effective treatment, particularly 
with respect to brand loyalty. Today’s modern trademark fran- 
chising programs are also briefly considered. Finally, this chap- 
ter concludes with a short analysis as to the effective use of 
trademarks in advertising. 

The section dealing with the selection of a trademark is par- 
ticularly apt. Mr. Hepner properly stresses several rules which 
should govern the selection of an all-around good mark. He con- 
siders the major functions of a mark to be fulfilled if it indicates 
the product source, is effective in advertisements and has power 
to stimulate “mental imagery” favorable to the product. 

If this chapter is subject to criticism at all, it should be 
directed to the author’s use of the phrase “trademark name.” It 
appears several times. This is believed to be unfortunate because 
it adds to the already existing confusion in definitions. In fairness 
to the author it should be said that this practice is not uncommon 
—even some courts have fallen into this error—nevertheless, it 
is believed that precise use of the word “trademark” should be 
encouraged. 
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This book, apparently intended to be used as a text in its 
field, abounds with a wealth of facts and advice and properly 
devotes a liberal amount of space to the trademark phase which 
is so important in modern advertising. 


GERRIT P. GROEN 


NOTICE 


TRADEMARK RvuLEs oF PRAcTICE oF THE U. S. Patent Orrick wITH 
Forms anp Statutes. Washington, U. S. Department of Com- 
merce, October 1956. Pp. 121. 40 cts. 


The Patent Office has just published the fourth edition of this 
booklet. The first edition was printed in 1947 after the enactment 
of the Lanham Act. It includes the revision and renumbering of 
rules adopted on July 5, 1955 and which became effective on 
August 15, 1955. Revisions of supplemental material are included 
as well as statutes and reproductions of forms for the preparation 
of applications for registration of marks and other papers to be 
filed in the Patent Office. 

A copy of this booklet has been mailed to members of USTA, 
and additional copies may be obtained by writing to the Superin- 
tendent of Documents, Government Printing Office, Washington 
25, D. C. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 


Appliances; their Packaging has become an outstanding Example in a competitive 
inet Market. (Modern Packaging, v. 30, no. 2, October 1956, pp. 112-115, 
44-245.) 

Stronger trademark identity to tie in with advertising programs. 


Brazil, Trademarks, Change in Renewal Dates. (Patent and Trade Mark Review, 
v. 54, no. 12, September 1956, pp. 352-353.) 


Can Canco win Preference for its Twin-Pak Carton? (Sales Management, v. 77, 
no. 9, October 19, 1956, pp. 141-142.) 


Dixon, Joseph, Crucible Co. Pencil Points. (Modern Packaging, v. 30, no. 2, 
October 1956, pp. 132-134.) 

Bright new package designs intended to distinguish the brand and drive home its 
quality story. 


Egypt. Trademarks. Licensing. Cancellation and Service Marks. (Patent and 
Trade Mark Review, v. 54, no. 12, September 1956, pp. 357-358.) 


Grady, Stafford R. 

Tax Reminder. Recent Changes in Internal Revenue Codes affecting Trademarks, 
Trade Names and Patents. (Los Angeles Bar Bulletin, v. 31, no. 10, August 
1956, pp. 311, 313.) 


Jacobson, Alan J. 
What’s behind big Retailers’ Switch to National Advertising. (Printers’ Ink, 
October 19, 1956, pp. 21-24.) 


Jones & Laughlin Steel Corp. Identity for Steel. (Modern Packaging, v. 30, no. 
2, October 1956, pp. 118-120, 252.) 

Jones & Laughlin proves that packaging has a place in heavy industry, with a 
program built around an all-embracing new trademark and standard color scheme. 


Judkins, Jay 
Directory of National Trade Associations. Washington, Gov’t Printing Office, 


1956. Pp. 37. 
Copies of this directory are available from the Superintendent of Documents at 


40 cts. per copy. 


Maulvault, A. 
Unfair Competition in France. Paper read before the Members of the Institute 
of Trade Mark Agents in London, April 25, 1956. 


National Carbon Co., Div. of Union Carbide & Carbon Corp. New industrial Look. 
(Modern Packaging, v. 30, no. 2, October 1956, pp. 144-146.) 
Consistent brand identity, built around a new trademark, is key to National Carbon 


Co.’s program. 


A New Way to Protect Product Designs. New York, Research Institute of America, 


Ine., 1956. Pp. 6. . 
Product designs and their protection are treated in this report. 


Parente, Joseph F. : 
Problem: How to Tell Consumers your Product is Different. (Sales Management, 


v. 77, no. 9, October 19, 1956, pp. 65-66.) 


Patent, Trademark and Copyright Law. (Student Lawyer Journal, v. 1, no. 5, 
May 1956, pp. 14-17, 21-22, 31-32.) 


Protective Packaging Progress. (Modern Packaging, v. 30, no. 2, October 1956, 
pp. 99-104, 254, 256-257.) 


Publicker Distillers Products. Gift Packaging for July Sales, too. (Printers’ Ink, 
September 26, 1956, pp. 104-106.) 


*— Copies of these articles are available for reference in the Association’s Library. 
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Rotondi, Mario 
For the Creation of a System of Industrial Law. (Tulane Law Review, v. 30, no. 
4, June 1956, pp. 539-548.) 


Rubel, Ira 
Hourly Rates for Advertising Services? (Printers’ Ink, September 21, 1956, pp. 
21-76.) 


Scovill Mfg. Co. Scovill’s Stripes. (Modern Packaging, v. 30, no. 2, October 1956, 
pp. 108-109, 249.) 

Brass mill combines distinctive four-color brand mark with superior product 
protection. 


Thomann, Louis F. 

Marketing Strategy for the small Guy. (Printers’ Ink, October 19, 1956, pp. 
44-48, 50, 52-53, 56, 58, 61.) 
Marketing and advertising policy of Pabco Products Division of the Fibreboard 
Paper Products Corp., San Francisco, Calif. 


Trademarks and Trade Names. Addresses delivered at the Trademark Symposium 
at Berkeley, Calif., April 19-21, 1956, (California Law Review, v. 44, no. 3, July 
1956, pp. 439-546.) 


Vodka Mix: Smart Packaging, Sophisticated Ads. (Printers’ Ink, November 2, 
1956, pp. 34, 36, 41-42, 44, 46, 50.) 





THE TRADEMARK REPORTER 


Part Il 


OLEG CASSINI, INC. v. DORENE FASHIONS 
CORPORATION 


New York Sup. Court, Special Term, New York Cty. — June 7, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 
Ordinarily anyone is free to copy an original dress design released to the 
public and not protected by patent or copyright; whatever ethics or style piracy, 
so long as only copying is involved law does not intervene; defendant is enjoined, 
however, where its predecessor had agreed in prior design patent infringement suit 
not to copy plaintiff’s designs. 


Action by Oleg Cassini, Inc. v. Dorene Fashions Corporation et al. for 
unfair competition. Judgment for plaintiff. 


Jesse Cohen (Paul Englander of counsel), of New York, N. Y., for plaintiff. 
Isidore Miller, of New York, N. Y., for defendant. 


HorstTaDTEr, Justice. 

The plaintiff is a manufacturer of women’s dresses. Oleg Cassini, its 
president and principal stockholder, has been a designer and manufacturer 
of dresses for many years both in this country and abroad. He is regarded 
as one of the leading fashion designers in this country and enjoys an out- 
standing reputation as a creator in the field. The plaintiff has spent sub- 
stantial sums in advertising and promoting its designs. The making of 
original designs is an exacting and laborious process to which Mr. Cassini 
has from season to season devoted much thought, study and energy. As a 
result the plaintiff has been able to produce models which have won wide 
public favor. 

The defendant Dorene Fashions Corporation is a corporation of which 
the defendant Philip Zimberg was president and a 50 per cent stockholder. 
The corporation has been succeeded by a partnership known as Dorene Fash- 
ions Company, in which the defendants Philip Zimberg and his son Sey- 
mour Zimberg, who had also been connected with the corporation, are equal 
partners. The firm, as did its predecessor, the corporation, manufactures 
women’s dresses and copies original models designed by others. The defen- 
dants in 1955 copied some of the plaintiff’s models and sold these copies to 
the trade. This action is brought to enjoin the further copying of the 
plaintiff’s models. 

Though the dresses made by the defendants may not be identical in all 
respects with the original designed by the plaintiff, they embody so many 
elements of the plaintiff’s models and are so similar to the latter, that they 
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may fairly be found to be copies. The common features of the originals and 
of the defendants’ dresses are so substantial that for all practical purposes 
they must be regarded as the same. Indeed, the defendants do not dispute 
that they have copied the plaintiff's models; they assert that they may 
lawfully do so. 

The designs claimed to have been copied were not patented or copy- 
righted and the dresses manufactured by the plaintiff from these designs 
were sold freely in the market by it. It is not contended that the plaintiff's 
dresses which served as the basis for the defendants’ copies were obtained 
by stealth or through the breach of any fiduciary duty. Nor is it estab- 
lished that the defendants in selling the copies misrepresented them as 
the plaintiff’s originals. The plaintiff urges that the defendants by 
selling the copies made it possible for retailers to deceive the ultimate 
buyers at retail into the belief that they were getting original Cassini 
models. The proof is, however, insufficient either to show that retailers did 
sell the defendants’ copies as Cassini originals or to charge the defendants 
with responsibility for such misrepresentations, if they did occur. The 
plaintiff’s case, therefore, rests on the single ground that the defendants 
copied the original designs. As stated, that ground is abundantly estab- 
lished and, in fact, conceded. 

Ordinarily anyone is free to copy an original dress design released 
to the public and not protected by patent or copyright. Whatever the ethics 
of style piracy, so long as a defendant does no more than appropriate and 
copy the style—and here there is no proof beyond that point—the law 
does not intervene. Millinery Creators’ Guild v. Federal Trade Comm., 
109 F.2d 175 (30 TMR 301), aff’d 312 U.S. 469, 48 USPQ 487; Fashion 
Originators’ Guild v. Federal Trade Comm., 114 F.2d 80 (30 TMR 421), 
aff’d 312 U.S. 457, 48 USPQ 483; Cheney Bros. v. Doris Silk Corp., 35 F.2d 
279, 3 USPQ 162, cert. den., 281 U.S. 728 (19 TMR 491); Jaccard v. 
R. H. Macy & Co., Inc., 265 App. Div. 15, aff’g 176 Misc. 88, 55 USPQ 378; 
Montegut v. Hickson, Inc., 178 App. Div. 94; Richard J. Cole, Inc. v. 
Manhattan Modes Co., Inc., 109 USPQ 370 (46 TMR 830), and cases there 
cited. 

There is, however, an important element in the present case which 
removes it from the operation of the foregoing rule. In 1954 the plaintiff 
instituted an action in the United States District Court for the Southern 
District of New York against the predecessor corporation Dorene Fashions 
Corporation for infringement of a design patent held by the plaintiff on 
one of its original models. On December 2, 1954, a formal stipulation 
settling that action was entered into; by the stipulation the defendant 
admitted it had infringed to the letters patent and agreed to pay $500 in 
satisfaction of all the plaintiff’s claims for damages. On the same date it 
addressed to the plaintiff the following letter: “This is to confirm the 
adjustment of the pending design patent infringement suit. You have our 
assurance that at no time will we infringe or copy any of your designs. 
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Upon written notice from you that our designs are copies of yours, we will 
immediately withdraw them from our line. Yours truly, Dorene Fashions 
Corp. By Philip Zimberg.” The foregoing letter was an integral part of 
the settlement of the infringement action. Its language is explicit and all- 
embracing as it was clearly intended to be. It committed the corporation 
contractually to refrain from copying the plaintiff’s designs, whatever 
might have been its right in the absence of such contractual undertaking. 
The commitment so made must be honored and may not be evaded by the 
plea that the business is now being conducted in the form of a partnership, 
in which the signer of the letter just quoted is an equal partner. The other 
partner had been active in the corporation and was obviously familiar with 
the terms of settlement. The firm acquired the corporation’s business and 
has full knowledge of the restriction on the corporate business assumed in 
the letter of December 2, 1954; it is, therefore, fully bound by the restriction. 

It follows that the plaintiff is entitled to an injunction restraining the 
defendants from copying any of its original designs. The foregoing consti- 
tutes the decision pursuant to section 440 of the Civil Practice Act. 

Settle judgment. 


SANTA'S WORKSHOP, INC. v. STERLING, doing business as 


STERLING ALASKA FUR & GAME FARMS 
New York Sup. Ct., App. Div., Third Dept. — July 25, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Where businessman has developed special use of word or symbol that has been 

open to anyone to use, competitor may not unfairly appropriate same concept to 
sow confusion from which he reaps a profit. 

Use of term ST. NICK and portrayals of SANTA CLAUS in connection with defen- 
dant’s business seem to have single-minded design of attracting patrons seeking 
plaintiff’s facility to come to business establishment of defendant; this is unfair 
competitive practice. 

REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF 

Basic rule of damage in case of unfair business competition is amount which 

plaintiff would have made except for defendant’s wrong. 


Action by Santa’s Workshop, Inc. v. Joseph Sterling, doing business as 
Sterling Alaska Fur & Game Farms for unfair competition. Both parties 
appeal from judgment for plaintiff of New York Supreme Court, Essex 
County. Modified. ZELLER, Justice dissenting with opinion. 


F. Walter Bliss and Warner M. Bouck, of Albany, N.Y., and Harold R. 
Soden, of Lake Placid, N.Y., for plaintiff. 


Lewis C. Ryan and Benjamin Shove, of Syracuse, N.Y., and Charles Gold 
and Mortimer J. Metchik for defendant. 
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BERGAN, Justice. 


Plaintiff since July, 1949 has maintained a public entertainment and 
sales facility on Whiteface Mountain known as SANTA’s WORKSHOP. Its loca- 
tion is called by plaintiff NorTH POLE and a post office has been established 
using that name. 

The facility consists of a group of specially designed buildings, painted 
in brilliant colors and with high-gabled roofs, centering around Santa, his 
home, his workshop, St. Nick’s chapel, and his “friendly animals.” The 
enterprise was very extensively advertised beginning in 1949; it obtained 
additional broad publicity in many media, and from the outset was highly 
successful. 

The defendant for many years had operated fur farms in the Adiron- 
dack region. The animals were placed on public display and were adver- 
tised from time to time aS NATURE’S MAGNIFICENT KILLERS. He has two 
places of business, one at Ausable Chasm on Route 9 which travelers com- 
ing from the north would usually pass in going to plaintiff’s facility; and 
one at Lake Placid on Route 86, which would be passed by travelers coming 
from the west to Whiteface Mountain. 

There was nothing in the business enterprise of the defendant as he 
conducted it until 1950 which would have any rational association with 
Santa or St. Nick. He had no Santa on the premises and it may not easily 
be seen what place such a symbol would occupy in his game animal exhibit. 
But immediately after the successful inception of plaintiff’s business in 
1949, defendant changed his advertising. In 1950 he advertised in the 
Adirondack Guide that he had saNTA’s FRIENDLY ANIMALS. 

He did not continue this term after that year, but thereafter used st. 
NICK’s ANIMALS. Over the entranceways of defendant’s two establishments 
are large cutouts of Santa Claus and a white deer; and in the Ausable 
Chasm establishment there is a large billboard of Santa Claus seated in a 
sleigh with the legend HERE ARE 500 ST. NICK’Ss GAME AND FUR ANIMALS. 

It should be noted, also, that after 1950 when defendant adopted the 
Santa Claus advertising appeal, the customers who were induced thereby 
to patronize the defendant found no one impersonating Santa Claus or 
St. Nick on the defendant’s grounds after they had paid their admission 
fees. 

The cutouts used by defendant bear marked resemblance to plaintiff’s 
Santa advertising and there are numerous advertising practices of defen- 
dant demonstrated in the record which seem grafted on plaintiff’s usages 
and business promotion. 

This action by plaintiff is for an injunction and other relief. The 
Official Referee has found that the acts of the defendant constitute unfair 
business competition and has granted an injunction. The unfair competi- 
tion pursued by defendant has been adequately demonstrated. 

No one owns Santa Claus. The legend and the symbol have a solid 
place in the public domain. But where one business man has developed 
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a special use of a word or symbol that has been open to anyone to use, 
a competitor may not unfairly appropriate the same concept to sow 
confusion from which he reaps a profit. 

The use of the term st. NICK, and the portrayals of Santa Claus in 
connection with defendant’s business, seem to have the single-minded 
design, aided by confusion and implicit misrepresentation, of attracting 
patrons seeking plaintiff’s facility to come to the business establishment 
of the defendant; and this is an unfair competitive practice. Matter of 
Playland Holding Corp. v. Playland Center, 1 N.Y.2d 300, 110 USPQ 68 
(46 TMR 1192); Wholesale Service Supply Corp. v. Wholesale Bldg. 
Materials Corp., 304 N.Y. 854, 97 USPQ 483 (43 TMR 928); Association 
of Contr. Plumbers v. Contracting Plumbers Assn., 302 N.Y. 495, 89 USPQ 
629 (39 TMR 1034) ; Winifred Warren, Inc. v. Turner’s Gowns, 285 N.Y. 
62, 48 USPQ 709 (31 TMR 167); Westcott Chuck Co. v. Oneida Nat. 
Chuck Co., 199 N.Y. 247. The injunction was warranted. 

Besides the injunction, the judgment awards $125,000 in damages to 
the plaintiff. The view of the Official Referee stated in his opinion was 
that although damages disclosed in this record cannot be determined with 
mathematical certainty, the sum allowed was sufficient to compensate 
plaintiff “for the losses sustained” from defendant’s practices. 

One finding which implements the decision is that defendant’s 
increased profits from 1950 to 1954 were at least $145,000 and that “Not 
all, but a substantial portion of such increased profits” resulted from 
defendant’s unfair practices and that at least $125,000 “of such increased 
profits” resulted from the practices complained of. There is another finding 
in immediate context that plaintiff suffered “lost profits,” which as a pro- 
posed finding, is marked “Found except as to the amount of damages 
which I find to be $125,000.” 
~~ §inee the judgment allowed $125,000 in all as damages it seems fair 
to read the findings as not intending to allow each measure separately, one 
based on plaintiff’s loss of profits and the other based on defendant’s 
increased profits; and for the purpose of review we will treat them as 
having been made in the alternative. 

The plaintiff’s business did not decrease, but rather increased steadily 
and consistently during the period of defendant’s unfair competitive prac- 
tices. Plaintiff did a gross business, including receipts from admissions, 
sales of toys and souvenirs and miscellaneous receipts, in 1950 of $417,- 
006.21; in 1951, of $477,712.17; in 1952 of $542,327.21; in 1953 of 
$653,828.36; and in 1954 of $688,856.84. 

The net profit realized by plaintiff on this very substantial gross 
business was a relatively small amount and showed marked fluctuations. 
In 1954, for example, on almost $690,000 gross business, the net profit 
was $23,734.07, a little more than 3%. The year before, in 1953, on over 
$650,000 the net profit was $80,124.65 or over 12%; in 1951 on $477,000 
it was $49,074.25, or about 10%. 
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Receipts for admissions to plaintiff’s project remained fairly stable 
from 1950 to 1954 with a gradual upward curve, from $178,557 in 1950 
to $249,121 in 1954. Defendant’s receipts for admissions were as follows: 
1949, $22,921; 1950, $32,761; 1951, $52,874; 1952, $57,459; 1953, $48,899; 
1954, $57,104. These receipts suggest the relative sizes of the two 
business operations. 

The plaintiff’s proof of damage is based on the theory that the year 
1949, which was immediately before defendant began his unfair adver- 
tising practice, ought to be accepted as the level at which defendant’s 
business would have continued had the unfair competitive practice not 
been engaged in; and that all the admissions from 1950 to 1954 inclusive, 
above the $22,921 in 1949, are to be attributed to customers of plaintiff, 
lured away by defendant’s advertising practices. Thus in 1950, plaintiff 
claims $9,839 was thus diverted by defendant; in 1951, $29,952; in 1952, 
$34,537 ; in 1953, $25,977; and in 1954, $34,182. 

These figures roughly average about 10% of the admissions of the 
plaintiff during this period. But from the loss of this relatively small 
part of its business, plaintiff claims that it lost an amount equivalent to 
nearly 100% of its profit during five years. To the actual five-year profit 
of $276,147.89, it claims the customers taken by defendant would have 
added $224,176 to plaintiff’s profits if they had come into plaintiff’s 
project. 

This claim is based on the theory that for each dollar of admissions, 
the average customer would spend a certain average amount for purchases 
and other items in plaintiff’s project ; and that since certain expenses, such 
as overhead and administrative salaries would remain constant, the profit 
on these relatively few additional customers proportionately would be 
very large. 

The actual course of business operations of plaintiff, however, does 
not suggest that the loss of the number of customers claimed to have been 
lured away by defendant would have had such an important effect on 
plaintiff’s net profit. 

On the contrary, sometimes an increase in admissions showed a lower 
net profit. For example, piaintiff’s records show $4,522 more in admissions 
in 1951 than in 1950 ($183,079 against $178,557). Instead of showing 
the kind of increased net profit which the theoretical projections by the 
accountant suggest, the net profit of the plaintiff actually went down from 
$59,094.26 in 1950 to $49,074.25 in 1951. Again, plaintiff had an increase 
in admissions from $230,049 in 1953 to $249,121 in 1954; but a decline in 
net profit from $80,124.65 in 1953 to $23,734.07 in 1954. 

There were, of course, other factors entering into the changes from 
year to year in plaintiff’s profits which are explainable on the basis of 
specific calculations and for specific reasons; but these changes do cast 
doubt on the validity of the accounting theory of “projection” which seeks 
to establish that a relatively small number of increased admissions in each 
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of the five years involved would necessarily bring in proportionately very 
much larger dollar profits than shown from the customers who actually 
did come to plaintiff’s establishment. 

If all the defendant’s increased admissions as shown by plaintiff’s 
proof be attributed to the unfair advertising practices from 1950 to 1954, 
it will be found that they total about $134,000. Plaintiff’s accountant’s 
projections show that on this amount of admissions, there would be 
additional sales and other business done of about $221,500 or a total gross, 
including admissions, of about $355,000. 

The method of this computation of gross is illustrated by taking as 
an example the year 1954. On a calculation that $34,182 went to the 
defendant in admissions, which ought to have gone to plaintiff, some 
$60,502 additional sales are assumed to follow that number of admissions 
on an average, making a total projected loss of gross business of $94,684. 
In 1953, as an additional example, the loss of $25,977 in admissions is 
projected as causing an additional loss of $47,799 in sales. 

If we take an average net profit of 10% of the projected gross of 
$355,000, we find plaintiff’s loss of profits to have been about $35,000. 
The percentage approximates plaintiff’s average of five years’ net profit 
on its gross business. This, of course, is greatly less than the amount which 
plaintiff claims on the basis of its “projections” to have lost in profits, 
but this claim is based on assumptions which are inconsistent with the 
actual five years of experience with actual profit. 

The theoretical claim of $224,176.52 of lost profit asserted by plaintiff 
seems especially high in view of the indications that a large part of the 
increased number of customers of the defendant’s facility over the 1949 
base year would not have patronized the plaintiff, even if the defendant 
had not engaged in his unfair competitive practice. The proof showed also 
that some customers went to both establishments. There are factors other 
than the defendant’s wrong which seem to have entered into the increase 
in defendant’s admissions, including both the enlargement of his animal 
exhibits, the general increase in business in the area, and his advertising 
other than that which may be regarded as engrafted on plaintiff’s pro- 
motion. We think that the amount of $35,000 we have arrived at fairly 
fits the case. 

In the light of this conclusion, it is unnecessary to consider the extent 
of defendant’s increased profits during this period when his admissions 
were increasing. There is a substantial dispute between the parties as to 
the defendant’s profits; the proof adduced from defendant’s own records, 
the accuracy of which plaintiff, however, challenges, shows he suffered 
losses during some of the years and a net profit only in the years 1951 and 
1952. 

The finding of the court below that defendant’s increased profits for 
the period were at least $145,000 seems to have been the result of an 
obvious mistake in preparing the findings. Although defendant’s records 
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show a loss during the five-year period of $40,863.02, the accountant for 
the plaintiff in evaluating these records made adjustments, largely by 
eliminating expense deductions, of $145,241.82 by which he reached the 
conclusion that the net profit of the defendant for the period was $104,- 
378.80. But according to his estimates the net profit of defendant in 1949 
was $8,165.47, and if the continuance of this be assumed for five years as 
a fair base, it would amount to $40,827.35, so that the increased profit for 
the five-year period would be $63,551.45 rather than $145,000. 

But this sum of $63,551 depends not only on a rejection of defendant’s 
records which show a loss, and the acceptance of several accounting assump- 
tions, but it also depends on the broader assumption that all of the theo- 
retical increased profits are attributable to the unfair advertising practices 
and none to other factors in defendant’s business. 

We consider that the damages we find have a firmer foundation in the 
record than these assumptions. The basic rule of damage in a case of 
unfair business competition is the amount which the plaintiff would have 
made except for the defendant’s wrong. Michel Cosmetics v. Tsirkas, 282 
N.Y. 195, 45 USPQ 627 (30 TMR 327). 

Appellants also argue that the practice in relation to an action for 
accounting which seems to be the form in which the complaint is cast, 
has not been followed strictly; that the right to an accounting must first 
be established and then the account taken. The trial, however, was so 
conducted over a period long enough before the Official Referee sufficiently 
to allow fully for accounting; and the books and records have been so 
thoroughly sifted as to leave nothing more in doubt in respect of what they 
may contain. 

For this reason, we think further examination of records and accounts 
would serve no useful purpose and we treat the accounting as having been 
made. Besides this, the complaint asked for further and incidental relief 
in addition to an injunction, and the theory of the decision is not account- 
ing, but damage. 

The judgment should be modified, on the law and the facts, by reduc- 
ing the damage allowed to $35,000 and, as thus modified, affirmed, without 
costs. 


ZELLER, Justice (dissenting). 

Plaintiff’s basic premise, as expressed in its brief, is that defendant 
has so imitated plaintiff’s advertising, business and place of business that 
plaintiff’s prospective customers are deceived and his business damaged. 
In my opinion the evidence in this case fails to establish these contentions. 

Plaintiff calls itself sANTA’s WORKSHOP and conducts an exhibit at 
North Pole, New York which it opened in 1949. In an area that amounts 
to the perimeter of an ellipse, plaintiff maintains what is described as a 
village, consisting of several buildings designated as Santa’s house, a post 
office, blacksmith shop, several workshops, Saint Nick’s Chapel, Mother 
Hubbard’s house, and a barn. Near the center of the area, the North Pole 
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is depicted by a refrigerated pole kept coated with ice and roaming about 
the village are tamed wild and domestic animals such as deer, sheep, goats 
and rabbits which customers are permitted to pet and feed. A live Santa 
Claus, who is attended by persons dressed as gnomes and elves and story- 
book characters such as Little Red Riding Hood, Little Bo-Peep, Snow 
White, Jack and Jill and Little Miss Muffet are also impersonated and 
present in the village. The entrance to the village is through a gateway 
over which is a cutout of Santa Claus in a sleigh being pulled by eight 
reindeer harnessed in pairs. The reindeer have been caricaturized as 
cartoon type animals with shorter noses and horns and bigger heads and 
other characteristics not found in nature. 

The theme of the North Pole and Santa Claus, his home, his workshop, 
his gnomes and elves, and his tame animals has been widely used by 
plaintiff in its publicity and advertising. On the premises postcards are 
sold which show Santa, his sleigh and reindeer; Santa, his white deer and 
the North Pole; Santa at home with his reindeer; the elves and gnomes 
at work; as well as various scenes in the village. Souvenirs and gifts 
bearing similar imprints are sold and have been widely distributed 
throughout the northeastern United States. The income from the sale of 
these postcards, souvenirs and gifts amounts to hundreds of thousands of 
dollars. Publicity for the enterprise has been wide spread by means of 
descriptive articles published in newspapers and magazines of national 
circulation. Writers of such articles have interchangeably used the names 
of Santa, Santa Claus, St. Nick, St. Nicholas and Kris Kringle in referring 
to the legendary character who dominates the theme of Santa’s Workshop. 

Defendant has been in business in the Adirondack area since 1915, or 
more than 30 years longer than plaintiff. He conducts two establishments 
at which he exhibits animals. One is located at Ausable Chasm and the 
other just on the outskirts of Lake Placid and prior to 1950 both of the 
defendant’s places of business were known as STERLING-ALASKA FUR FARMS 
and were used principally to raise and display wild fur-bearing animals 
such as mink, wolves, lynx and beaver. In that year, defendant changed 
his name to STERLING-ALASKA FUR AND GAME FARMS and added tame deer, 
llamas, goats and donkeys which are allowed to roam free and which 
visitors may feed and pet. At about the same time, defendant changed 
his advertising and adopted the term st. NICK’s ANIMALS as an advertising 
slogan. 

In his advertising defendant uses five large billboards which are 
dominated by a Santa seated in a sleigh drawn by three pairs of reindeer. 
A typical sign also contains the words “Fur and Game Alive and Tame. 
Here are 1000 St. Nick’s Animals. Sterling-Alaska Fur and Game Farms, 
Lake Placid.” He also advertises in the Adirondack Guide. For example, 
in 1954 his full-page advertisement in the Adirondack Guide was cap- 
tioned ST. NICK’s ANIMALS ARE CALLING you. It contains a picture of a 
typical Santa Claus standing beside a white reindeer. It invites the 





Vol. 46 T. M.R. SANTA’S WORKSHOP v. STERLING 1363 


reader to see 1,000 live mink, lynx, wolves, badgers, mountain sheep, deer, 
black bears and foxes. It also states that furs may be purchased at “less 
than wholesale.” The front fences of both of defendant’s establishments 
prominently advertise his name in black letters three feet high and the 
fact that he has an animal exhibition. The fences advertise to prospective 
customers a list of animals on exhibit. Over the entranceways are cutouts 
of Santa Claus and a white deer. Also over the Ausable Chasm entrance- 
way is a large billboard of Santa Claus seated in a sleigh drawn by eight 
reindeer with the legend in large letters HERE ARE 500 sT. NICK’s GAME AND 
FUR ANIMALS. 

Thus, it is evident that there are marked distinctions between plain- 
tiff’s business and defendant’s business, and plaintiff’s advertising and 
defendant’s advertising. True, both parties use caricatures of Santa Claus 
in advertising but defendant by accompanying words, carefully distin- 
guishes his business from plaintiff’s. To affirm the judgment granted by 
the Official Referee is to hold that plaintiff, simply by using caricatures 
of Santa Claus for a few months before defendant did, has thereby 
acquired a monopoly on the use of such caricatures in the Adirondack 
area. 

Plaintiff in its own advertising has never stressed the term sT. NICK’s 
ANIMALS in referring to the tame pets roaming its village. It is not unrea- 
sonable for defendant to refer to the many animals in his establishment 
which are usually associated-—as is Santa Claus—with the far north as 
ST. NICK’s ANIMALS. Santa Claus and St. Nick, like Jack Frost, the Easter 
Bunny, Uncle Sam and Father Time, are names in the public domain. 
Because plaintiff has a St. Nick’s Chapel should not exclude defendant 
from having sT. NICK’s ANIMALS where defendant, by use of words and 
means, so adequately distinguishes his business from plaintiff’s. 

Judge Learned Hand expressed the rule of unfair competition very 
succinctly when he wrote in Yale Elec. Corp. v. Robertson, 26 F.2d 972, 973 
(18 TMR 3821): “The law of unfair trade comes down very nearly to this 
* * * that one merchant shall not divert customers from another by repre- 
senting what he sells as emanating from the second.” Considering all the 
factors involved, it appears to me that defendant does not represent his 
establishments as being that of plaintiff. The judgment should be reversed 
and the complaint dismissed. 


Coon, Haurern and Gisson, Justices, concur, with BerGan, Justice; 
ZELLER, Justice, dissents, in an opinion, and votes to reverse the judgment 
and dismiss the complaint. 
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E. A. CARPENTER v. THE BORDEN COMPANY 
Civil Action No. 2-547 — D.C., $.D. lowa, Central Div. — August 10, 1956 


CouRTS—J URISDICTION 
Action for infringement of mark registered in Iowa properly transferred by 
defendant to Federal District Court upon a showing of diversity of citizenship and 
the requisite jurisdictional amount. 


REMEDIES—INFRINGEMENT—EVIDENCE 
Registration of a distinctive mark does not amount to a conclusive legal 
monopoly, for a registration operates only as presumptive evidence of the monopoly 
and when questioned, its validity must be established by the claimant who hears 
the burden of proof. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF 
A registered trademark is not valid if merely descriptive of the product, its 
ingredients, qualities or characteristics; to be valid the mark must identify the 
source or origin of the goods. 
DUTCH CHOCOLATE being shown to be the name of a commercial product made 
in Holland and widely used in the manufacture of ice cream cannot serve as a 
trademark identifying source or origin since the product made from it cannot be 
identified by the use of other words. 
REMEDIES—INFRINGEMENT— DEFENSES 
StaTE STATUTES 
In an action brought by owner of state registration for mark DUTCH CHOCOLATE 
ICE CREAM based upon defendant’s use of same designation for its ice cream prod- 
ucts, both parties using DUTCH CHOCOLATE in their products so designated and the 
plaintiff having admitted that the said words identify or describe the flavor of ice 
cream of the parties, the court found plaintiff’s mark to be merely descriptive and 
available for use by competitors. 


Action by E. A. Carpenter v. The Borden Company for trademark 
infringement. Judgment for defendant. 


Bray, Carson and McCoy, of Oskaloosa, Iowa, for plaintiff. 
Lowell and Stephenson, of Des Moines, lowa, for defendant. 


Wuirttaker, Circuit Judge. 


MEMORANDUM 


This cause has been submitted to the Court for decision upon the plead- 
ings, answers to interrogatories and exhibits attached thereto, exhibits 
received at pre-trial conference January 17, 1956, and upon a stipulation 
of facts signed by the parties and filed herein on January 17, 1956, and 
further upon the written briefs and arguments of counsel, all of which 
have now been carefully considered. 

This action, one in equity, was commenced in the District Court of 
Polk County, Iowa, and was timely removed to this Court by defendant on 
the grounds of diversity and requisite jurisdictional amount. By his 
complaint, the plaintiff, a citizen of Marion County, Iowa, and the operator 
of a drug store in the town of Pella in that county, alleges that he obtained 
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from the State of lowa a trademark, No. 4822 (the evidence shows he ob- 
tained the mark in 1939) “for the use of the name DUTCH CHOCOLATE ICE 
CREAM” and has ever since been the owner of that mark, advertising it, by 
signs on the front of his drug store, by posters, and by some newspaper 
advertising, in connection with DuTCH CHOCOLATE flavored ice cream made 
by him at Pella in Marion County, Iowa; that defendant, a citizen of New 
Jersey, has advertised for sale, through television, radio, newspaper and 
other means in the State of Iowa and has sold “as a product of The Borden 
Company ice cream designated as DUTCH CHOCOLATE ICE CREAM, and that 
said defendant continues to advertise and sell ice cream designated as 
DUTCH CHOCOLATE ICE CREAM in the State of Iowa in violation of the rights 
of the plaintiff under said trademark”; that by reason thereof plaintiff 
has been damaged, to the present, in the amount of $25,000.00 and will 
continue to be further damaged unless defendant be enjoined from the 
stated conduct, and plaintiff prays damages in the amount of $25,000.00 
and an injunction accordingly. 

By its answer, defendant admits plaintiff obtained from the State 
of Iowa a certificate of registration for the questioned mark in the year 
1939 and that he made, advertised and sold ice cream designated as puTcH 
CHOCOLATE ICE CREAM, as alleged, but it asserts that DUTCH CHOCOLATE is a 
commercial product manufactured in Holland and commercially available 
in the United States and commonly used by ice cream manufacturers in 
the making of DUTCH CHOCOLATE ICE CREAM, and that the words puUTCH 
CHOCOLATE ICE CREAM are generic and in the common domain, are descrip- 
tive of the goods, and are not descriptive of source or origin of any par- 
ticular manufacturer and, hence, are not subject to exclusive appropriation 
by any citizen and, in consequence, the lowa trademark issued to plaintiff 
in 1939 for the words DUTCH CHOCOLATE ICE CREAM is void. 

As observed, there is no claim in the complaint, and no evidence in 
the record, of unfair competition. In fact, it is stipulated that there has 
been no confusion of goods—and that both plaintiff and defendant have 
sold their DUTCH CHOCOLATE ICE CREAM under their own respective names. 

It is stipulated in numbered paragraph 9 of the stipulation of facts 
as follows: 


“9. The words DUTCH CHOCOLATE identify or describe the flavor of 
the ice cream here involved and manufactured and sold by plaintiff 
and defendant.” 


It is the law that registration of a distinctive scroll or word or name 
as a trademark does not result in conclusive legal monopoly of its use, but 
registration gives only presumptive validity to the monopoly, and when a 
trademark is questioned its validity must be established by the person 
claiming it, who has the burden of proof on that score. It has long been 
recognized that a registered trademark is not valid when the words of 
the mark are merely descriptive of the product, or of its ingredients, quali- 
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ties or characteristics. Moreover, to be valid, trademarks must identify 
source or origin of the goods upon which the mark is used. Iowa Auto 
Market v. Auto Market and Exchange, 197 Iowa 420, 197 N.W. 321; 
Beneficial Industrial Loan Corp. v. Kline, 8 Cir., 182 F.2d 520 (33 TMR 
135) ; National Nu Grape Company v. Guest, 10 Cir., 164 F.2d 874 (37 
TMR 848). 

Here, it is shown, DUTCH CHOCOLATE is a commercial product made in 
Holland and is commonly imported to, and for sale in, the United States 
and widely used in the making of ice cream. The product cannot be iden- 
tified by use of other words, but only by calling it what it is, namely, 
DUTCH CHOCOLATE, The words are therefore as much generic as the words 
vanilla, strawberry, lemon and the like. When the product, putcH CcHOCO- 
LATE, is used, as it is, by several makers of ice cream and the product is 
called DUTCH CHOCOLATE ICE CREAM, the words no more identify the product 
of one than the other. Hence, the words do not, and cannot, identify source 
or origin of goods but are merely descriptive of the product and conse- 
quently they are generic and not subject to exclusive appropriation and 
use by anyone but are in the public domain and any mark which attempts 
the contrary is simply void. That is the situation here. Plaintiff Iowa 
registration of the mark DUTCH CHOCOLATE ICE CREAM is not legally en- 
forcible as a trademark nor as a monopoly of those words. 


Upon the basis of the foregoing I make the following, 


FINDINGS OF FACT 


1. There is complete diversity of citizenship between the parties and 
the amount in controversy exceeds the sum or value of $3,000. 


2. That DUTCH CHOCOLATE is a commercial product made in Holland and 
is widely used in the United States, as a coloring and flavoring, in the 
making of ice cream, and the product can only be identified by calling it 
what it is, namely, DUTCH CHOCOLATE. 


3. That plaintiff’s registration in Iowa in 1939 of the name puTcH 
CHOCOLATE ICE CREAM embodies generic terms in the public domain and not 
identifying any source or origin of goods. 


4. That the commercial product, manufactured in Holland, known as 
DUTCH CHOCOLATE is, and is used both by plaintiff and defendant as, a 
flavoring for the ice cream manufactured by them respectively. 


Upon the basis of the foregoing findings I make the following, 


CONCLUSIONS OF LAW 


1. The Court has jurisdiction of the parties and of the subject matter 
of this action. 
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2. Plaintiff’s Iowa registration of the name DUTCH CHOCOLATE ICE 
CREAM, as a trademark, is invalid and does not give to plaintiff the exclu- 
sive use or a monopoly of those words or that name but they are in the 
public domain and may lawfully be used by defendant. 


3. That plaintiff has shown no right to damages or to an injunction. 


Upon the basis of the foregoing findings and conclusions I make the 
following, 


JUDGMENT 


IT IS THEREFORE ORDERED, ADJUDGED AND DECREED by 
the Court that the issues herein be, and they are hereby, decided against 
the plaintiff and in favor of the defendant, and that plaintiff take nothing 
herein as damages and that the injunction prayed by plaintiff be, and it is 
hereby, denied and that the defendant have and recover from the plaintiff 
the costs of this action. 


BURTON-DIXIE CORPORATION v. 
RESTONIC CORPORATION 


Appl. No. 6185 — C.C.P.A. — June 20, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
In evaluating the likelihood of confusion between two secondary marks it is 
improper to base a finding of no confusion upon the differences created by the 
respective primary marks with which they are used since there is no limitation 
upon the right of use granted to the applicant by registration and he will be 
free to use the secondary mark apart from the primary mark. 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—DOMINANT 
FEATURES 
TRADEMARK ACT OF 1946—-REGISTRABILITY—DESCRIPTIVE TERMS 
Common portions of marks cannot be disregarded but a descriptive word with 
little trademark significance will not be considered the dominant part of a mark. 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Opposition filed by registrant of ORTHUFLEX, used on mattresses against appli- 
cation for ORTHOTONIC, used on same goods, held to have been properly dismissed ; 
considered either in their entireties or according to their component parts the 
marks are not confusingly similar especially in view of the well understood descrip- 
tive meaning of the prefix ORTHO, common to both, which prevents that portion 
from being considered the dominant part of the mark. 


Opposition proceeding No. 31,420 by Burton-Dizie Corporation v. 
Restonic Corporation, application Serial No. 617,211 filed August 1, 1951. 
Opposer appeals from decision of Commissioner of Patents dismissing oppo- 
sition. Affirmed; Cole, Judge, dissenting with opinion. 

Case below reported at 44 TMR 1246. 
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Wilson & Geppert, Ira J. Wilson, and Carl F. Geppert, of Chicago, Illinois, 
for opposer-appellant. 

Hill & Hill, Roy W. Hill, and John W. Hill, of Chicago, Illinois (Edwin 
E. Greigg, of Washington, D. C., of counsel) for applicant-appellee. 


Before O’CoNNELL, Acting Chief Judge, and JoHNsoN, WorLEy, CoLe and 
JACKSON (retired), Associate Judges. 


JOHNSON, Judge. 

This is a trademark opposition proceeding, brought by Burton-Dixie 
Corporation, owner of the trademark ORTHOFLEx (or, as apparently used 
in advertising, ORTHO-FLEx), in opposition to the registration of the mark 
ORTHOTONIC to the applicant, Restonic Corporation. According to stipula- 
tion, the marks are used on substantially identical goods, mattresses and 
box springs, which are marketed through the same channels of trade to the 
same class of purchasers and are sold in competition with each other. 

Opposer’s mark ORTHOFLEX, is registration No. 292,811, registered 
March 29, 1932, under the Act of 1905, renewed March 29, 1952, and 
republished under the Act of 1946 on October 24, 1950. The mark has 
been in continuous use since 1931. Restonic’s application is serial No. 
617,211, filed August 1, 1951, first use having been alleged as of June 18, 
1951. 

The Examiner of (Trademark) Interferences sustained the opposition, 
basing his decision primarily on his belief that the term ORTHO, appearing 
in both marks, would be likely to cause the marks in their entirety to be 
confused or mistaken by purchasers when applied to identical goods. 

The Assistant Commissioner of Patents, acting for the commissioner, 
reversed the holding of the examiner, being of the opinion that both marks 
were secondary marks, that purchasers were likely to remember the marks 
in their entireties rather than only the prefix, and that, considered in 
their entireties, there was no likelihood of confusion, mistake or deception 
between them. Opposer, Burton-Dixie Corporation, appeals from that 
decision. 

The basic issue in this case, of course, is whether the mark sought to 
be registered, ORTHOTONIC, so resembles the registered mark, ORTHOFLEX, 
“as to be likely, when applied to the goods of the applicant, to cause 
confusion or mistake or to deceive purchasers * * * .” Trademark Act of 
1946, section 2; 15 U.S.C. 1952 ed. § 1052. If it does, then the opposition 
must be sustained. 

This case presents an interesting question of whether the fact that 
opposer’s registered mark has been used with other marks in the past 
may properly be considered on the issue of likelihood of confusion in the 
future. Specifically, the Assistant Commissioner stated : 
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It is clear from the record that the marks of the parties are 
secondary marks, opposer’s primary mark being SLUMBERON and appli- 


cant’s being NESTONIC. 
* +. * 


As above stated, both marks are secondary marks. The record 
supports the view that the commercial impression created by them is 
tied closely to their use with the primary marks—i.e., RESTONIC ORTHO- 
TONIC and SLUMBERON ORTHO-FLEX. I am not convinced that they are 
mere model, style or type designations, however; but in view of the 
suggestive nature of the marks, their use as secondary marks, their 
sound and significance, I do not believe that there is any likelihood 
of confusion, mistake or deception of purchasers. [Italics ours. ] 


Opposer challenges the factual basis of this holding. An examination 
of the exhibits and testimony, while showing that ORTHOFLEXx was frequently 
used with SLUMBERON, shows that it was sometimes used alone and some- 
times with a mark other than SLUMBERON. We do not think that the meager 
evidence here is sufficient to establish that ORTHOFLEX is indeed a secondary 
mark. However, the more basic question is whether such concurrent use is 
properly considered at all in an opposition proceeding. The Assistant 
Commissioner cited no cases in support of her holding, and appellee has 
not seen fit to do so either. 

On first impression, it would seem logical to conclude that if marks 
involved in an opposition were used concurrently with other primary marks, 
that likelihood of confusion would be substantially diminished, because 
the use of the primary mark would help distinguish the goods. However, 
the cases which have considered the question have rejected that reasoning. 
In Hat Corp. of America v. John B. Stetson Co., 42 C.C.P.A. (Patents) 
1001, 223 F.2d 485, 106 USPQ 900 (45 TMR 1343), the involved marks 
Were RAILBIRD and GAMEBIRD, and the Assistant Commissioner had held 
that “* * * the marks of both parties are apparently always used in con- 
junction with the more familiar and better known trademarks DoBBs (op- 
poser’s) and STETSON and device (applicant’s), thereby eliminating likeli- 
hood that purchasers would be confused, misled or deceived into believing 
that the hats so marked emanate from the same source; * * * .” This court, 
although affirming the decision below, distinctly indicated that it did not 
follow the reasoning of the Assistant Commissioner with respect to the 
usage of the marks with sTETSON and DOBBS, because the controversy as 
presented in the opposition proceedings was between GAME BIRD and RAILBIRD 
alone.} 

In Weco Products v. Milton Ray Co., 31 C.C.P.A. (Patents) 1214, 143 
F.2d 985, 62 USPQ 312, 315 (34 TMR 255), we said: 


Appellant urges one other point, to the effect that its mark vRay 
is associated with, and used in connection with, the name DR. WEST’s, 


1. For a discussion of this case, see Derenberg, The Eighth Year of Administra- 
tion of the Lanham Trademark Act of 1946, 45 TMR 987, 998, where it is stated, “* * * 
the Court of Customs and Patent Appeals appears to be more sympathetic toward 
protection of secondary marks, than the Office has been in some of the more recent cases.” 
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and that this should have been given consideration in connection with 
the determination of the likelihood of confusion. It is too obvious to 
require extended discussion that this argument is without merit. Appel- 
lant’s practice in this regard would be subject to change. [Citing cases. | 


The logic behind these cases becomes clear. To argue that marks 
which have been used as “secondary” marks will not be confused, it is 
necessary to assume that the marks will continue to be so used in the 
future. Such an assumption could be justified only if each party had no 
legal right to use his registered mark by itself. So far as we are aware, 
there is no such limitation on the right to use a mark, at least under the 
facts of this case. We would not be willing to support a ruling which 
would give a broad right to register a mark, but a limited right to use that 
mark. Neither are we willing to assume that ORTHO-FLEx and ORTHOTONIC 
will continue to be used in association with other marks. It is not un- 
common for a manufacturer to use more than one mark on his goods, and 
to vary the emphasis placed on various marks, to change the way in which 
a mark is used, or to discontinue it altogether. 

The exhibits in this case show that ORTHO-FLEx has been used in several 
different ways in the past, sometimes alone, sometimes with other marks, 
sometimes emphasized, sometimes not. There is no justification for assum- 
ing that such variation will not occur in the future. Likewise, we see no 
reason for assuming that applicant will continue to use ORTHOTONIC with 
RESTONIC. The mark it seeks to register is ORTHOTONIC without qualification, 
not RESTONIC ORTHOTONIC. 

Another facet of the case which has been emphasized by appellee, is 
the fact that the mattresses, etc., which have been sold by opposer bearing 
the ORTHOFLEX mark, contain springs constructed according to certain 
patents owned by the opposer. Appellee argues that the mark ORTHO-FLEx 
has been used to identify the patented spring construction, rather than the 
mattress, and such appears to have been the holding of the Assistant 
Commissioner, although it is not clear what weight she gave to that holding. 
In our opinion, however, the exhibits in the case show that such has not 
been the exclusive use of the mark. Exhibit 3, for example, is an adver- 
tisement which states “ * * * be sure to use an ORTHO-FLEX Mattress, * * * ,” 
and which lists among the exclusive features of that mattress the “Patented 
ORTHO-FLEX SLEEP UNIT.” Thus, it would appear that ORTHO-FLEx has been 
used not only to designate the spring construction, but also the mattresses 
containing such construction. Furthermore, applicant’s answer to the 
notice of opposition states, “Applicant * * * admits that the goods of the 
parties hereto are of the same descriptive properties,—namely mattresses 
and bed or box springs * * *.” The notice had additionally alleged that 
the goods were identical, which was not denied in the answer. Any argu- 
ment that the goods of the parties are not identical—that is, that orTHo- 
FLEX is applied to patented “sleep units” and not to the goods of the appli- 
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cation—is therefore out of order at this stage. Trademark Rule 2.31; 
Fed. Rule of Civ. Pro. 8(d). 

Having disposed of the foregoing questions we now come to the basic 
question of whether the mark ORTHOTONIC is confusingly similar to the 
mark ORTHO-FLEX. 

Various rules have been developed for the purpose of aiding in the 
determination of confusing similarity. It is of course well settled that the 
marks must be considered in their entireties. Apollo Shirt Co. v. The Enro 
Shirt Co., Inc., 35 C.C.P.A. (Patents) 849, 165 F.2d 469, 76 USPQ 329 (38 
TMR 314, 317); Hat Corp. of America v. John B. Stetson Co., supra. 
But different features may be analyzed to determine whether the marks are 
confusingly similar, Hoffmann-La Roche, Inc. v. Roch D. Kawerk, Etc., 32 
C.C.P.A. (Patents) 954, 148 F.2d 557, 65 USPQ 218 (35 TMR 71), and 
similarities and dissimilarities should both be considered, Younghusband v. 
Kurlash Co., Inc., 25 C.C.P.A. (Patents) 886, 94 F.2d 230, 36 USPQ 323 
(28 TMR 132). It has also been held that the common portions of the marks 
cannot be disregarded, Schering & Glatz, Inc. v. Sharp & Dohme, Inc., 32 
C.C.P.A. (Patents) 827, 146 F.2d 1019, 64 USPQ 394 (35 TMR 46), but a 
descriptive word, which has little trademark significance, will not be re- 
garded as the dominant part of the mark, West Disinfecting Co. v. Lan-O- 
Sheen Co., 35 C.C.P.A. (Patents) 706, 163 F.2d 566, 75 USPQ 77 (37 TMR 
659). It is also well settled that the test applied by this court in an oppo- 
sition proceeding is the likelihood of confusion in the minds of the pur- 
chasing public as to the origin of the goods. Nestle’s Milk Products, Inc. 
v. Baker Importing Co., Inc., 37 C.C.P.A. (Patents) 1066, 182 F.2d 193, 86 
USPQ 80 (40 TMR 526) ; Standard Laboratories, Inc. v. Procter & Gamble 
Co., 35 C.C.P.A. (Patents) 1146, 167 F.2d 1022, 77 USPQ 617 (38 TMR 
768). Since this is a subjective test, prior decisions are of little value since 
each case must be decided on its own particular set of facts. North Star 
Manufacturing Co. v. Wells Lamont Corp., 39 C.C.P.A. (Patents) 764, 193 
F.2d 204, 92 USPQ 128 (42 TMR 220). 

Applying the foregoing law to the present case, we are of the opinion 
that ORTHOTONIC and ORTHO-FLEX, when viewed in their entireties, are not 
confusingly similar. Even if they are not viewed in their entireties, but 
the similarities and dissimilarities are compared, we find that while the 
prefixes ORTHO are identical, the suffixes ToNIc and FLEX do not look alike, 
sound alike, or have the same meaning. We feel that the dissimilarities are 
greater than the similarities and thus cause the marks on their entireties to 
be more different than alike. We come to this conclusion especially since 
the word oRTHO which is common to both marks is an accepted prefix hav- 
ing such meanings as “straight,” “correct,” or “regular,” and therefore 
should not be considered the dominant portion of the marks since it is 
somewhat descriptive of the merchandise to which the marks are applied 
in the sense that it connotes a desirable characteristic of the merchandise 
under consideration. We therefore conclude that the marks in their entire- 
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ties neither look nor sound sufficiently alike, nor do they have the same 
meaning so as to warrant our concluding that when used on similar goods 
they would be likely to cause confusion in the trade. 

For the foregoing reasons the decision appealed from is affirmed. 


JACKSON, Judge, retired, recalled to participate. 
WorteEy, Judge, concurs in the conclusion. 


O’CoNNELL, Judge, was present at the argument of this case, but, 
because of illness, did not participate in the decision. 


Coz, Judge, dissenting. 

While I am in agreement with the majority’s statements of the involved 
legal principles, I do not believe that those principles have been correctly 
applied to the facts of this case. 

The majority states that it has come to the conclusion that the marks 
are not confusingly similar “especially” because the prefix ORTHO is “some- 
what descriptive” of the merchandise, and therefore should not be con- 
sidered the dominant portion of the marks. Even admitting the somewhat 
improbable assumption that the purchasing public has a sufficient knowl- 
edge of Greek roots to interpret ORTHO as indicating that the mattress in 
question is “straight” “regular” or “correct,” the majority has still faced 
only half the problem. If the prefix ortTHo is “somewhat descriptive” of 
mattresses, the suffix FLEX is abundantly descriptive of mattresses, and 
there is even less reason to consider it the dominant portion of the mark. 
The same is true with respect to the suffix Tonic. If it would give the pur- 
chaser any impression other than mere assonance with appellee’s name 
RESTONIC, it seems to me that it should be considered at least as descriptive 
as ORTHO. Depending on the pronunciation, it would seem to indicate the 
rejuvenating or TONIC qualities of the mattress, or (with a long vowel 
sound) that the mattress had or gave “tone.” 

Trademarks exist in a practical world, not in a world of lexicographers. 
If we direct our attention away from the dictionaries and consider the 
facts of commercial affairs, I think the conclusion is inescapable that oRTHO 
is the dominant portion of the marks involved herein. Although many 
words in the dictionaries may begin with the prefix oRTHO it is not too 
frequently used in ordinary speech. One of the more common words in 
which it is used is “orthodox.” However, the prefix is widely recognized 
for its use in referring to branches of the medical arts, e.g., orthopedics, 
orthodontia. There is testimony in this case that in the 1940’s there was 
considerable use by mattress manufacturers of the word “orthopedic” to 
describe their products, until, at the instigation of the Federal Trade Com- 
mission, the industry adopted trade practice rules prohibiting the indis- 
criminate use of the word. ORTHO, as a prefix to a trademark for mattresses, 
would be more likely, in my opinion, to suggest a medical connotation, than 
to describe the mattress as “straight,” “regular,” or “correct.” I think 
that orTHO because of its rather infrequent use in common speech, and its 
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medical connotation when so used, would be likely to strike a purchaser 
more forcibly than either suffix, and would stick longer in his mind. 

In this connection, it is interesting to note how applicant came to adopt 
its mark. When the trade practice rules for the bedding, manufacturing, 
and wholesale distributing industry, promulgated in 1950, prohibited the 
use of “orthopedic” on bedding products, applicant (who had been using 
“orthopedic” on its mattresses) was obliged to discontinue the use of the 
word. Thereupon applicant sought registration for the mark involved here. 
The fact that the prefix oRTHO was carried whole into the mark sought to 
be registered seems to indicate that considerable weight was given it by 
the applicant. I think the average purchaser would give it the same weight. 

In my opinion, the prefix “ortho” is the dominant portion of the two 
marks, and considered as a whole the marks are likely to cause confusion, 
mistake, or deception of purchasers. The decision of the Commissioner 
should be reversed. 


GOLDRING, INC. v. TOWNCLIFFE, INC. 
Appl. Nos. 6200-1 —C.C.P.A. — June 20, 1956 


CANCELLATION PROCEDURE—DEFENSES 

The defense of laches need not be considered unless and until it is found 
that the marks are confusingly similar. 

TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CANCELLATION PROCEDURE—IN GENERAL 
TRADEMARK ACT OF 1946—REGISTRABILITY—GENERAL TERMS 

No actual confusion need be shown to justify cancellation; it is only neces- 
sary to demonstrate that there is a likelihood of confusion. 

Marks must be considered in their entireties but different features may be 
analyzed to determine whether the marks are confusingly similar and similarities 
as well as dissimilarities must be weighed. 

The word TOWN, having been commonly used as part of trademarks for many 
products, cannot be subject to an exclusive right of use and in applying the rule 
that marks will not be considered confusingly similar if they resemble each other 
only by the inclusion of a word in the public domain no likelihood of confusion 
found to exist between cancellation-petitioner’s registrations of TOWNTREE and 
TOWNCLIFFE, for female clothing, and registration of TOWNLEY for same goods; 
the marks do not look alike, sound alike or have similar meanings. 


Cancellation proceeding Nos. 5443 and 5476 by Goldring, Inc. v. Town- 
cliffe, Inc., Registration No. 405,355 issued January 25, 1944 and Registra- 
tion No. 404,944 issued February 28, 1943. Petitioner appeals from decision 
of Commissioner of Patents dismissing petitions. Affirmed. Worley, Judge, 
dissenting in part with opinion. 

Case below reported at 45 TMR 92. 
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Henry L. Burkitt, of New York, N. Y., for petitioner-appellant. 


Howard A. Rosenberg (Wm. R. Liberman of counsel), of New York, N. Y., 
for respondent-appellee. 


Before JoHnson, Acting Chief Judge, and Conte and Jackson (retired), 
Associate Judges. 


JOHNSON, Acting Chief Judge. 


These are appeals from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, 102 USPQ 405 (45 TMR 
92), affirming the decision of the Examiner of Interferences which dis- 
missed appellant’s petitions to cancel appellee’s marks TOWNTREE and 
TOWNCLIFFE. 

Petitioner-appellant is the owner of the trademark TOWNLEY, Registra- 
tion No. 296,939, issued August 23, 1932, for ladies’ coats, suits, dresses, 
and golf and sport suits, coats, sweaters, and dresses. 

Respondent-appellee is the owner of the trademarks TOWNTREE, Regis- 
tration No. 405,355, issued January 25, 1944, and TowNnc.uirFrE, Registration 
No. 404,944, issued February 28, 1943, for ladies’ and misses’ coats, suits, 
jackets, and skirts. These marks were republished in 1949 in accordance with 
section 12(c) of the Trademark Act of 1946. 

On June 25, 1949 and September 24, 1949, petitioner-appellant filed 
its petitions to cancel respondent-appellee’s trademarks TOWNTREE, and 
TOWNCLIFFE, respectively. By agreement of counsel, these two petitions 
were consolidated into a single record, and will be considered in one opinion, 
as they were considered below. 

Both parties took testimony, pertinent portions of which will be brought 
out in subsequent portions of this opinion. However, one fact which is 
evident from the testimony is that petitioner-appellant used its mark TOWN- 
LEY prior to the time that respondent-appellee used its marks TOWNTREE and 
TOWNCLIFFE. 

The Examiner of Interferences was of the opinion that the marks 
TOWNTREE and TOWNCLIFFE would not be likely to cause confusion in the 
trade when applied to goods which are similar to the goods on which the 
mark TOWNLEY is used. However, the examiner, in making his decision, also 
relied to a great extent on what he considered to be laches on the part of 
petitioner-appellant in the bringing of the petitions for cancellation. In 
this respect he noted that since the petitioner delayed more than five years 
from the time that respondent’s registrations were issued, and since respon- 
dent-appellee had built up valuable good will in connection with its marks 
during this period, laches was present which would estop petitioner- 
appellant from contending that it would be injured by the continued exist- 
ence of respondent-appellee’s registrations. Thus the examiner held that 
the differences of the respective marks “are controlling on the question of 
confusing similarity thereof, when considered in connection with respon- 
dent’s defense of laches.” 
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The Assistant Commissioner affirmed the decision of the Examiner of 
Interferences. It appears that the Assistant Commissioner’s decision was 
primarily based on the opinion that the involved marks were not confus- 
ingly similar notwithstanding that the major part of the decision consisted 
of an analysis of the testimony submitted by the litigants. The Assistant 
Commissioner also stated, 102 USPQ at 408 (45 TMR 98), “Having found 
no facts which would entitle petitioner to prevail, the question of laches, 
which was not pleaded, requires no ruling.” 

It has been held that the question of laches need not be considered 
unless the marks are found to be confusingly similar. See Willson et al. v. 
Graphol Products Co., Inc., 38 C.C.P.A. (Patents) 1030, 188 F.2d 498, 89 
USPQ 382 (41 TMR 591), where it was found that the marks were con- 
fusingly similar and the question of laches was then considered, and Gold- 
ring Inc. v. Town-Moor, Inc., 43 C.C.P.A. (Patents) 740, 228 F.2d 254, 108 
USPQ 234 (46 TMR 344), where it was found that the marks were not 
confusingly similar and the question of laches was never reached. Accord- 
ingly, the first question for our determination is whether the marks TOWN- 
TREE and TOWNCLIFFE are confusingly similar to the mark TOWNLEY when 
all of the foregoing marks are used on the above-mentioned items of women’s 
clothing. 

This court has held that to justify cancellation of a registration be- 
cause of confusing similarity between trademarks, no actual confusion need 
be proved, it being only necessary to show that there is likelihood of con- 
fusion. The Procter & Gamble Co. v. Prescott Co., 22 C.C.P.A. (Patents) 
1173, 77 F.2d 98, 25 USPQ 252 (25 TMR 342); Fred W. Amend Co. v. 
American Character Doll Co., 42 C.C.P.A. (Patents) 983, 223 F.2d 277, 
106 USPQ 187 (45 TMR 1227). Furthermore, the issue of confusing simi- 
larity must be determined on the basis of opinion after considering the 
marks and the goods on which they are applied. Auburn Rubber Corp. v. 
Hanover Rubber Co., 27 C.C.P.A. (Patents) 743, 107 F.2d 588, 48 USPQ 
395 (29 TMR 642); Fred W. Amend Co. v. American Character Doll Co., 
supra. In the present case, we must of necessity rely on opinion as to 
likelihood of confusion since no evidence of actual confusion was introduced. 

Since the marks TOWNLEY, TOWNTREE, and TOWNCLIFFE are used on 
goods which are very similar, and, in fact, in some instances identical, the 
question in this case narrows itself down to whether the foregoing marks 
themselves are so similar so as to be likely to cause confusion in the trade. 

Ordinarily each case must be determined on its own particular set of 
facts since prior decisions relative to the issue of confusing similarity of 
other marks are of little value. This rule has been consistently applied in 
opposition cases. Hat Corp. of America v. John B. Stetson Co., 42 C.C.P.A. 
(Patents) 1001, 223 F.2d 485, 106 USPQ 200 (45 TMR 1343) ; North Star 
Manufacturing Co. v. Wells Lamont Corp., 39 C.C.P.A. (Patents) 764, 193 
F.2d 204, 92 USPQ 128 (42 TMR 220); L. J. Mueller Furnace Co. v. 
United Conditioning Corp., 42 C.C.P.A. (Patents) 932, 222 F.2d 755, 106 
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USPQ 112 (45 TMR 1223). This rule, in our opinion, is usually equally 
applicable to cancellation cases because, in each particular case, the ques- 
tion of whether the marks are confusingly similar must be determined on 
the basis of opinion. Auburn Rubber Corp. v. Hanover Rubber Co., supra, 
and cases cited therein. 

In the present case, however, we have what we consider the exception 
to the above-cited general rule. In Goldring Inc. v. Town-Moor, Inc., supra, 
there is a parallel to the present case which is indeed rare in trademark 
cases, and therefore must be relied on by us. In that case, we held that the 
trademark TOWN-MOOR was not confusingly similar to the trademark Town- 
LEY, both of the marks being used on ladies’ coats. We stated in that opin- 
ion, 108 USPQ at 235 (46 TMR 346): 


The only similarity between the marks here under consideration 
resides in the word TOWN, and it is apparent from the record that the 
word is commonly used as a part of trademarks or trade names for 
various kinds of merchandise, including clothing. Under such circum- 
stances appellant can have no exclusive right to the use of the word 
TOWN per se. 

While it is well-settled that, in determining the question of con- 
fusing similarity, the marks involved must be considered as a whole, 
it has been repeatedly held that marks will not ordinarily be considered 
confusingly similar if they resemble each other only by the inclusion 
of a word which is in the public domain. [Citation of cases omitted. ] 


The above-cited case, in our opinion, is an adequate precedent for the 
present case. However, it is deemed that a brief review of the rules which 
are commonly used in determining confusing similarity should be made. 
It is well-settled that the marks must be considered in their entireties, 
Apollo Shirt Co. v. The Erno Shirt Co., Inc., 35 C.C.P.A. (Patents) 849, 
165 F.2d 469, 76 USPQ 329 (38 TMR 314, 317); Valpo Co. v. Solis, En- 
trialgo y Compania, 36 C.C.P.A. (Patents) 1160, 175 F.2d 457, 82 USPQ 
182 (39 TMR 699), but different features may be analyzed to determine 
whether the marks are confusingly similar, Hoffmann-La Roche, Inc. v. Roch 
D. Kawerk, Etc., 32 C.C.P.A. (Patents) 954, 148 F.2d 557, 65 USPQ 218 
(35 TMR 71), and similarities and dissimilarities should both be considered, 
Younghusband v. Kurlash Co., Inc., 25 C.C.P.A. (Patents) 886, 94 F.2d 
230, 36 USPQ 323 (28 TMR 132). Furthermore, in determining likelihood 
of confusion between marks on identical goods, it is proper to consider 
their appearance, sound, and meaning. Hancock v. The American Steel 
& Wire Co. of N. J., Etc., 40 C.C.P.A. (Patents) 931, 203 F.2d 737, 97 
USPQ 330 (43 TMR 957); Firestone Tire & Rubber Co. v. Montgomery 
Ward & Co., Inc., 32 C.C.P.A. (Patents) 1074, 150 F.2d 489, 66 USPQ 
111 (35 TMR 135). 

In the present case, petitioner-appellant urges that the trademarks 
TOWNCLIFFE and TOWNTREE are confusingly similar to its trademark TowN- 
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LEY. While there is a common inclusion in all of these marks of the word 
TOWN, they differ from each other in that they have the suffixes CLIFFE, TREE 
and LEy, respectively. Applying the foregoing law to the present case, we 
are of the opinion that the dissimilarities of the marks by far outweigh the 
similarities and thus cause the terms in their entireties to be more different 
than alike. Furthermore, when the terms are considered in their entireties 
they do not look alike, sound alike, or have the same meaning. 

Petitioner-appellant vehemently urges that the trademark TOWNLEY has 
acquired a secondary meaning with respect to its goods. Even assuming 
this to be the case, we have found that the marks involved in these appeals 
are not confusingly similar, and we do not consider this argument to be 
persuasive in view of the dissimilarity of the marks. 

Since we have determined that the marks TOWNTREE and TOWNCLIFFE 
are not confusingly similar to TOWNLEY, it is not necessary for us to con- 
sider the question of laches. Goldring Inc. v. Town-Moor, Inc., supra. 

For the foregoing reasons, we are of the opinion that the decision 
appealed from should be affirmed. 


JACKSON, Judge, retired, recalled to participate. 


O’ConNELL, Judge, because of illness, did not participate in the hearing 
or decision of these cases. 


Wokr.ey, Judge, was not present at the argument of this case but, by 
agreement of counsel at the time of argument, participated in the decision. 


WorLEY, Judge, dissenting in Patent Appeal No. 6200. 


While I concur in the conclusion of the majority as to Appeal No. 6201, 
I do not agree that the marks TOWNLEY and TOWNTREE, in Appeal No. 6200, 
are so dissimilar that their concurrent use would not be likely to result in 
confusion to the average purchaser. Therefore, I would reverse as to that 
appeal. 


KIEKHAEFER CORPORATION v. WILLYS-OVERLAND 
MOTORS, INC. (WILLYS MOTORS, INC.., 


assignee, substituted) 
Appl. Nos. 6210-1 —C.C.P.A. — June 20, 1956 


REGISTRATION PROCEDURE—INTERFERENCE 
Interference party not taking testimony is restricted to filing date of its appli- 
cation as to first use of trademark. 
TRADEMARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
Depending upon circumstances, mark, although used on goods of a particular 
grade, may denote origin and serve as trademark. 
REGISTRATION PROCEDURE—APPLICATION 
Use of mark on outboard motor would not constitute use on internal combustion 


engine. 
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REGISTRATION PROCEDURE—INTERFERENCE 
Issues must be determined on basis of applications involved rather than actual 
way in which parties used mark. 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Question whether confusion is likely to result from use of particular marks on 
particular goods is one which must be decided largely on basis of specific circum- 
stances of each individual case; issue is whether prospective purchaser, seeing same 
mark on both goods, would be likely to assume that they emanated from same 
source. 

Where goods involved are comparatively expensive and not ordinarily purchased 
casually, confusion is less likely than where the goods are cheap and are purchased 
casually. 

Outboard motors for boats and engines for automotive vehicles are not nor- 
mally sold in same manner or through same channels. 

HuRRICANE as trademark for engines for automotive vehicles and parts thereof 
is not confusingly similar to same mark for outboard motors for boats. 


Interference proceeding No. 4,626 by Kiekhaefer Corporation, applica- 
tion, Serial No. 608,029 filed Dec. 26, 1950 v. Willys-Overland Motors, Inc. 
(Willys Motors, Inc., assignee, substituted), application, Serial No. 592,729 
filed Feb. 18, 1950. Both parties appeal from decision of Commissioner of 
Patents holding both to be entitled to registration. Affirmed. 

Case below reported at 45 TMR 213. 


Elwin A. Andrus and Andrus & Sceales, of Milwaukee, Wisconsin (Ernst 
W. Schultz, of Milwaukee, Wisconsin, and Francis C. Browne and 
Mead, Browne, Schuyler & Beveridge, of Washington, D.C., of counsel) 
for Kiekhaefer Corporation. 


Carl F. Schaffer, of Toledo, Ohio, for Willys Motors, Ine. 


Before JoHNsSON, Acting Chief Judge, and WorLEy, Cote and JavKson 
(retired), Associate Judges. 


WorLEY, Judge. 

Involved here are cross appeals from the decision of the Assistant 
Commissioner of the United States Patent Office in Trademark Interference 
No. 4626 between an application filed February 18, 1950, by Willys-Over- 
land Motors, Inc., hereafter referred to as Willys, for registration of the 
word HURRICANE as a trademark for “Internal Combustion Engines and 
Structural Parts Thereof,” and an application filed December 26, 1950, 
by the Kiekhaefer Corporation for registration of the same word as a 
trademark for “Outboard Motors, Internal Combustion Engines for Indus- 
trial Use, and Parts Thereof.” The Examiner of Interferences adjudged 
that Kiekhaefer was the first user of the mark and entitled to registration 
thereof, and that Willys was not entitled to registration. The Assistant 
Commissioner, while apparenly agreeing that Kiekhaefer was the prior 
user of the mark, held, 103 USPQ 148, 149 (45 TMR 213) that “Kiekhaefer 
is entitled to registration of HURRICANE for outboard motors and parts 
therefor; and Willys is entitled to registration of HURRICANE for auto- 
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motive vehicles and parts therefor, and that “The applications should be 
amended accordingly.” 

Kiekhaefer filed Appeal No. 6210 from the decision of the Assistant 
Commissioner, alleging it is entitled to registration without restricting its 
application to outboard motors and parts therefor, and that Willys is not 
entitled to any registration of the mark HURRICANE. Willys filed Appeal 
No. 6211, alleging that Kiekhaefer should be denied registration of the mark 
for outboard motors and parts therefor. We shall consider both appeals 
in a single opinion. 

Willys did not take testimony and is accordingly restricted to the 
filing date of its application, February 18, 1950, for its first use of the 
mark HURRICANE. Kiekhaefer took testimony showing use of that mark, in 
combination with the name Kiekhaefer and the trademark MERCURY, as 
early as November 1949. That was held by both the examiner and the 
Assistant Commissioner to be a trademark use of the word HURRICANE, but 
Willys contends the word was used by Kiekhaefer as a grade mark only, 
denoting a particular kind of outboard motor. That contention forms the 
sole issue in Appeal No. 6211. Since certain of the issues in Appeal No. 
6210 will become moot if the contention of Willys in Appeal No. 6211 is 
accepted, Appeal No. 6211 will be considered first. 


APPEAL No. 6211 


As above stated, the issue here involves the manner in which the word 
HURRICANE was used by Kiekhaefer. Guy S. Conrad, Vice-President of the 
Kiekhaefer Corporation, testified that in 1949 a new model of outboard 
motor was introduced and that “decision was made at management level 
to apply the word HURRICANE as a trademark to this particular model of 
outboard motor.” He further stated that the first such motor was shipped 
November 9, 1949, bearing a name plate which included Kiekhaefer’s 
registered trademark comprising the word MERCURY and a design, with the 
name KIEKHAEFER at one side of that trademark and the word HURRICANE, 
in quotation marks, at the other side. The name plate also bore the nota- 
tions MODEL KG7 and suPER 10. 

Conrad testified to a continuing use of HURRICANE after 1949, in asso- 
ciation with the name KIEKHAEFER and the MERCURY trademark. The 
record shows that the most common HURRICANE motor was the KG7 but 
that there was also a KG4 HURRICANE motor. It is clear that the mark 
HURRICANE was applied only to the particular type of motor designated 
KG, and that it served to distinguish motors of that type from other Kiek- 
haefer models and thus functioned to indicate grade, but that fact is not 
necessarily conclusive that the word was not also a trademark. 

The general relationship between grade marks and trademarks is 
brought out by the following quotations: 


The same trademark may be used on several grades of goods 
(Armour v. Louisville Provision Co., 315 O.G. 196, 1923 C.D. 390, 283 
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F. 42 (13 TMR 44) (C.C.A.), and several trademarks may be used 
upon one grade of goods (United Lace Co. v. Barthels, 221 F. 456, 
5 TMR 473), and a mark may be at the same time a trademark and a 
grade mark. [SHOEMAKER, TRADE-MARKS, page 221.] 

Different trademarks may be used on different grades of the same 
product, provided they are so used as to indicate origin as well as 
grade, and their primary meaning is that of origin. [NIMs, LAW OF 
UNFAIR COMPETITION AND TRADEMARKS, Fourth Edition, page 529. | 

* * * With regard to the second problem, a trademark will not be 
invalidated merely because it indicates grade or quality in addition 
to origin. The question whether the mark is to be regarded as one or 
the other or both depends upon the facts; it is not a matter of law. 
[CALLMANN, LAW OF UNFAIR COMPETITION AND TRADEMARKS, Second 
Edition, page 1041. ] 


The foregoing indicate that the question of whether a mark which is 
used to designate a particular grade or kind of goods is also a trademark 
must be determined on the basis of the particular facts of each case. That 
principle has been applied by this court. For example, in Richard 
Hellmann, Inc. v. Oakford & Fahnestock, 19 C.C.P.A. (Patents) 816, 54 
F.2d 423, 12 USPQ 31, (22 TMR 18) it was held that BLUE RIBBON had been 
used as a trademark because, although used on goods of a particular grade, 
it also denoted origin; while in The Coshocton Glove Company v. Buckeye 
Glove Company, 24 C.C.P.A. (Patents) 1338, 90 F.2d 660, 34 USPQ 64, 
(27 TMR 49) it was held that the word BUCKEYE had not been used as a 
trademark, but as a grade mark only. 

The witness Conrad also testified it was the intention of the Kiek- 
haefer Corporation to use HURRICANE as a trademark for a particular model 
of outboard motor, that is, as both a grade mark and a trademark, and 
the evidence appears to be consistent with that testimony. The word 
HURRICANE was applied to the motors and the cartons in which they were 
shipped in the manner customary in the use of trademarks, and, although 
it was applied only to motors of a particular style, it was not the only, 
or the most specific style designation, since there were at least two HURRI- 
CANE motors, one of which was identified as Ka7 and the other as K@4. 
It is true that HURRICANE was used in conjunction with the name KIEK- 
HAEFER and the MERCURY trademark and, while not strictly essential to 
showing the source of the motors, we are of the opinion it served as an 
additional means of indicating origin. 

Willys relies on the Coshocton case, supra, which is similar to the 
instant one in that it involved the use of the word BUCKEYE on goods of 
a certain style, in addition to a recognized trademark. The circumstances 
surrounding such use are not set forth in detail in the decision, but it 
appears that BUCKEYE was the only indication of style on the goods, and 
there is nothing to indicate there was any intention by anyone that it 
should serve to indicate origin. That case, therefore, is not directly in 
point here. 
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We are of the opinion that the record, considered in its entirety, sup- 
ports the concurrent holdings of the examiner and the Assistant Commis- 
sioner that Kiekhaefer began to use the word HURRICANE as a trademark for 
outboard motors in November 1949, prior to the date to which Willys is 
restricted. Kiekhaefer, therefore, is entitled to registration of that word 
as a trademark for outboard motors and parts therefor. Accordingly, 
the decision of the Assistant Commissioner is affirmed. 


AppPEAL No. 6210 


This appeal raises two issues; namely, whether the Assistant Commis- 
sioner properly required that Kiekhaefer’s application be restricted to 
outboard motors and parts thereof, and whether Willys is entitled to 
registration of the word HURRICANE as a trademark for automotive vehicle 
engines and parts therefor, to which goods its application was restricted in 
accordance with the requirement of the Assistant Commissioner. 

In the Kiekhaefer application as it now stands, the goods for which 
registration of the trademark HURRICANE is sought are listed as “Outboard 
Motors, Internal Combustion Engines for Industrial Use, and Parts 
Thereof.” The record contains no evidence of use of the HURRICANE mark 
by Kiekhaefer on any engine other than those forming parts of outboard 
motors, but it is contended by Kiekhaefer that “a substantial number of 
these engines were undoubtedly placed in industrial use as outboard motors 
to propel boats in surveying, logging, fishing and similar industries.” 

In our opinion an outboard motor would not be properly described 
as an internal combustion engine since it includes, as a unitary device, not 
only an engine, but a propeller and associated parts, and means for 
attaching the device to a boat. Accordingly, use of a mark on an outboard 
motor would not constitute use on an internal combustion engine. This 
distinction appears to be recognized in the separate listing of outboard 
motors and internal combustion engines in the Kiekhaefer application. 

We are of the opinion that use of a trademark on an outboard motor 
on a boat used for industrial purposes does not constitute use on an “in- 
ternal combustion engine for industrial use,” and that the Assistant Com- 
missioner properly required restriction of the Kiekhaefer application to 
outboard motors and parts therefor. 

It is urged by Kiekhaefer that Willys should be denied any registra- 
tion of the word HURRICANE because of an allegedly fraudulent affidavit 
submitted by one official of Willys, stating that Willys sold HURRICANE 
engines only as parts of automotive vehicles, or replacements for vehicle 
engines. After the affidavit was filed, Kiekhaefer called attention to adver- 
tisements showing that Willys had used HURRICANE on other types of 
engines. As part of the brief for Willys here, there is included a second 
affidavit by that official explaining that the first one was incorrect because, 
through inadvertence, he did not obtain complete information, and that 
Willys had actually used HURRICANE to a limited extent on engines other 
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than those of automotive vehicles. We find no sufficient reason for doubting 
the second affidavit, or for holding the first one to have been fraudulent. 

As above noted, the Willys application has now been limited to 
engines and parts therefor, for automotive vehicles, and the issues here 
must be determined on the basis of the applications involved rather than 
the actual way in which the parties used the marks. Hat Corp. of America 
v. John B. Stetson Co., 42 C.C.P.A. (Patents) 1001, 223 F.2d 485, 106 
USPQ 200 (45 TMR 13438) ; Intercontinental Mfg. Co., Inc. v. Continental 
Motors Corp., 43 C.C.P.A. (Patents) 841, 230 F.2d 621, 109 USPQ 105 
(46 TMR 609). The right of Willys to the registration sought is, therefore, 
dependent on whether outboard motors and internal combustion engines 
for automotive vehicles are so related that the concurrent use of the 
trademark HURRICANE on them by the respective parties would be likely to 
result in confusion or mistake or to deceive purchasers. 

The question whether confusion is likely to result from use of particu- 
lar marks on particular goods is one which must be decided largely on the 
basis of the specific circumstances of each individual case. Here the marks 
are identical and the issue is whether a prospective purchaser, seeing the 
same mark on an outboard motor and an engine for an automotive vehicle 
would be likely to assume that they emanated from the same source. 


It is to be noted, in the first place, that the goods involved are com- 
paratively expensive and are not ordinarily purchased casually, but only 
after rather careful consideration. In such cases confusion is less likely 
than where the goods are cheap and are purchased casually. Intercon- 
tinental Mfg. Co., Inc. v. Continental Motors Corp., supra. 

It is also to be noted that outboard motors for boats and engines for 
automotive vehicles are not normally sold in the same manner or through 
the same channels. Outboard motors are commonly purchased as units by 
the ultimate consumers, while automotive vehicle engines are normally 
acquired by consumers only as parts of vehicles. 

There is of record an argument filed on behalf of Kiekhaefer in an 
earlier application for trademark registration which had been rejected 
on the basis of a prior registration of a similar mark for gasoline motors. 
The Kiekhaefer application was amended in response to the rejection to 
limit it to outboard motors and parts thereof, and includes the following 
statement : 


The examiner will recognize at once the fact that outboard motors, 
although including an engine, are not considered or sold as gasoline 
motors, as such, and that applicant is, accordingly entitled to the 
registration for which he has applied. 


It would seem that the argument contained in the foregoing quotation 
applies with greater force to the present situation, in which outboard 
motors are to be compared with engines for automotive vehicles, rather 
than with gasoline engines broadly. 
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The record also shows that for some time prior to the taking of testi- 
mony in the instant case there was concurrent use of the name MERCURY 
by Kiekhaefer on outboard motors and by the Ford Motor Company on 
engines for automotive vehicles. The witness Conrad stated he did not know 
of any confusion resulting from such use. 

Upon consideration of all the circumstances of this case, we agree 
with the Assistant Commissioner that Willys is entitled to register the 
word HURRICANE as a trademark for engines for automotive vehicles and 
parts therefor. 

The decision of the Assistant Commissioner is affirmed as to both 
Appeal No. 6210 and Appeal No. 6211. 


JACKSON, Judge, retired, recalled to participate. 


O’CoNNELL, Judge, because of illness, did not participate in the hear- 
ing or decision of this case. 


THE MAY DEPARTMENT STORES COMPANY v. 
KENYA CORPORATION 


Appl. No. 6187 —C.C.P.A. — June 20, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—TITLE 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
CANCELLATION PROCEDURE—EVIDENCE 
A cancellation petitioner discharges his burden of proving prior rights by 
introducing copies of registrations issued prior to the registration attacked, and 
no more than that need be shown to establish such priority of right. 
CANCELLATION PROCEDURE—IN GENERAL 
Marks cannot be dissected for purposes of comparison but must be considered 
in their entireties except that marks with a common prefix will not be regarded 
as confusingly similar if it has a descriptive or suggestive connotation and other 
portions of the marks are distinct. 
No likelihood of confusion found to exist between registration of ARISTOSHEEN, 
used on rayon fabrics, and cancellation petitioner’s registrations of ARISTOCRAT, 
ARISTOCRAT CURTAINS and BABY ARISTOCRAT, used on draperies and upholstery fabrics 
of silk, satin, rayon, wool and mohair, curtains, and blankets, and infants’ and 
children’s dresses, coats and related garments, respectively; considering the marks 
in their entireties, they are clearly distinguishable. 


Cancellation proceeding No. 5896 by The May Department Stores Com- 
pany v. Kenya Corporation, Registration No. 548,445 issued September 18, 
1951. Petitioner appeals from decision of Commissioner of Patents dismiss- 
ing petition. Affirmed; Johnson, Judge, specially concurring with opinion. 

Case below reported at 44 TMR 1452. 


Theodore W. Miller, of Chicago, Illinois, for petitioner-appellant. 


No brief or appearance for respondent-appellee. 
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Before O’CoNNELL, Acting Chief Judge, and JoHNSON, WorLEy, CoLe and 
JACKSON (retired), Associate Judges. 


O’ConNELL, Acting Chief Judge. 

This is an appeal from the decision of the Commissioner of Patents 
acting through the Assistant Commissioner and affirming the decision of 
the Examiner of Interferences, 102 USPQ 404 (44 TMR 1246), dismissing 
a petition by The May Department Stores Company, the appellant here, 
for cancellation of Trademark Registration No. 548,445 granted to Kenya 
Corporation, the appellee, for the word ARISTOSHEEN as a trademark for 
rayon fabrics in the piece. The registration sought to be cancelled was 
granted September 18, 1951 on an application filed November 9, 1950. 

No testimony was taken by either party, the petition for cancellation 
being based on appellant’s ownership of the following list of prior regis- 
trations: 


ARISTOCRAT Registration No. 375,858 issued March 5, 1940 
for draperies and upholstering fabrics made of 
silk, satin, rayon, wool, and mohair. 

ARISOCRAT CURTAINS Registration No. 373,547 issued December 12, 
1939 for de luxe and imperial curtains. 

BABY ARISTOCRAT Registration No. 302,538 issued April 25, 1933 
for blankets. 

BABY ARISTOCRAT Registration No. 374,178 issued January 2, 1940 
for infants and childrens dresses, coats, and 
related garments. 

DUROSHEEN Registration No. 262,704 issued October 22, 1929, 
renewed, for men’s dress and work shirts. 


DOVESHEEN Registration No. 262,705 issued October 22, 1929, 
renewed, for men’s dress and work shirts. 
KASHEEN Registration No. 405,172 issued January 11, 
1944 for dress shorts. 
LONSHEEN Registration No. 250,317 issued December 4, 
1928, renewed, for negligee shirts. 
STASHEEN Registration No. 252,285 issued January 29, 
1929, renewed, for dress and work shirts. 


SUPERSHEEN Registration No. 269,482 issued April 8, 1930, 
renewed, for men’s dress and work shirts. 


Petitioner contended before the Examiner of Interferences that appel- 
lee’s mark ARISTOSHEEN is composed of two terms ARISTO and SHEEN, which, 
separately, are present in various registered marks of the petitioner, and 
that the public, being familiar with the petitioner’s group or family of 
marks as hereinbefore described, would be likely to believe that goods bear- 
ing the mark ARISTOSHEEN originated with the petitioners. The Examiner 
of Interferences held, however, that in order to determine the question of 
likelihood of confusion the marks of a group must be separately considered, 
and that ARISTOSHEEN was not confusingly similar to any one of the peti- 
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tioner’s cited or registered marks. He accordingly dismissed the petition 
for cancellation. 

The Assistant Commissioner, after briefly reviewing the facts of the 
ease, held: “Since respondent’s [appellee’s] registration, as well as peti- 
tioner’s is prima facie evidence of validity of the registration, ownership 
of the mark, and of respondent’s exclusive right to use the mark on rayon 
fabrics in the piece, petitioner had the burden of overcoming such evi- 
dence by competent proof. It did not discharge its burden.” The Assistant 
Commissioner accordingly affirmed the decision of the Examiner of Inter- 
ferences. 

The petitioner appealed to this court, assigning as errors in its reasons 
of appeal the holding of the Assistant Commissioner that the petitioner 
“had not sustained its burden by merely making of record its certificates 
of prior registrations of marks including aristocrat for substantially the 
same goods as respondent’s upon which the latter uses ARISTOSHEEN, and 
the failure of the Assistant Commissioner to hold that ARISTOSHEEN as 
used by the Kenya Corporation is confusingly similar to the petitioner’s 
prior mark ARISTOCRAT. 

It is correctly pointed out in the appellant’s brief that this appeal 
involves two issues: first, whether the trademark ARISTOSHEEN as applied 
to rayon fabrics in the piece is confusingly similar to ARISTOCRAT as applied 
to draperies and upholstery fabrics made from silk, satin, rayon, wool and 
mohair; and second, whether it is sufficient for the petitioner in a cancel- 
lation proceeding to make of record the prior registrations on which it 
relies in order to show, prima facie, its use of the registered marks on the 
goods described in the registrations. 

Considering the second point first, it is noted that the Examiner of 
Interferences in his decision in the instant case, among other things, held: 


The petitioner’s ownership of its pleaded registrations is estab- 
lished by the Official copies thereof filed with the petition for cancel- 
lation, which [registrations] have a record date earlier than that of 
the respondent and which also constitute evidence of use of the marks 
for the goods disclosed therein since prior to that of the respondent. 
Bond Stores Inc. v. Karasick etc., 89 USPQ 503 (41 TMR 734) ; The 
Du-All Mfg. Co. v. Livingston, 78 USPQ 49 (38 TMR 824); Ely & 
Walker Dry Goods Company v. Sears, Roebuck & Company, 485 O.G. 
268, 90 F.2d 257, 33 USPQ 549 (27 TMR 462), CCPA. 


The Examiner of Interferences thereafter proceeded on the basis that 
the petitioner had established use of its marks prior to the respondent’s 
use of ARISTOSHEEN, and decided the case solely on the issue of lack of con- 
fusing similarity of the marks involved. His action in that respect was in 
accord with the decisions cited by him and with the decision of this court 
in Charles of the Ritz, Inc. v. Elizabeth Arden Sales Corp., 34 C.C.P.A. 
(Patents) 1029, 161 F.2d 234, 73 USPQ 413 (37 TMR 457). 

The Assistant Commissioner entered a general affirmance of the deci- 
sion of the Examiner of Interferences but did not specifically mention that 
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portion of his decision contained in the excerpt quoted above. The decision 
of the Assistant Commissioner, it will be observed, does not hold that the 
petitioner’s registrations are not prima facie evidence of prior use of the 
marks registered on the goods described in the registrations, but merely 
holds that, notwithstanding such evidence, the presumption of validity of 
the Kenya Corporation’s registration of the mark ARISTOSHEEN had not 
been overcome. 

In view of the above, we assume that the decisions of the tribunals of 
the Patent Office were based primarily on the lack of confusing similarity 
between ARISTOSHEEN and the marks relied on by the petitioner ; since such 
lack of confusing similarity was the basis of the decision of the Examiner 
of Interferences, which the Assistant Commissioner affirmed, and which 
had been challenged before her by appellant’s reasons of appeal. Appel- 
lant’s reasons of appeal in the proceeding here likewise challenge the ad- 
verse decisions of the Patent Office on the issue of confusing similarity. 

In any event, we agree with the Examiner of Interferences that the 
petitioner’s registrations were sufficient to establish, prima facie, its prior 
use of the marks involved and that, in the absence of contradictory evi- 
dence by the respondent, no further proof of that matter by the petitioner 
was necessary. 

It follows that the decision in this case turns solely on the question of 
confusing similarity of the marks since, as pointed out by the Examiner 
of Interferences, the goods to which the marks are applied are related prod- 
ucts and of the same descriptive character. The appellant in its appeal 
brief and in its reasons of appeal relies here only on its mark ARISTOCRAT 
and accordingly none of its other registered marks hereinbefore referred 
to need be further considered. 

It is evident that the final syllables crat and SHEEN are entirely dis- 
tinct in sound, meaning and appearance, and that the similarity between 
the marks under consideration is therefore confined to the aRIsTO portion. 
That portion is the combining form of the Greek word “aristos,” meaning 
“the best,” and its inclusion in a mark is therefore generally suggestive 
of high quality. 

It is well settled that marks cannot be dissected for purposes of com- 
parison, but must be considered in their entireties. Montgomery Ward & 
Co., Inc. v. Spiegel, Inc., 30 C.C.P.A. (Patents) 721, 1382 F.2d 144, 56 
USPQ 185 (33 TMR 74); Miles Laboratories, Inc. v. Foley & Co., 32 
C.C.P.A. (Patents) 714, 144 F.2d 888, 63 USPQ 64 (34 TMR 335) ; Scher- 
ing et al. v. Sharp & Dohme, Inc., 32 C.C.P.A. (Patents) 827, 146 F.2d 
1019, 64 USPQ 394 (35 TMR 46). 

Nevertheless, it is proper to note that it has frequently been held that 
marks whose initial syllable or syllables are the same will not be regarded 
as confusingly similar if the syllable or syllables in question have a descrip- 
tive or suggestive connotation and the remaining portions of the marks are 
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clearly distinct. Examples of such cases, with the marks involved, are as 
follows: 

Alumatone Corp. v. Vita-Var Corp., 37 C.C.P.A. (Patents) 1151, 183 
F.2d 612, 86 USPQ 359 (40 TMR 804) (ALUMATONE and ALUMIKOTE) ; 
Kraft Walker Cheese Co. v. Kingsland, 75 F.Supp. 105, 75 USPQ 318 (38 
TMR 77) (VEGEMITE and vEGEX) ; Miles Laboratories, Inc. v. Foley & Co., 
32 C.C.P.A. (Patents) 714, 144 F.2d 888, 68 USPQ 64 (34 TMR 335) 
(VITAMILES and VITABUILD) ; Solventol Chemical Products, Inc. v. Langfield, 
134 F.2d 899, 57 USPQ 210 (33 TMR 270) (soLvENTOL and soLviTE) ; Steem- 
Electric Corp. v. Herzfeld-Phillipson Co., 118 F.2d 122, 48 USPQ 92 (31 
TMR 85) (STEAM-O-MATIC and STEEM-ELECTRIC); Vick Chemical Co. v. 
Kerfoot & Co., Ltd., 23 C.C.P.A. (Patents) 752, 80 F.2d 73, 27 USPQ 393 
(26 TMR 29) (vaPex and vaPporusB) ; Thomas Kerfoot & Co., Ltd. v. Louis 
K. Liggett Co., 67 F.2d 214, 21 USPQ 503 (23 TMR 455) (vapure and 
VAPEX ). 

It is also to be noted that ARISTOCRAT is a word in everyday use, 
whereas ARISTOSHEEN is obviously a coined mark. 


Upon careful consideration of the involved marks as entireties, we are 
of the opinion that they are clearly distinguishable and that confusion 
would not be likely to result from their concurrent use on the goods to 
which they are applied by the respective parties. 

The decision of the Assistant Commissioner is affirmed. 


JACKSON, Judge, retired, recalled to participate. 


JOHNSON, Judge, specially concurring. 


I concur in the view of the majority that the marks are not confusingly 
similar. However, in my opinion, the petition for cancellation should have 
been dismissed for the reason that the petitioner’s registration, without 
more, does not constitute evidence of use of its mark at the time of filing 
said petition. 

The second point set forth in the majority opinion, namely, “whether 
it is sufficient for a petitioner in a cancellation proceeding to make of rec- 
ord the prior registrations on which it relies in order to show, prima facie, 
its use of the registered marks on the goods described in the registrations” 
in my opinion should be answered in the negative rather than in the affirma- 
tive as was done by the majority. 

In its petition for cancellation, appellant alleged that it has “continu- 
ously and extensively used, and petitioner is now using and owns” the 
trademarks upon which it relies in support of its petition. However, ap- 
pellee denied the foregoing allegations in its answer to the petition for 
cancellation. 

The questions which come to my mind, as they did to the Assistant 
Commissioner’s, is whether the petitioner had the burden of overcoming 
the respondent’s denials by competent proof, or whether the marks relied 
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on by petitioner, without other proof, can be considered a prima facie show- 
ing that petitioner still owns and is still using its marks, these factors 
being a prerequsite to sustaining the petition for cancellation. I think that 
the answers to these questions should be in the negative. 

First of all, I do not believe that the majority opinion in the foregoing 
respect is sound. The petitioner made certain allegations of use and owner- 
ship which were denied by respondent. It would therefore seem that it then 
became a burden upon the petitioner to submit proof that it still owned 
and was still using the marks on which it relied, especially since these facts 
were particularly within the scope of petitioner’s knowledge and could 
have been submitted with very little difficulty. 

I am fully cognizant that there are cases which hold that it is not 
necessary to submit proof of ownership and use of a mark by a petitioner 
and that a registration can be relied on without more to sustain a petition 
for cancellation. However, I have not been able to find any satisfactory 
rationale for such a procedure. However, there are other cases which set 
forth a rationale which I deem applicable to the present case. 

A case I consider to be pertinent to my viewpoint is Old Monk Olive 
Oil Co. v. S.W. Coca-Cola Bottling Co., 28 C.C.P.A. (Patents) 1091, 118 
F.2d 1015, 49 USPQ 192 (31 TMR 203). That case has different facts than 
the present case (as discussed infra) ; but involve a petition for cancella- 
tion wherein the respondent offered no evidence and denied all the specific 
allegations of fact set forth in the petitioner’s petition for cancellation. At 
page 1093, 49 USPQ at 194 (31 TMR 204), the court stated: 


That a petition for cancellation must allege facts upon which in- 
jury is predicated is well established. Model Brassiere Co., Inc. v. 
Bromley-Shepard Co., Inc., 18 C.C.P.A. (Patents) 1294, 49 F.2d 482, 
9 USPQ 238 (21 TMR 382) ; McIlhenny’s Sons v. New Iberia Extract 
of Tabasco Pepper Company, Lid., 30 App. D.C. 337. 

Therefore, appellee having denied in its answer all of the allega- 
tions of fact in appellant’s petition, the burden was upon appellant to 
establish by competent evidence injury by the registration of the mark 
sought to be cancelled. 


* + * 
The court further stated at pages 1097, 1098 and 1099, 49 USPQ at 196 
and 197 (31 TMR 208, 209). 
* * + 
* * * When the use of its mark by appellant at the time of filing its 


petition was put into issue by appellee’s answer, the burden was upon 
appellant to establish such use by competent proof. * * * 


It would have been easy for appellant to prove that it was using 
its mark at the time its petition for cancellation was filed, if such was 
the fact, and we are unable to understand its failure to do so. 
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It is to be again noted at this point that in the present case, appellant 
offered no evidence after the allegations of use and ownership in the peti- 
tion for cancellation were denied by appellee. 

Another case which I deem pertinent is Model Brassiere Co., Inc. v. 
Bromley-Shepard, Co., Inc., 18 C.C.P.A. (Patents) 1294, 49 F.2d 482, 9 
USPQ 238 (21 TMR 382). That case involved a cancellation proceeding. 
Although the facts of that case are different from the facts of the instant 
ease (as noted, infra), that case is valuable in the sense that it discussed 
the point of law involved here, and set forth the rationale behind this point 
of law. It is to be noted, however, that while the following cited portions 
of that case are to a great extent obiter dictum, these portions of the case 
were recognized as such in the Old Monk Olive Oil Co. case, supra, but 
were nevertheless adopted as being the law in the last mentioned case. At 
pages 1298 and 1299, 9 USPQ at 241 (21 TMR 387), of the Model Brassiere 
Co., Inc. case, supra, the court stated: 


It is clear to us that there is a distinction between the proof re- 
quired to show the statutory authority to petition for cancellation and 
the injury or damage which would be resultant from an invalid regis- 
tration in a case where the petitioner claimed to be the owner of a valid 
trademark, and a case where he disputed the right of ownership in 
anyone. In the former it is clear that he should show such facts as 
would show his ownership and use at the time the petition was filed. 
In that case it would be important for him to allege and prove that 
he was making trademark use of the mark at the time of filing the 
petition, since, if he was not using it at that time it would be possible 
that he had abandoned its use altogether. 


It is to be noted that a minority of the court dissented in that case. How- 
ever, this minority was in agreement with the conclusion of the majority 
with respect to the foregoing subject matter pertaining to technical trade- 
marks. The dissenting opinion concluded at pages 1305 and 1306, 9 USPQ 
at 245 (21 TMR 396), as follows: 


In the case at bar, appellee properly alleged in its petition that it 
was using the registered mark at the time it filed its application. The 
allegation was denied in appellant’s answer and, as no evidence was 
submitted to substantiate the truth of that allegation, there was nothing 
under the law for the Patent Office tribunals to do but to refuse to 
cancel the registered mark. 


There are, as mentioned above, cases which support the majority’s view- 
point. In this respect, the case of Charles of the Ritz, Inc. v. Elizabeth 
Arden Sales Corp., supra, cited by appellant appears to fully support its 
contention. In that case, a cancellation proceeding, each of the parties 
relied upon its registration and no evidence was introduced by either. The 
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applications, from which the marks involved in that case matured, were 
co-pending. At page 1032, 73 USPQ at 415 (37 TMR 459), our court stated: 


We are in agreement with the tribunals of the Patent Office that 
as appellee was the first to file its application for registration, and that 
as its claimed first use set forth therein is long prior to the claimed 
first use in appellants application, appellee’s registration is prima facie 
proof that it was the owner of its registered mark. * * * 


It is to be further noted that the court apparently cited with approval, at 
page 1030, 73 USPQ at 414 (37 TMR 458), the Patent Office tribunal’s 
holding that “* * * it was unnecessary that appellee [petitioner for can- 
cellation] submit evidence other than his registration for the purpose of 
establishing its priority of use and its ownership of its mark.” [Matter in 
brackets added.] Under the foregoing facts, the court affirmed the sustain- 
ing of its petition for cancellation by the Patent Office tribunals. 

The case of Rosengart, Etc. v. Ostrex Co., Inc., 30 C.C.P.A. (Patents) 
1046, 136 F.2d 249, 57 USPQ 543 (33 TMR 284) which also supports the 
majority viewpoint, involved a cancellation proceeding, and had facts very 
similar to the present case. The petitioner (appellee) in that case took no 
testimony but was permitted to use testimony taken in previous opposition 
proceedings. There was a contention by the respondent [appellant] before 
this court that there was a duty on the petitioner for cancellation to prove 
use of its mark at the time of filing the petition, this evidently not having 
been done. The court, in answering this contention, stated at page 1051, 
57 USPQ at 546-547 (33 TMR 289) : 

€ ad * 


On the question of the duty of the petitioner for cancellation to 
prove the use of its mark at the time of filing the petition, appellant 
relies to a great extent upon the decision of this court in Old Monk 
Olive Oil Co. v. Southwestern Coca-Cola Bottling Co., etc. * * * 
[supra] in which we referred to our ruling in Model Brassiere Co., 
Inc. v. Bromley-Shepard Co., Inc. * * * [supra]. Even a superficial 
examination of the facts involved there shows that they are not on all 
fours with the facts presented here. In neither of those cases were we 
speaking of a registered mark. Moreover in the Old Monk Olive Oil Co. 
case, there was no attempt to show use of the mark or the right to use 
it during the period beginning five or six years before the cancella- 
tion proceedings were instituted. The facts are different here. The 
incorporated record shows that the registered mark OSTREX was, by the 
registrant (who was president of the Ostrex Company), transferred 
to his company a little over three years prior to the filing of the instant 
petition for cancellation, but during approximately two years of the 
intervening time the opposition proceedings hereinbefore spoken of 
were in progress, and those proceedings were based on the Ostrex Com- 
pany’s ownership and use of its said registered mark. 
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The fact remains, however, that a petition for cancellation was sustained in 
that case notwithstanding that the petitioner did not show use of the mark 
at the time of filing the petition. 


It can readily be seen from the foregoing four cases, which have been 
discussed at length, that the law is unsettled. It is to be noted, however, 
that the Charles of the Ritz, Inc. case, supra, does not cite the Old Monk 
Olive Oil Co. case, supra, nor the Model Brassiere Co., Inc. case, supra. 
Furthermore, it appears from the record and the briefs of the Charles of 
the Ritz, Inc. case, supra, that those other cases were not cited to the court 
nor was the point in issue in the instant case treated by the parties in 
their briefs before the court. However, the Old Monk Oil Co. and Model 
Brassiere Co. cases, supra, were definitely considered and distinguished in 
the Rosengart case, supra. I am of the opinion that it is erroneous for the 
eourt to rely on holdings such as the Charles of the Ritz, Inc. and 
Rosengart cases, supra, without seriously reconsidering the rationale of the 
other cases which I have discussed above, notwithstanding that the fact 
situations in the former two cases are more in point than the latter two 
cases. 

I am not disposed to speculate as to what the court’s rationale was in 
the Charles of the Ritz, and Rosengart cases, supra. However, it is my 
opinion, after considering the foregoing cases, that the Old Monk Olive Oil 
Co. and the Model Brassiere Co., Inc. cases, supra, express the sounder 
legal viewpoint. It seems quite clear to me as a general legal proposition 
that when a petitioner makes certain allegations which are denied by a 
respondent that the petitioner has the burden of bringing in evidence to 
support his allegations. This must of necessity be the case in a cancellation 
proceeding such as the present one since the petitioner can prevail only if 
it can show the likelihood of confusion which would be indicative of injury 
to itself. However, before there can be such injury, as this term is used 
in trademark law, the petitioner, in a case such as this one, must prove 
that it owns and is using the trademark where the pleadings relating to 
these factors have been controverted. If the petitioner fails to submit such 
proof when the ownership and use of petitioner’s trademark have been 
placed in issue by respondent’s answer, the petitioner has not shown that 
it is in a position to be injured since it has not proved the elements ancillary 
to injury, namely, ownership and use. If the proof of ownership and use, 
when required, is not submitted by a petitioner, an owner of a registered 
mark could be harassed by petitions for cancellation of its trademark reg- 
istration, and may even possibly lose such registration notwithstanding 
that the petitioner never proved itself to be in a position where it could 
have been or could be injured by respondent’s use of a mark alleged to be 
confusingly similar to petitioner’s mark. 

In the present case, where the allegations of ownership and use of the 
mark were denied by respondent, it would have been much simpler for 
petitioner to prove these elements than for respondent to prove lack of use 
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and ownership of the mark. It seems most logical to us that petitioner had 
the burden of proving these elements, and I am not disposed to speculate 
why petitioner did not do so. It is my opinion, after giving such delibera- 
tion to the matter and extensively researching the subject, that a petitioner 
should be required to prove its standing to petition for cancellation of 
another’s mark, by proving ownership and use once these questions have 
been raised by the pleadings. 

I am further of the opinion that insofar as the holdings of the Charles 
of the Ritz, Inc. and Rosengart cases, supra, are in conflict with the ration- 
ale of the other of the above-cited cases, they should be overruled. 

There is another reason why I feel that the rule adopted by the major- 
ity is improper. Section 9 of the Lanham Trademark Act, 15 U.S.C. §1059 
(1952) reads in part as follows: 


Each registration may be renewed for periods of twenty years 
from the end of the expiring period upon the filing of an application 
therefor accompanied by an affidavit by the registrant stating that the 
mark is still in use in commerce and the payment of the renewal fee 
required by this chapter; * * * 


It is to be noted that an applicant for renewal of a registration must sub- 
mit an affidavit of current use to the Patent Office. 

Renewal proceedings are an ex parte matter, and another party’s rights 
are not directly involved. The present case is an inter partes proceeding 
where another party’s rights are directly involved. Can it be logically said 
that there is less proof of current use required in an inter partes proceed- 
ing where another party’s rights are directly involved than in an ex parte 
proceeding where they are not directly involved: I think not, but this is 
what the majority opinion sanctions. 

For the foregoing reasons I believe that the dismissal of the petition 
for cancellation should have been affirmed by us on the ground that there 
was no actual proof introduced by the petitioner that it owned and was 
using its marks at the time of filing its petition. 


THE MAY DEPARTMENT STORES COMPANY v. 
SCHLOSS BROS. & CO., INC. 


Appl. No. 6188 —C.C.P.A. — June 20, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Disclaimed portions of a mark cannot be disregarded in determining the ques- 
tion of confusing similarity. 
Combinations of letters which are descriptive of the goods will not be ac- 
corded as great weight on the question of confusing similarity as words or com- 
binations of letters which are purely arbitrary. 
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TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MarKS—GOODS OF 
DIFFERENT CLASSES 
Men’s suits and topcoats and men’s dress and work shirts, while generally 
similar are not identical and this difference may properly bear upon the deter- 
mination of likely confusion. 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

Obvious differences in the sound, appearance and meaning of the marks DURO- 
STYLE FABRICS and DUROSHEEN and the differences in the goods to which applied— 
men’s suits and topcoats and men’s dress and work shirts, respectively—were 
sufficient to obviate a likelihood of confusion; DURO, the common portion of both 
marks had been registered over thirty times for fabrics and wearing apparel 
confirming the descriptive significance thereof and this fact mitigated against 
placing great weight in that similarity. 


Cancellation proceeding No. 5948 by The May Department Stores 
Company v. Schloss Bros. & Co., Inc., Registration No. 530,091 issued Sep- 
tember 5, 1950. Petitioner appeals from decision of Commissioner of Patents 
dismissing petition. Affirmed; Johnson, Acting Chief Judge, specially con- 
curring with opinion. 

Case below reported at 45 TMR 118. 


Theodore W. Miller, of Chicago, Illinois, for petitioner-appellant. 
No brief or appearance for respondent-appellee. 


Before O’CoNNELL, Acting Chief Judge, and JoHNSON, WoRLEY, CoLE and 
JACKSON (retired), Associate Judges. 


WoRLEY, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents reversing a decision by the Examiner of Interferences which had 
sustained a petition of The May Department Stores, appellant here, for 
cancellation of registration No. 530,091, granted September 5, 1950, to 
Schloss Bros. & Co., Inc., appellee here, for the trademark DURO-STYLE 
FABRICS for men’s and young men’s suits and topcoats, the words sTYLE 
FABRICS being disclaimed “apart from the mark shown in the drawing.” The 
petition was based on registration No. 262,704 granted October 22, 1929, to 
Kauffman Department Stores Inc., of Pittsburgh, Pennsylvania, renewed 
October 1949 to The May Department Stores Company, and republished 
under the Act of 1946 by that company for the trademark pUROSHEEN for 
men’s dress and work shirts. 

The Examiner of Interferences noted that an official copy of registra- 
tion No. 262,704 had been made of record; that the goods described therein 
are so closely related to those described in the registration sought to be 
canceled that their sale under the same or similar marks would lead 
purchasers to suppose they emanated from a common source; thus the only 
question remaining was whether the marks are confusingly similar. He 
sustained the petition on the ground that since the words sTYLE FABRICS 
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and SHEEN are descriptive and/or generic terms as applied to wearing 
apparel the term puRO constitutes the dominant feature of each of the 
marks and concluded that the marks are confusingly similar. 

In reversing that holding, the Assistant Commissioner, 102 USPQ 
421, 422 (45 TMR 118, 119), after noting that “There is no record other 
than the pleadings, the registrations of the parties and copies of some 35 
registrations embodying the syllables puro which were introduced by re- 
spondent under Rule 282,” said 


In a cancellation proceeding involving marks which are not the 
same, and goods which are not the same, as is the case here, a petitioner 
has the burden of proving facts sufficient to overcome the respon- 
dent’s prima facie showing, as evidenced by its registration, of owner- 
ship of the mark, validity of the registration, and of the exclusive 
right to use the mark on the recited goods, and to prove that respon- 
dent’s registration is inconsistent with a superior right of the petitioner, 
thereby resulting in damage to the petitioner. This petitioner has not 
discharged its burden. 


It is not quite clear to us from the quoted language whether the re- 
versal was based on the ground that the introduction into the record by the 
May Company of its registration of the mark DUROSHEEN was insufficient to 
establish, prima facie, its ownership and use of that mark, or on the ground 
that the trademarks DURO-STYLE FABRICS and DUROSHEEN as applied to the 
goods of the respective parties, are not confusingly similar. Appellant 
assumes the decision was based on both grounds, and in its brief states the 
issues to be considered here are: 


1. Does the mark DURO-STYLE FABRICS, STYLE and FABRICS dis- 
claimed, as shown on the registration, as applied to men’s and young 
men’s suits and topcoats, so resemble the mark DUROSHEEN, as shown 
on the registration, in prior use by Appellant for 19 years upon men’s 
dress and work shirts, as to be likely to cause confusion or mistake or 
to deceive purchasers? 


2. Is this honorable Court going to follow the doctrine in the case 
of Charles of the Ritz, Inc. v. Elizabeth Arden Sales Corp., 603 O.G. 
10, 161 F.2d 234, 73 USPQ 413 (87 TMR 457), C.C.P.A., which held 
that the Cancellation Petitioner is under no further burden than 
making of record its prior registration of a confusingly similar mark 
for closely related goods, or is this Court going to follow the new doc- 
trine promulgated by the Assistant Commissioner of Patents in the 
decision appealed from requiring a further showing on the part of a 
Cancellation Petitioner ? 


We shall consider first the question of likelihood of confusion. As was 
said in Crown Overall Mfg. Co. v. Desmond’s, 37 C.C.P.A. (Patents) 1118, 
182 F.2d 645, 86 USPQ 166, (40 TMR 680), that is a question which must 
be decided largely as a matter of opinion on the basis of the particular facts 
of each case. Although appellant has disclaimed the words sTYLE FABRICS 
apart from the mark shown, those words cannot be ignored in determining 
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the question of confusing similarity. Walgreen Co. v. Godefroy Manufac- 
turing Co., 19 C.C.P.A. (Patents) 1150, 58 F.2d 457, 18 USPQ 194 (22 
TMR 271); Helzberg v. Katz & Ogush, Inc., 22 C.C.P.A. (Patents) 768, 
73 F.2d 626, 23 USPQ 351 (25 TMR 31). 

It is obvious that the only similarity between the marks resides in the 
word puro. That word suggests durability, and there are of record copies 
of registrations of over thirty trademarks for fabrics or wearing apparel 
which either consist solely of the word DURO, or contain it as a part of the 
mark. It is well settled that combinations of letters which are descriptive of 
the goods or properties thereof will not be accorded as great weight in 
considering whether marks are confusingly similar, as words or combina- 
tions of letters which are purely arbitrary. North Star Manufacturing Co. 
v. Wells Lamont Corporation, 39 C.C.P.A. (Patents) 764, 193 F.2d 204, 92 
USPQ 128 (42 TMR 220); West Disinfecting Company v. Lan-O-Sheen 
Company, 35 C.C.P.A. (Patents) 706, 163 F.2d 566, 75 USPQ 77 (37 
TMR 659) ; Rite-Rite Mfg. Co. v. Rite-Craft Company, 37 C.C.P.A. (Pat- 
ents) 963, 181 F.2d 226, 85 USPQ 268 (40 TMR 418) ; Miles Laboratories, 
Inc. v. The Pepsodent Co., 26 C.C.P.A. (Patents) 1272, 104 F.2d 205, 41 
USPQ 738 (29 TMR 381) ; and Franco-Italian Packing Corp. v. Van Camp 
Sea Food Co., Inc., 31 C.C.P.A. (Patents) 1029, 142 F.2d 274, 61 USPQ 
369. 

It is also to be noted that while the goods of the respective parties, 
men’s and young men’s suits and topcoats on the one hand, and men’s dress 
and work shirts on the other, are generally similar, they are not identical. 
Differences in the nature of the goods to which the marks of the parties 
are applied may properly be considered in determining whether there is 
likelihood of confusion. Hart Schaffner & Marx v. Empire Mfg. Co., 39 
C.C.P.A. (Patents) 1042, 197 F.2d 558, 54 USPQ 171. 

We are of the opinion that the obvious differences in sound, appearance, 
and meaning between the marks as a whole and the goods to which they are 
applied are such that they would not be likely to cause confusion or mistake 
or to deceive purchasers. 

In view of the foregoing, it is unnecessary to consider whether appel- 
lant’s ownership and use of the trademark on which registration No. 262,704 
was issued are sufficiently established by the record. It may be noted, how- 
ever, that Section 7(b) of the Trademark Act of 1946 provides that 


A certificate of registration of a mark upon the principal register 
provided by this Act shall be prima facie evidence of the validity of 
the registration, registrant’s ownership of the mark, and of registrant’s 
exclusive right to use the mark in commerce in connection with the 
goods or services specified in the certificate, subject to any conditions 
and limitations stated therein (15 U.S.C. 1057b). 


and that this court has consistently held that ownership of a trademark 
registration constitutes prima facie evidence of ownership and use of the 
registered mark. Bielzoff Products Co. v. White Horse Distillers, Ltd., 27 
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C.C.P.A. (Patents) 722, 107 F.2d 583, 48 USPQ 397 (29 TMR 646) ; 
Rosengart, Etc. v. Ostrex Company, Inc., 30 C.C.P.A. (Patents) 1046, 136 
F.2d 249, 57 USPQ 543 (33 TMR 284); Miles Laboratories, Inc. v. Foley 
& Company, 32 C.C.P.A. (Patents) 714, 144 F.2d 888, 63 USPQ 64 (34 
TMR 335) ; Charles of the Ritz, Inc. v. Elizabeth Arden Sales Corporation, 
34 C.C.P.A. (Patents) 1029, 161 F.2d 234, 73 USPQ 413 (37 TMR 457) ; 
and Penrith-Akers Manufacturing Co. v. Ju-C-Orange of America, 37 
C.C.P.A. (Patents) 1056, 182 F.2d 211, 86 USPQ 75 (40 TMR 542). 
The decision of the Assistant Commissioner is affirmed. 


JACKSON, Judge, retired, recalled to participate. 


O’CoNNELL, Judge, was present at the argument of this case, but, be- 
cause of illness, did not participate in the decision. 


JouHNsoN, Acting Chief Judge, specially concurring. 
I concur in the conclusion for reasons set forth in my concurring 
opinion in The May Department Stores v. Kenya Corporation, 43 C.C.P.A. 
(Patents) , —— F.2d —,, 110 USPQ 276 (46 TMR 1383). 


MODERN OPTICS, INCORPORATED v. 
THE UNIVIS LENS COMPANY 


Appl. No. 6207 —C.C.P.A. — June 20, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

A mark may be descriptive if it aptly describes the function or use of the 
goods. 

Initial letters of descriptive words are not, by reason of that fact, ipso facto 
descriptive; it is only when, through long association with the words, that the 
initials are generally understood as being synonomous therewith that the initials 
will be deemed themselves descriptive. 

CONTINUOUS VISION, though suggestive of the properties of trifocal lenses, is 
not descriptive thereof for while such lenses enable the eye to adjust to objects 
at various distances, thus providing a continuity of vision, mature thought is 
necessary to deduce that function from the mark; moreover, the fact that such 
lenses were in existence for over fifty years before the words were applied to them 
indicates that they were not considered obvious or natural for that purpose. 

Opposer’s request, prior to institution of opposition proceedings that appli- 
cant make the designation CONTINUOUS VISION available for general trade use as 
a descriptive word indicates that the parties assumed applicant to have a pro- 
prietary right therein. 

TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
That some may consider a purported mark to be a generic designation is 
not conclusive of that effect unless it be shown that such recognition is the rule 
rather than the exception. 
Application for a mark consisting of a drawing of an eye from which lines 
radiate through a lens and through the words CONTINUVIS LENSES and containing 
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as the most prominent feature the letters cv in bolder and larger style, said 
mark being used on trifocals, opposed for descriptiveness upon the ground that 
the words CONTINUOUS VISION describes the functions of the goods; while the said 
words may be suggestive, neither they nor the initials cv describe the goods and 
the opposition must be dismissed. 


Opposition proceeding No. 31,380 by Modern Optics, Incorporated v. 
The Univis Lens Company, application Serial No. 613,096 filed April 24, 
1951. Opposer appeals from decision of Commissioner of Patents dismissing 
opposition. Affirmed. 

Case below reported at 45 TMR 203. 


Watson, Cole, Grindle & Watson (Harold F. Watson and F. M. DeRosa 
of counsel), of Washington, D. C., for opposer-appellanv. 

Warren H. F. Schmieding, of Columbus, Ohio (John H. O. Clarke, of 
Washington, D. C., of counsel), for applicant-appellee. 


Before JoHNson, Acting Chief Judge, and Wor.eEy, Cote and JAcKSsON 
(retired), Associate Judges. 


JoHNSON, Acting Chief Judge. 

This is an appeal in an opposition proceeding filed in the Patent Office 
by Modern Optics, Incorporated, appellant, against an application by The 
Univis Lens Company, appellee, for registration of a trademark for ophthal- 
mic lens blanks and eyeglass lenses. 

The mark is described in the decision of the Examiner of Interferences 
as follows: 


The mark which the applicant seeks to register comprises a pic- 
torial representation of an eye from which outwardly projecting lines 
radiate through a lens to and through the wording CONTINUVIS LENSES 
and the initials cv said initials being shaded block letters much larger 
than any other lettering used in the mark, and more or less centrally 
positioned with respect to the mark whereby they form the most 
prominent part of the mark. 

The word “Lenses” and the pictorial representation of the lenses 
appearing on the drawing have been disclaimed. 


The opposer does not allege ownership of any mark similar to that of 
the applicant, but bases its opposition on the ground that the mark sought 
to be registered is descriptive and therefore unregistrable. That view was 
accepted by the examiner in sustaining the opposition but was rejected by 
the Assistant Commissioner. The instant appeal followed. 

While the goods listed in appellee’s application are ophthalmic lens 
blanks and eyeglass lenses, the specific goods to which the mark has been 
applied, as disclosed by the record, are trifocal lenses. , 
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The question to be decided here, as below, is whether the letters cv, as 
applied to such goods are descriptive within the meaning of Section 2(e) of 
the Lanham Act (Trademark Act of 1946).* 

In support of the contention that the letters cv are merely descriptive 
of the goods to which they are applied, appellant alleges those letters are 
generally recognized as an abbreviation of, and as synonymous with, the 
words “continuous vision,” which, in turn, are alleged to be merely descrip- 
tive of trifocal lenses. 

Although it has been held that a mark may be descriptive if it aptly 
describes the function or use of the goods to which it is applied, In re W. A. 
Sheaffer Pen Company, 34 C.C.P.A. (Patents) 771, 158 F.2d 390, 72 USPQ 
129 (37 TMR 63) ; and Andrew J. McPartland, Inc. v. Montgomery Ward 
& Co., Inc., 35 C.C.P.A. (Patents) 802, 164 F.2d 603, 76 USPQ 97 (38 TMR 
60), we do not think that is the case here. 

As noted by the examiner, there is of record advertising matter used 
by appellee when it first introduced the words “continuous vision,” strongly 
suggesting a descriptive connotation as applied to trifocal lenses on the 
theory such lenses allegedly enable the eye to adjust to objects at various 
distances in such a way as to avoid noticeable interruption. It was his 
opinion that appellee, after using such advertising, was not in a favorable 
position to urge that the words “continuous vision” are not descriptive. 

On the other hand, appellee argues that the advertising matter in ques- 
tion, considered in its entirety, merely asserts that the words “continuous 
vision” are suggestive of the function of the lenses to which they are 
applied, and that the word “descriptive” was not employed in its trademark 
sense in said advertising. 

Viewing the evidence as a whole, it is by no means certain the words 
“eontinuous vision” are descriptive of the function of trifocal lenses as 
distinguished from being merely suggestive thereof. The record shows that 
trifocal lenses had been in use for more than fifty years before those words 
were applied to them. That would indicate the words were not necessary 
to describe such lenses, and apparently were not considered obvious or 
natural for that purpose. It is only when the function of trifocal lenses is 
explained, as is done in appellee’s advertisements, that the applicability of 
the words “continuous vision” becomes clear. The situation is somewhat 
similar to that in W. G. Reardon Laboratories, Inc. v. B. & B. Extermina- 
tors, Inc., et al., 71 F.2d 515 (23 TMR 375), 22 USPQ 22, involving the 
words MOUSE SEED as a trademark for a mouse poison. The court (C.C.A. 
4th 1934) found the words to be merely suggestive since “Mature thought 


1. Sec. 2. Trademarks registrable on the Principal Register 

No trademark by which the goods of the applicant may be distinguished from the 
goods of others shall be refused registration on the principal register on account of its 
nature unless it— 


* s * 


(e) Consists of a mark which, (1) when applied to the scien of the applicant is 
merely descriptive or deceptively misdescriptive of them, * 
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would probably lead to but one conclusion—that a mouse poison was indi- 
cated—but it requires thought to reach this conclusion.” 

It is of some significance that shortly after appellee began use of the 
words “continuous vision,” the appellant inquired of the appellee as to its 
intention of “making the descriptive designation CONTINUOUS VISION LENSES 
a term acceptable by the other trifocal manufacturers.” The latter replied 
that it had decided the designation should be “applied exclusively to the 
products of The Univis Lens Company” and that “we are not in a position 
to allow Modern Opties, or anyone else, to use this name in connection with 
their products.” 

The above suggests that, at least before the present controversy arose, 
both parties felt appellee had some proprietary right in the words “continu- 
ous vision,” and that such words were not available for unrestricted use 
by others without appellee’s permission. 

However, although we have considered appellant’s contentions as to the 
descriptiveness of the words “continuous vision,” it is not necessary to 
determine whether those words are merely descriptive of trifocal lenses, 
since appellee is not seeking registration of those words, but a mark whose 
dominant feature is the letters cv. The letters cv are, of course, the initial 
letters of the words “continuous vision,” and it is possible for initial letters 
to become so associated with descriptive words as to become descriptive 
themselves. Martell & Co. v. Societe Anonyme de la Benedictine, etc., 28 
C.C.P.A. (Patents) 851, 116 F. 2d 516, 48 USPQ 116 (31 TMR 23) ; and 
Breth v. Cutting Room Appliances Corp., 57 USPQ 46 (33 TMR 296). It 
does not follow, however, that all initials of combinations of descriptive 
words are ipso facto unregistrable. While each case must be decided on 
the basis of the particular facts involved, it would seem that, as a general 
rule, initials cannot be considered descriptive unless they have become so 
generally understood as representing descriptive words as to be accepted 
as substantially synonymous therewith. 

There are of record a number of exhibits showing the use of the letters 
cv in apparent reference to trifocal lenses generally. In some of them the 
words “continuous vision” also appear a number of times where the letters 
are used merely to avoid too frequent repetition, but in others, including 
some orders for lenses, the letters cv provide the only indication of the 
meaning intended. 

While the record shows there are individuals to whom the letters cv 
constitute a generic designation of trifocal lenses, we are of the opinion it 
has not been established that such is the rule rather than the exception. 
We therefore agree with the Assistant Commissioner that “The record is 
unconvincing that cv is a generally recognized term for multifocal lenses 
and lens blanks.” Accordingly, the decision appealed from is affirmed. 


JACKSON, Judge, retired, recalled to participate. 


O’CoNNELL, Judge, because of illness, did not participate in the hear- 
ing or decision of this case. 
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Wor.Ey, Judge, was present during part of the argument and by 
agreement of counsel at the time of argument was given permission to 
participate in the decision. 


NATIONAL CRANBERRY ASSOCIATION v. INGLING 
Appl. No. 6203 — C.C.P.A.— June 20, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Whether or not a likelihood of confusion exists between two marks is largely 
a matter of opinion to be decided upon the particular facts of each case; the 
question to be answered is would purchasers be led to believe that the products 
emanate from the same source in view of the relationship between the marks and 
the goods. 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
No likelihood of confusion found to exist between SEA SPRAY for salt crystals 
evaporated from ocean water and designed for animal and human consumption, 
and OCEAN SPRAY for cranberries; opposition dismissed. 


Cancellation proceeding No. 5958 by National Cranberry Association 
v. Carl R. Ingling, Registration No. 561,474 issued July 15, 1952. Petitioner 
appeals from decision of Commissioner of Patents dismissing petition. 
Affirmed ; Johnson, Judge, specially concurring with opinion. 

Case below reported at 45 TMR 215. 


Beekman Aitken, of New York, N. Y., for petitioner-appellant. 
John B. Brady, of Washington, D. C., for respondent-appellee. 


Before JoHNSON, Acting Chief Judge, and WorLEy and Jackson (retired), 
Associate Judges. 


WoRLEY, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents, affirming the decision of the Examiner of Interferences, dismissing 
a petition by appellant, National Cranberry Association, for cancellation 
of Trademark Registration No. 561,474, granted to appellee, Carl R. Ing- 
ling, on July 15, 1952, for the mark sEA SPRAY, associated with certain sub- 
ordinate pictorial matter, for “ocean salt crystals evaporated from ocean 
water and containing mineral supplements nutritious for livestock, poultry 
and human consumption.” The petition was based on appellant’s ownership 
of Trademark Registrations Nos. 196,795, issued March 31, 1925; 283,708, 
issued June 2, 1931; and 397,586, issued September 8, 1942, for the mark 
OCEAN SPRAY as applied to fresh and canned cranberries, cranberry syrup, 
and canned cranberry flakes. 

Neither party took testimony, but copies of appellant’s registrations 
were duly filed and accepted by the Examiner of Interferences as showing 
its ownership of the registered marks and its use of the marks long prior 
to appellee’s use of the mark sought to be canceled. 
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The Examiner of Interferences held that the marks as applied to the 
goods of the respective parties were not likely to cause confusion or mistake 
or to deceive purchasers within the meaning of Sec. 2(d) of the Lanham 
Act (Trademark Act of 1946). He pointed out that while cranberry prod- 
ucts and salt crystals for human consumption were broadly goods of the 
same descriptive properties and might be sold through the same retail out- 
lets, it was apparent they differed widely with respect to physical sources 
of origin, manufacturing processes, composition and trade appeal. He fur- 
ther noted that, although the marks sEA sPRAY and OCEAN SPRAY are similar 
in meaning when considered alone, the latter is wholly arbitrary in char- 
acter as applied to cranberry products while the word “sea” is descriptive 
and SEA SPRAY is definitely suggestive when applied to salts derived from 
sea water. 


Upon appeal the Assistant Commissioner affirmed the examiner’s hold- 
ing as follows; 103 USPQ 146, 147 (45 TMR 215): 


There is nothing in the record here from which damage to peti- 
tioner can be presumed, since the differences in goods, when coupled 
with the differences in marks, lead away from a thought of common 
origin rather than toward it. 


It is too well settled to require citation that likelihood of confusion of 
similar marks is largely a matter of opinion to be decided on the particular 
circumstances of each case. The question is whether, considering differ- 
ences in the goods as well as differences in the marks, purchasers would 
be likely to be misled into thinking that the goods emanated from a common 
source. 


Full consideration has been given appellant’s arguments but we find 
nothing which would justify us in disagreeing with the conclusions of the 
Patent Office tribunals that the differences in appearance, sound and mean- 
ing of the trademarks OCEAN SPRAY and SEA SPRAY, as applied to the goods 
of the respective parties are such that the concurrent use of the marks 
would not be likely to result in confusion. 


The decision of the Assistant Commissioner is accordingly affirmed. 


JACKSON, Judge, retired, recalled to participate. 


O’CoNNELL and CoLz, Judges, because of illness, did not participate in 
the hearing or decision of this case. 


1. Sec, 2. Trademarks registrable on the Principal Register 

No trademark by which the goods of the applicant may be distinguished from the 
goods of others shall be refused registration on the principal register on account of its 
nature unless it— 

— * o 

(d) Consists of or comprises a mark which so resembles a mark registered in the 
Patent Office or a mark or trade name previously used in the United States by another 
and not abandoned, as to be likely, when applied to the goods of the applicant, to cause 
confusion or mistake or to deceive purchasers; * * * 
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JOHNSON, Judge, specially concurring. 


I concur in the conclusion for reasons set forth in my concurring opin- 
ion in The May Department Stores v. Kenya Corporation, 43 C.C.P.A. 
(Patents) , —— F.2d ——, 110 USPQ 276 (46 TMR 1383). 


FORT DODGE LABORATORIES, INC. v. HAEUSSLER 
Appl. No. 6209 —C.C.P.A. — June 21, 1956 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
The testimony of witnesses that in their opinion the marks are likely to 
result in confusion is not binding upon the Patent Office or the appellate courts. 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MarKS—GOODS OF 
DIFFERENT CLASSES 
It has been the consistent practice of the Patent Office and of the courts 
to regard foods and medicines designed for human use as distinct from correspond- 
ing products designed for animal use and on the record before the court there 
was nothing to show that the products distinctly so designed were both made by 
the same producer or that they would be commonly marketed; the appearance 
of the same mark or such goods would therefore probably be regarded as coinci- 
dental rather than as an indication of origin. 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
No likelihood of confusion found to exist in the concurrent use of the similar 
marks FORTOGENOL and FORTOGEN, used on a multi-vitamin and mineral product 
and on an external antiseptic and antiferment for veterinary use, respectively; 
the goods are markedly different by virtue of the distinctly different intended 
uses and the products are not likely to be sold at any future time through the 
same channels. 


Opposition proceeding No. 32,097 by Fort Dodge Laboratories, Inc. v. 
E. L. Haeussler, application Serial No. 627,335 filed March 31, 1952. Opposer 
appeals from decision of Commissioner of Patents dismissing opposition. 
Affirmed. 

Case below reported at 45 TMR 223. 


Mortimer, Altin (Louis H. Baer of counsel), of New York, N. Y., for 
opposer-appellant. 

Harris, Kiech, Foster & Harris and Warren L. Kern, of Los Angeles, Cali- 
fornia (Robert E. LeBlanc, of Washington, D. C., of counsel), for 
applicant-appellee. 


Before JoHnson, Acting Chief Judge, and Wor.Ey, Cote and Jackson 
(retired), Associate Judges. 


Coie, Judge. 


This is an appeal from the decision of the Assistant Commissioner of 
Patents, affirming a decision of the Examiner of Interferences, dismissing 
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an opposition by Fort Dodge Laboratories, Inc., appellant here, to an ap- 
plication by E. L. Haeussler for registration of the trademark FORTOGENOL 
for “a multivitamin and mineral product.” Appellant did not rely on any 
prior registration, but based its opposition on its use of the trademark 
FORTOGEN on “an internal and external antiseptic and antiferment for 
veterinary use.” 

The Examiner of Interferences held that there was no substantial 
difference between the marks of the parties and that the record clearly 
established the opposer’s (appellant’s) prior use of its mark, but that the 
goods of the respective parties were so distinct that the concurrent use 
of their marks would not be likely to result in confusion. Similar holdings 
were made by the Assistant Commissioner. 

The holdings that the marks are substantially identical and that appel- 
lant’s use of its mark FORTOGEN was prior to any use by appellee of the mark 
FORTOGENOL are clearly correct and are not controverted here. The sole issue, 
therefore, is whether the goods of the respective parties are so distinct that 
the concurrent use of substantially identical marks upon them would not 
be likely to lead purchasers or prospective purchasers to suppose that they 
had a common source. 

It is urged by appellant that since appellee’s application describes the 
goods to which its mark is to be applied simply as “a multivitamin and 
mineral product,” the goods might include such a product designed as a 
food or medicinal preparation for animals. A similar contention was made 
before the Examiner of Interferences, who disposed of it as follows: 


It is argued by the opposer that the applicant’s application is not 
limited to vitamins for human consumption, and that its vitamin prod- 
uct could equally well be used for animals. This contention presents 
no different problem than that existing in the cited cases, in each of 
which the product for human consumption no doubt could have been 
used for animal consumption equally as well. It does not appear that 
there was any restriction to human usage in those cases, it being suffi- 
cient to establish that the goods were prepared primarily or exclusively 
for human consumption. The record in this case shows that applicant’s 
vitamin product was prepared exclusively for human consumption. 


The “cited cases” referred to by the Examiner of Interferences are: 
Kellogg Co. v. Bremner Bros., 45 USPQ 446 (30 TMR 414); Pabst-Ett 
Corp. v. Dr. W. J. Ross Co., 45 USPQ 532 (30 TMR 409) ; Horlick’s Malted 
Milk Corp. v. Horlick, 143 F.2d 32, 62 USPQ 4 (34 TMR 222); General 
Mills Inc. v. Freed, 24 C.C.P.A. (Patents) 1171, 89 F.2d 664, 33 USPQ 
386 (27 TMR 328) ; Dr. Salsbury’s Labs. v. Enrich Products Co., Inc., 51 
USPQ 300 (31 TMR 479) ; Whitehall Pharmacal Co. v. Wagner, 83 USPQ 
529 (40 TMR 65) ; Sharp & Dohme, Inc. v. Brookfield Labs., 85 USPQ 82 
(40 TMR 328); Harry H. Myers, etc. v. Polk Miller Products Corp., 40 
C.C.P.A. (Patents) 739, 201 F.2d 373, 96 USPQ 233 (438 TMR 276); In 
re Malvina D. Myers, etc., 40 C.C.P.A. (Patents) 747, 201 F.2d 379, 96 
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USPQ 238 (438 TMR 284); and Ex parte The Herrman-McLean Co., 98 
USPQ 455 (44 TMR 208). 

We are in agreement with the Examiner of Interferences that, on this 
record, appellee’s multivitamin and mineral product was manufactured ex- 
clusively for human use. Under the circumstances of this case, we think that 
the normal meaning of an application for a multivitamin and mineral prod- 
uct would be that it was limited to human use, and that appellee’s applica- 
tion should be considered as so limited. 

The record shows that appellant’s use of the trademark FroRTOGEN is 
confined to a preparation which is used exclusively in the treatment of 
animals and is sold only to veterinarians, although the farmer whose animals 
are being treated may see the FORTOGEN label “once in a while.” No evi- 
dence was offered to show actual confusion resulting from the use of the 
marks here involved. A veterinarian called by appellant testified that if he 
saw the same or very similar marks used on preparations for human, as 
distinguished from animals, use he would think the two were being pro- 
duced by the same company and would make inquiry to establish whether 
that was the case. However, our comment in The Quaker Oats Company v. 
St. Joe Processing Company, Inc., 43 C.C.P.A. (Patents) 892, 232 F.2d 653, 
109 USPQ 390, 391 (46 TMR 975) (decided April 18, 1956) is particularly 
appropriate here: 


Before reaching the main issue in the present case, we deem it 
necessary to comment on the weight to be given the witnesses’ opinions 
that the marks would be likely to cause confusion. In this respect it 
has been held that such testimony amounts to nothing more than an 
expression of opinion by the witness, which obviously is not binding 
upon either the tribunals of the Patent Office or the courts. * * * If 
such testimony were adopted without considering other aspects of the 
case, the effect would be to substitute the opinions of the witnesses for 
the ultimate decision to be reached by the court and would therefore 
be improper. 


As indicated by the cases above cited, it has been the consistent prac- 
tice of the Patent Office and the courts to regard foods and medicinal 
preparations designed for animal use as distinct from corresponding prepa- 
rations for human beings, so far as the question of confusing similarity is 
concerned, and no case in which a contrary conclusion has been reached 
with regard to such goods has been cited by appellant. 

We are of the opinion that the prior decisions cited are based on sound 
considerations. There is no evidence to show that, if preparations for 
human and animal use are made by the same producers, they are commonly 
marketed under the same or similar trademarks, and it seems likely that 
such marketing is deliberately avoided on the ground that prospective pur- 
chasers of food or medicine for their own use would be unfavorably 
impressed if they had seen a product under the same trademark on sale 
for animal use. Under such circumstances, the appearance of similar marks 
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on such goods would probably be regarded as a coincidence rather than an 
indication of common origin. 

It is suggested by appellant that the slight difference between the 
marks here involved might cause purchasers to believe that the products 
were made by the same company and that the marks were deliberately 
differentiated to distinguish the preparations for human and animal use. 
However, there is nothing in the letters “ol” which constitute the difference 
between the marks to suggest any such relationship between the products, 
and we think it unlikely that a mistake such as that suggested would occur. 

In addition to the fact that appellee’s product is designed exclusively 
for human use and appellant’s for use in connection with animals, further 
distinctions exist in that the former product is for internal use as a dietary 
food supplement, while the latter is used principally externally and for 
medicinal purposes; and that the former is sold directly to consumers, 
through drug stores, while the latter is sold only to veterinarians. 

Appellant asserts that trade practices may change so that appellee’s 
product might be used for animals, or appellant might sell its product 
through drug stores. Those contingencies appear to be too remote to have 
any substantial weight in determining the question here at issue particu- 
larly in view of the inherent differences in the nature of the goods them- 
selves. The record shows that appellee’s product has not been used or adver- 
tised for use to supplement the diet of animals and it could scarcely be used 
for that purpose without a complete revision of sales policy as well as a 
study to determine the kinds of animals for which it was adapted, and the 
dosage to be used. 

As regards the possibility that appellant might sell its product through 
drug stores, the following testimony by appellant’s president is pertinent: 


Q 48. What, in your experience, is considered by the veterinarians 
as ethical practice in the sale of veterinary medicines? A. Sales that 
are made only directly to the veterinary profession. 

Q 49. Have you had any personal experience with veterinarians 
that would indicate to you what their reaction would be if they felt 
that Fort Dodge Laboratories was distributing through drug stores? 
A. Yes, quite a few instances. 

Q 50. Could you give us an example? A. Reaction is very un- 
favorable because the inference in such cases has been that we might 
have changed our sales policy and decided to sell our products to the 
public, either directly or through the drug trade. 

Q 51. Has this actually happened in some instance? A. Yes. 

Q 52. What has Fort Dodge Laboratories had to do to correct that 
situation? A. In each instance, where these occurrences have been 
brought to our attention, we have gone to considerable time and expense 
to trace down how and where the sale was made and how our products 
got into the possession of some unauthorized person or drug store. 


In view of the testimony it seems clear that any change in appellant’s 
policy of selling to veterinarians only is most unlikely. 
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Upon consideration of all the circumstances of the present case, we agree 
with the Patent Office tribunals that the concurrent use by the parties of 
their respective marks on their respective goods would not be likely to cause 
confusion or mistake or to deceive purchasers. 

The decision of the Assistant Commissioner is affirmed. 


JACKSON, Judge, retired, recalled to participate. 


O’CoNNELL, Judge, because of illness, did not participate in the hearing 
or decision of this case. 


EX PARTE B. FISCHER & CO. INC. 


Commissioner of Patents — July 23, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MarKS—Goops OF 
DIFFERENT CLASSES 
Refusal to register stick for canned dog and cat food, based upon assumed 
conflict with prior registration of Pia sLicK, for feed for livestock, particularly 
hogs, found to be erroneous in view of common knowledge that the respective 
products are sold in different channels of trade and to a different type of pur- 
chaser; moreover, the products are not ordinarily sold under the same mark even 
though they may emanate from the same source. 


Application for trademark registration by B. Fischer & Co. Inc., 
Serial No. 645,408, filed April 16, 1953. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Reversed. 


Melvin A. Brandt, of Chicago, Illinois, for applicant. 


Leeps, Assistant Commissioner. 


An application has been filed to register stick for canned dog and cat 
food, use since February 24, 1953 having been asserted. Registration has 
been refused on the ground that applicant’s mark sLicK so resembles the 
mark Pig SLICK, registered for feed for livestock, particularly hogs,’ as to 
be likely, when applied to canned dog and cat food, to cause confusion, 
mistake or deception of purchasers. Applicant has appealed. 

It is common knowledge that canned dog and cat food and livestock 
feed are not sold in the same channels of trade, through the same retail out- 
lets to the same type of purchasers, or under similar circumstances and 
conditions of purchase. They are in no sense competitive products, nor are 
they ordinarily, if ever, sold under the same or similar trademarks even 
though they may occasionally be produced by a single producer. 

Under such circumstances it is not believed that the type of confusion 
contemplated by the statute is likely to occur. 


1. Reg. No. 565,102 issued Oct. 7, 1952. 
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Applicant’s mark should be published in accordance with Section 12(a). 
The decision of the Examiner of Trademarks is reversed. 


EX PARTE INTERNATIONAL TOXIN 
PRODUCTS LIMITED 


Commissioner of Patents — July 23, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application for VELVETONE used on fertilizers, refused by Examiner upon basis 
of prior registration of same mark for limestone filler found not to be in conflict; 
applicant’s product is a public consumer item whereas registrant’s is sold to 
industrial users as an ingredient of cement, asphalt compositions or fertilizers and 
it was assumed that the limestone loses its identity trademark-wise after admixture 
and that purchasers of the end product are not likely to be aware of the mark. 


Application for trademark registration by International Toxin Prod- 
ucts Limited, Serial No. 654,056 filed October 1, 1953. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Reversed. 


William C. Linton and Linton & Linton, of Washington, D. C., for appli- 
cant. 


Leeps, Assistant Commissioner. 

An application has been filed to register VELVETONE for fertilizers for 
lawns and lawn conditioners. The application is based on British Reg. No. 
B711,518, issued October 20, 1952, for fertilizers for lawns. Registration 
has been refused on the ground that applicant’s mark so resembles the mark 
VELVETONE, registered for limestone filler,’ as to be likely, when applied 
to its lawn fertilizers and conditioners, to cause confusion, mistake or decep- 
tion of purchasers. Applicant has appealed. 

Following its appeal, applicant submitted an amendment to its identifi- 
cation of goods by striking “fertilizers for lawns and lawn conditioners” 
and inserting in its place “chemical lawn conditioners not including lime- 
stone.” No action has been taken on the proposed amendment. 

Applicant’s product is a consumer item, that is, it is sold to the general 
public. Registrant’s product is an industrial item, that is, it is sold to 
industrial users, such as manufacturers of asphalt compositions, or cement, 
or fertilizers, or paper, or linoleum. So far as is known, the limestone filler 
loses its identity trademark-wise when it is admixed with other ingredients, 
and the purchasers of the finished products containing registrant’s lime- 
stone filler are not likely to know of the mark VELVETONE for such filler. 

Considering the differences in products, the differences in trade chan- 
nels, and the differences in class of purchasers, confusion, mistake or de- 
ception is not, on the present record, believed likely. Applicant’s mark 


1. Reg. No. 340,825 issued Nov. 24, 1936. 
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should be published in accordance with Section 12(a) ; and the amendment 
will not be entered. 
The decision of the Examiner of Trademarks is reversed. 


EX PARTE THE MAYTAG COMPANY 


Commissioner of Patents — July 23, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—SERVICE MARKS 

A service mark is one used in the sale or advertising of services to identify 
the services and distinguish them from those of others. 

Application by washing machine manufacturer to register as a service mark 
LINDA MARSHALL, covering advice on home laundering and cooking, refused; the 
mark is used by applicant merely to advertise and promote the products which it 
sells by giving users advice on the proper utilization of the washers and other 
household hints. 


Application for service mark registration by The Maytag Company, 
Serial No. 645,492 filed April 17, 1953. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Wilkinson, Huxley, Byron & Hume, of Chicago, Illinois, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register LINDA MARSHALL as @ Ser- 
vice mark for giving advice on home laundering and cooking, use since 
August 3, 1948 having been asserted. Registration has been refused on the 
ground that the services claimed to be rendered by applicant constitute 
merely the advertisement and sales promotion of the home appliances 
which applicant sells, and LINDA MARSHALL does not function as a mark 
identifying and distinguishing services rendered by applicant. Applicant 
has appealed. 

A service mark is, for the purposes of this application, a mark used 
in the sale or advertising of services rendered in commerce to identify the 
services of one person and distinguish them from the services of others. 

The only evidence in the case is a booklet showing on the cover page: 


LINDA MARSHALL 
BETTER METHODS OF 
HOME 
LAUNDERING 
THE MAYTAG COMPANY 
NEWTON, IOWA 

The title page shows: 

BETTER METHODS OF 
HOME 
LAUNDERING 
THE MAYTAG COMPANY 
NEWTON, IOWA 
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The first page is in the form of a statement ostensibly signed by Linda 
Marshall, Home Service Director, The Maytag Company, and it tells the 
reader that the book is written to help make the most of home laundry 
equipment, and that the methods and principles outlined therein have been 
tested by the Maytag home economics laboratory and testing facilities of 
leading national women’s magazines and home publications. 

The table of contents lists Laundry Arrangement, Fibers and Fabrics, 
Preparation for Washing, Washing the Clothes, Stain Removal Chart, Dry- 
ing the Clothes, Preparation for Ironing, Ironing Helps, Special Problems, 
Suggestions for Care of Your Washer, and Index. 

The record does not show how, when or to whom such booklets are 
circulated ; but it does show that the booklets are primarily directed to the 
Maytag washer and Maytag ironer. 

The record fails to show that the name LINDA MARSHALL, a fictitious 
name, is used either in the sale or advertising of any services, or what the 
services are which are claimed to be rendered in commerce. 

So far as the record shows, LINDA MARSHALL is a name adopted and 
used by applicant’s Home Service Director and she offers to aid users in the 
proper utilization of applicant’s laundering appliances and to give the 
homemaker other helpful hints. 

The record fails to show that LINDA MARSHALL is a mark adopted and 
used in commerce by applicant to identify its services and distinguish them 
from those of others. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE STANDARD BRANDS INCORPORATED 


Commissioner of Patents — July 23, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
No likelihood of confusion found to exist between FIESTA, used on coffee, tea, 
spices and food flavoring extracts, and SIESTA, used on instant coffee; the words 
have well understood meanings which are distinctly different. 


Application for trademark registration by Standard Brands Incorpo- 
rated, Serial No. 638,784 filed November 29, 1952. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Reversed. 


Henry Weigl, Franklin M. Depew, and Watson, Leavenworth, Kelton & 
Taggart, of New York, N. Y., for applicant. 
LEeEps, Assistant Commissioner. 


An application has been filed to register sresta for instant coffee, use 
since November 13, 1952 having been asserted. 
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Registration has been refused on the ground that applicant’s mark 
SIESTA so resembles Fiesta, registered for coffee, tea, spices and food flavor- 
ing extracts, as to be likely, when applied to instant coffee, to cause con- 
fusion, mistake or deception of purchasers. 

Applicant has appealed. 

The products are ordinary grocery store items ordinarily selected 
by the purchaser from the shelf. 

The marks are both Spanish words which have found their ways into 
the English language and are in not uncommon usage in English speech. 
They both have well-understood meanings. 

FIESTA means festival or feast, and as used by registrant on its prod- 
ucts, FIESTA suggests and is associated with gaiety or celebration or an 
elaborate meal. 

SIESTA Means a nap—usually a short mid-day sleep, and as used by 
applicant on its products suggests and is associated with sleep. 

On the record here, it is not believed that the usual purchasers of the 
products, buying in the usual trade outlets under ordinary circumstances 
and conditions of purchase, are likely to be confused, mistaken or deceived. 

Applicant’s mark should be published in accordance with Section 
12(a). 

The decision of the Examiner of Trademarks is reversed. 


EX PARTE STAVANGER HERMETISKE FABRIK A. S. 


Commissioner of Patents — July 23, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application for FISHERMAN BRAND and a seascape showing a fishing boat and 
a fisherman hauling in a net, for canned sardines, improperly refused as con- 
fusingly similar to LITTLE FISHERMAN, registered for canned salmon. 


Application for trademark registration by Stavanger Hermetiske 
Fabrik A. 8., Serial No. 670,249 filed July 19, 1954. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Reversed. 


Chauncey P. Carter, of Washington, D. C., for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register a composite mark comprising 
the words FISHERMAN BRAND and a seascape showing a fishing boat and 
a fisherman hauling in his net. The mark is alleged to have been used on 
canned sardines in Norway since 1907 and in commerce between Norway 
and the United States since 1953. 


1. Reg. No. 207,643 issued Jan. 5, 1926, renewed. 
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Registration has been refused on the ground that applicant’s mark 
so resembles LITTLE FISHERMAN, registered for canned salmon,! as to be 
likely, when applied to sardines to cause confusion, mistake or deception of 
purchasers. 

Applicant has appealed. 

In view of the nature of the marks when applied to canned salmon 
and canned sardines, respectively, and of the mental association stimulated 
by the marks, it cannot be found on the present record that confusion, mis- 
take or deception of purchasers is likely. 

Applicant’s mark should be published in accordance with Section 
12(a). 

The decision of the Examiner of Trademarks is reversed. 


EX PARTE ARMCO STEEL CORPORATION 


Commissioner of Patents — July 24, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

Grade or type marks used, advertised and recognized as such are not regis- 
trable even on the Supplemental Register. 

Application for registration on Supplemental Register of 17-4 PH and 17-7 Pu, 
used on stainless steel, rejected as unregistrable grade marks; the record estab- 
lishes that the letters PH mean “precipitation hardening,” that the numerals are 
indicative of the ratio of chromium to nickel used in making the steel and that 
the applicant uses the designations as grade or type marks. 


Application for trademark registration by Armco Steel Corporation, 
Serial Nos. 616,075 and 616,076 filed July 5, 1951. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Allen & Allen, of Cincinnati, Ohio, for applicant. 


Leeps, Assistant Commissioner. 


Two applications have been filed for Supplemental Registration of 
17-4 pH and 17-7 pH for stainless steel, use since December 15, 1948 and 
December 27, 1948 having been asserted in the respective applications. 
Registration has been refused on the ground that the subject matter of 
the applications are grade or type indications used as such and are there- 
fore incapable of distinguishing applicant’s goods from those of others. 

The letters pH mean “precipitation hardening” in the steel industry. 

The numerals 17-7 indicate the respective percentages of chromium 
and nickel in stainless steel and are so used and understood in the industry.* 
Applicant’s exhibits show in its composition charts that its 17-7 pH type 
of stainless steel contains 17% chromium and 7% nickel—that it is a 
“starved 18-8S with aluminum as the precipitation hardening agent.” 


1. Reg. No. 557,301 issued April 8, 1952. 
* Handbook on Stainless Steel, copyright 1946. 
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Applicant’s shipping tags and other methods of marking show that 
17-7 PH is unquestionably used as a grade or type mark to differentiate 
this grade of its stainless steel from its other grades, and it would be so 
recognized by purchasers. 

In view of the commonly understood meaning of 17-7 PH in the in- 
dustry and by industrial user purchasers, 17-7 pH is found, on this record, 
to be incapable of distinguishing applicant’s goods. 

The decision of the Examiner of trademarks refusing registration of 
17-7 PH is affirmed. 

According to the exhibits submitted by applicant in connection with 
its application to register 17-4 pH, the composition of the stainless steel 
on which it is used is typically 16 1/2% chromium and 4 1/4% nickel. 
While the numerals 17-4 do not indicate specifically the chromium and 
nickel content, they nevertheless indicate that this particular stainless 
steel contains less nickel than the 17-7 pH. The 17-4 pH stainless steel has 
about half the nickel replaced by copper which is the precipitation harden- 
ing agent, according to the exhibits. 

Applicant’s shipping tags and advertising show that 17-4 PH is un- 
questionably used as a grade or type mark to differentiate this grade of 
stainless steel from its other grades, and it would be so recognized by 
purchasers. 

Grade or type marks used only as such, advertised as such, and rec- 
ognizable only as such, as is the case here, are not registrable. The record 
here leads to the conclusion that 17-4 PH as used by applicant is incapable 
of distinguishing applicant’s goods from those of others. 

Purchasers buy aRMCO stainless steel of various grades designated by 
various numeral combinations ; but the numeral combinations serve only to 
differentiate one grade of arMco stainless steel from other grades. 

The decision of the Examiner of Trademarks refusing registration of 
17-4 PH is also affirmed. 


BLUE SHIELD MEDICAL CARE PLANS v. 
ALLEGHENY MUTUAL CASUALTY COMPANY 


No. 32069 — Commissioner of Patents — July 24, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Opposition to application for words TWIN SHIELD, superimposed upon outline 
of two shields, for the underwriting of hospital, medical and surgical insurance, 
filed by owner of registrations of words BLUE SHIELD and representation of a blue 
shield for furnishing medical care on a pre-payment basis and for underwriting 
expense of medical care, dismissed by Examiner based upon highly suggestive . 
definition of SHIELD, but sustained by Assistant Commissioner who concluded that 
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such suggestive connotation is not imperative and patient members of opposer’s 
plans are likely to believe from the mark TWIN SHIELD that opposer’s medical plan 
has been expanded to include hospitalization as well as medical payments. 


Opposition proceeding by Blue Shield Medical Care Plans v. Allegheny 
Mutual Casualty Company, application Serial No. 620,869 filed November 5, 
1951. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Reversed. 


A. Donham Owen, of San Francisco, California, and Beale & Jones, Ed- 
ward B. Beale, and James Atkins, of Washington, D. C., for opposer- 
appellant. 


Harold T. Stowell, of Washington, D. C., for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register TWIN SHIELD, superimposed 
on the outlines of two shields, for the underwriting of hospital, medical, 
and surgical insurance, use since October 8, 1951 having been asserted. 

Registration has been opposed by the registrant of the word mark 
BLUE SHIELD for furnishing medical care on a pre-payment basis ;* the word 
mark BLUE SHIELD for underwriting the expense of medical care;? and the 
representation of a blue shield for underwriting, on a pre-payment basis, 
the expense to the patient of medical care and underwriting the doctor’s 
expense in furnishing medical care.* 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, admission of certain facts and 
the genuineness of certain documents by applicant in response to op- 
poser’s request, stipulated testimony of one witness, copies of opposer’s 
registrations, and applicant’s application. 

The specimens submitted with the application are advertising brochures 
printed largely in blue on white, and the representations of the two shields 
are colored blue. 

Opposer is an international association of voluntary, nonprofit, med- 
ically-sponsored, medical care pre-payment plans, each of which must apply 
to opposer, a nonprofit corporation, for acceptance of membership. Predeces- 
sors of opposer first used the BLUE SHIELD marks in 1939, and opposer, 
as an entity, first used them on February 1, 1948. Opposer permits only 
its members in good standing to use its registered marks. 

As of January 1, 1953 there were 78 local associations or member plans 
of opposer, operating in 42 States, the District of Columbia, Hawaii, Puerto 
Rico and 8 provinces of Canada. 


1. Reg. No. 557,037 issued April 1, 1952. 
2. Reg. No. 557,040 issued April 1, 1952. 
3. Reg. No. 562,430 issued July 29, 1952. 
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A related operation is BLUE CROSS which covers pre-payment of hos- 
pitalization; and BLUE SHIELD and BLUE CROSS in many places operate 
together. 

In 1951, the year applicant adopted the mark sought here to be reg- 
istered, more than 118,000 physicians were participating in opposer’s plans, 
and more than $165,000,000 were paid to these physicians for their services 
in more than five million separate cases. In 1952, patient membership in 
opposer’s plans exceeded 24,500,000; and the income of all plans for that 
year exceeded $239,000,000. 

As of May 22, 1953, the date of the request for admission of relevant 
facts, in excess of five million dollars had been spent in advertising and 
promoting BLUE SHIELD and BLUE SHIELD-BLUE cROss plans. Of the pro- 
motion monies expended, almost $600,000 were spent by members in 
Pennsylvania where applicant is located. 

In 1951, when applicant adopted its mark “Twin Shield,” opposer’s 
members in Pennsylvania had a patient enrollment in the BLUE SHIELD 
plans of more than one and one-half million persons. 

It would be unreasonable to suppose that applicant did not know 
of opposer and of opposer’s BLUE SHIELD marks when it entered the com- 
petitive field of underwriting hospital, medical, and surgical insurance 
under the mark TWIN SHIELD. It would also be unreasonable to suppose 
that the color blue was accidentally selected in the printing of its earliest 
advertising and promotion brochures. 

Opposer is well and widely known by its BLUE SHIELD mark. There is 
no paucity of language, and no justification is seen for applicant’s adop- 
tion of TWIN SHIELD for its hospital, medical and surgical plans, knowing 
of opposer’s earlier and widespread use of BLUE SHIELD. 

The Examiner of Interferences quoted the figurative definition of 
“shield” from the dictionary and held that in view of that definition, “the 
term ‘shield’ and/or a picture of a shield is deemed to be highly suggestive 
of the character of the services furnished by the parties hereto, which 
are designed and intended to protect persons from financial loss * * * .” 
This is believed to be unrealistic. There is grave doubt that the more than 
twenty-four million patient-members of opposer’s plans consider the word 
“shield” in any such manner when used in their BLUE SHIELD prepaid 
medical plans. They are more likely, in my opinion, upon seeing applicant’s 
TWIN SHIELD plan advertised and promoted, to believe that opposer’s BLUE 
SHIELD medical plan has been expanded under the mark TWIN SHIELD 
to include hospitalization as well as medical payments. This type of con- 
fusion, mistake and deception should be avoided. 

The decision of the Examiner of Interferences is reversed, the opposi- 
tion is sustained, and applicant is not entitled to the registration sought. 
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EX PARTE CARNATION COMPANY 


Commissioner of Patents — July 24, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Application for DRI-FAT, used on anhydrous butterfat, refused; the words are 
primarily merely descriptive when applied to the goods and the record contains 
nothing to indicate to the contrary. 


Application for trademark registration by Carnation Company, Serial 
No. 655,236 filed October 23, 1953. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


R. D. Kummel, of Los Angeles, California, for applicant. 


Leeps, Assistant Commissioner. 


An application has been filed to register pri-Fat for anhydrous butter- 
fat, use since October 12, 1953 having been asserted. 

Registration has been refused on the ground that the mark when ap- 
plied to the applicant’s goods is merely descriptive. 

Applicant has appealed. 

It seems self-evident that pDrI-FaT is merely descriptive when applied 
to anhydrous butterfat. It may be that applicant has so used, advanced 
and promoted the mark as identifying its anhydrous butterfat that it, in 
fact, distinguishes it from similar products of others, but the record con- 
tains nothing more than the application, specimens, and applicant’s argu- 
ment that the mark sought to be registered is not “primarily merely 
descriptive.” 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE CORY CORP. (assignee of 
NICRO STEEL PRODUCTS, INC.) 


Commissioner of Patents — July 24, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—RELATED COMPANY USE 


TRADEMARK ACT OF 1946—REGISTRABILITY—LICENSES 
The decision reached in an opposition proceeding that the opposer did not have 
prior rights is binding upon the opposer’s related company attempting to register 
the same mark. 
An exclusive licensee of a mark is in legal contemplation identical with the 
licensor and the latter’s subsidiary company; a decision that the licensee did not 
possess prior rights is binding upon the licensor and its subsidiary. 


Application for trademark registration by Cory Corp. (assignee of 
Nicro Steel Products, Inc.), Serial No. 527,827 filed July 5, 1947. Ap- 
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plicant appeals from decision of Examiner of Trademarks refusing reg- 
istration. Affirmed. 
See also 44 TMR 1105. 


B. Gordon Aller, of Chicago, Illinois, for applicant. 


LEeEDs, Assistant Commissioner. 

This is an appeal from the refusal of the Examiner of Trademarks 
to register FLAVOR SEAL for cooking ware in view of the decision in Flavor 
Seal Corporation v. West Bend Aluminum Co., 101 USPQ 341 (44 TMR 
1105) (Com’r, 1954). 

This application was pending at the time the above identified pro- 
ceedings were instituted by this applicant’s related company user as 
opposer, and action was suspended pending final termination of the 
opposition proceedings. Those proceedings having been finally terminated, 
applicant requested action allowing registration. The Examiner of Trade- 
marks refused registration on the ground that applicant’s evidence was 
insufficient to establish secondary meaning in view of the facts revealed 
and the rulings made in the opposition proceeding. 

The portions of the decision which are pertinent here are summarized 
as follows: 


1. West Bend Aluminum Co. used FLAVO-SEAL on cooking ware 
and table holloware continuously from a date several years prior to 
applicant’s adoption and use of FLAVOR sEAL for cooking ware. 


2. Although the early uses of FLAVO-SEAL did not constitute trade- 
mark use within the meaning of the Trademark Act of 1946, it had 
been used on circulars, salesmen’s handbooks, a catalog, salesmen’s 
ecards and advertising matter prior to the middle of 1947; after the 
middle of 1947, the mark was used in newspaper and magazine ad- 
vertising, displays, and other material; and from March, 1948 the mark 
had been used on the packages. 


3. Sales of cooking ware and table holloware from 1946 through 
1950 by West Bend Aluminum Co. amounted to more than one mil- 
lion dollars annually. 


4. This applicant (opposer there) was not, under the circum- 
stances of the case, the owner of the mark. 


Although it is true that applicant’s related company user had filed the 
opposition, it was noted in the decision that such related company was the 
sole and exclusive licensee of the owner and licensor (opposer’s parent 
company), and the distinction between opposer and its parent company 
was ignored as being immaterial. 

The facts found and the conclusions reached in Flavor Seal Corpora- 
tion v. West Bend Aluminum Co., cited above, preclude registration on 
this application, since it has been found that applicant did not own the 
mark. 
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Registration is refused, without prejudice, however, to the filing of a 
new application supported by a showing of changed circumstances. 
The decision of the Examiner of Trademarks is affirmed. 


EX PARTE FRANK H. FLEER CORPORATION 


Commissioner of Patents — July 24, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—PACKAGES AND CONFIGURATIONS 

A package of products in which individually wrapped and trademarked pieces 
are visible, as distinguished from a package for products where the package itself 
is of a nature to distinguish, cannot ordinarily serve to indicate origin. 

A transparent wrapping enclosing individually wrapped pieces bearing the 
mark FLEERS DUBBLE BUBBLE and which itself bears the marks FUN WITH GUM and 
FLEERS DUBBLE BUBBLE is not under the circumstances capable of distinguishing ; 
the individually marked pieces in the package and the mark on the goods identify 
and distinguish applicant’s products. 


Application for trademark registration by Frank H. Fleer Corpora- 
tion, Serial No. 633,540 filed August 6, 1952. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Leonard LE. Kalish, of Philadelphia, Pennsylvania, for applicant, 


LEEps, Assistant Commissioner. 

An application has been filed to register on the Principal Register the 
design of a cellophane-wrapped package of applicant’s bubble gum within 
which the individually packaged FLEER’s DUBBLE BUBBLE bubble gum is 
visible, and diagonally across the top of which appear the words FUN 
WITH GUM on a red background. FLEER’S DUBBLE BUBBLE and FUN WITH 
GuM also appear on the sides of the package. Descriptive and informa- 
tional matter, including the price and applicant’s name and address, 
also appear on the specimens submitted with the application. Use since 
July 3, 1952 is asserted. 

Registration has been refused on the ground that the subject matter 
of the application consists merely of the package for the goods and, as 
such, is registrable only on the Supplemental Register. 

Packages of products, in which the individually wrapped and trade- 
marked pieces of the product are clearly visible, as differentiated from 
packages for products, where the packages themselves are of a nature to 
distinguish, do not, in the ordinary case, function as an indication of origin 
—i.e., perform the trademark function of identifying a product and dis- 
tinguishing it from those of others. This is an ordinary case. 

FLEER’s DUBBLE BUBBLE and FUN WITH GUM identify applicant’s product 
and one, or both, probably distinguish its bubble gum from gum made 
and sold by others. The package containing the trademarked gum does 
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not distinguish, and under the circumstances of this case is not capable of 
distinguishing, applicant’s goods. It is applicant’s individually marked 
goods in a package, and the mark on the goods themselves identifies and 
distinguishes them from those of others. 

The decision of the Examiner of Trademarks is affirmed, but for the 
reasons stated herein. 


EX PARTE GENERAL DYESTUFF CORPORATION 
(by merger GENERAL ANILINE & FILM CORPORATION) 


Commissioner of Patents — July 24, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—IN GENERAL 

Application to register GENRAY for printed trade publications concerning dyeing 
processes refused where specimens submitted consisted of two brochures, one en- 
titled “G—ENRAY Process for Continuous Vat Dyeing of Heavy Shades on Rayon” and 
the other “Mode Shades with Indanthrene Dyestuffs on Spun Rayon,” both contain- 
ing information concerning the GENRAY dyeing process; the fact that the published 
material may refer to the GENRAY PROCESS does not make GENRAY a trademark for 
publications when the mark is not used to identify or distinguish them from those 
of others. 


Application for trademark registration by General Dyestuff Corpora- 
tion (by merger General Aniline & Film Corporation), Serial No. 643,151 
filed March 5, 1953. Applicant appeals from decision refusing registration. 
Affirmed. 


Henry W. Coughlin, Walter G. Hensel, and Norman Blumenkoff, of New 
York, N. Y., for applicant. 


LeEps, Assistant Commissioner. 

An application has been filed to register GENRAY for printed trade 
publications concerning dyeing processes,! use since November 6, 1952 
having been asserted. Registration has been refused on the ground that 
the word GENRAY is not used as a trademark for publications, and applicant 
has appealed. 

The record contains two brochures, one of which is entitled “GENRAY 
process for Continuous Vat Dyeing of Heavy Shades on Rayon” and the 
other is entitled “Mode Shades with Indanthrene Dyestuffs on Spun 
Rayon.” Each of these brochures gives information concerning the GENRAY 
PROCESS of dyeing. 

Applicant is not a publisher; it is a manufacturer of dyestuffs; it 
identifies its dyeing process by the name GENRAY; and it publishes informa- 
tional material for the trade from time to time concerning this method or 


1. The goods are fully identified as “printed trade publications, booklets, pamph- 
lets and sheets, issued from time to time, concerning dyeing processes,” 
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process. The fact that the published material may refer to GENRAY PROCESS 
does not make GENRAy a trademark for a publication or periodical. There 
is nothing in the record which indicates that applicant has adopted and 
used GENRAY to identify its published material and to distinguish it from 
publications of others. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE GOOD HUMOR CORPORATION 


Commissioner of Patents — July 24, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Registration of mark DUBL sTIx for frozen water-ice and frozen confections on 
a stick might properly have been refused for descriptiveness since the product, in 
fact, consists of double sticks. 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application for mark DUBL STIX used on frozen confection on a stick refused 
for similarity with Supplemental registration of TWIN STIX used on same goods; 
the marks convey the same significance especially since the products are impulsively 
purchased by children. 


Application for trademark registration by Good Humor Corporation, 
Serial No. 648,750 filed June 15, 1953. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Modified. 


Robb & Robb, of Cleveland, Ohio, for applicant. 


Leeps, Assistant Commissioner. 


An application has been filed to register on the Principal Register 
DUBL STIX for frozen water-ice and frozen confections on a stick, use since 
June of 1953 having been asserted. 

Registration has been refused on the ground that applicant’s mark 
DUBL STIX so resembles TWIN sTIX, registered on the Supplemental Register 
for frozen confections and liquid syrups or concentrates for making the 
same,’ as to be likely, when applied to frozen water-ice and frozen con- 
fections on a stick, to cause confusion, mistake or deception of purchasers. 

Applicant has appealed. 

The specimens are waxed paper wrappings showing an illustration of 
the goods—a red and a green frozen water-ice or confection, each on a stick. 

The examiner originally refused registration on the additional ground 
that the term presented for registration was merely descriptive of ap- 
plicant’s goods. Following applicant’s argument, the examiner withdrew 
this ground of refusal and confined the refusal to likelihood of confusion 
with the previously registered mark. There is nothing persuasive in appli- 


1. Reg. No. 552,087 issued Dec. 11, 1951. 
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cant’s argument that the mark as applied to the goods is not merely 
descriptive of them. Applicant’s goods are two sticks of frozen water-ice 
or frozen confections. In other words, the product is “double sticks” with 
frozen water ice or frozen confections on the double sticks. The term, as 
applied to the goods is merely descriptive, and registration on the Principal 
Register is refused. 

With reference to the registered mark TWIN sTIX, it is obvious that, 
as applied to two sticks of frozen confections or water-ice, DUBL sTIX and 
TWIN STIX are the same. Applicant’s argument to the effect that Twin and 
DOUBLE cannot be “exclusively appropriated” and registrability “must there- 
fore of necessity rest primarily upon the inclusion of the notation stTrx 
which is of an arbitrary nature having trademark significance as applied 
to the particular goods” is without merit. There is no satisfactory explana- 
tion of how stTrx, a misspelling of “sticks,” can be of an “arbitrary nature” 
when applied to sticks of water-ice or frozen confections. 

The Examiner of Trademarks properly held that puBL sTrx and TWIN 
STIX convey the same significance—and this is especially true where, as 
here, the products are impulsively purchased primarily by children. Con- 
fusion, it seems to me, is inevitable under the circumstances of this case. 

The decision of the Examiner of Trademarks is modified in accordance 
herewith. 


EX PARTE KRUSIUS 


Commissioner of Patents — July 24, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Opposition involving application for mark consisting of drawing of two penguins 
above the word PINGUINE for cutlery, scythes, sickles and hand tools, and prior 
registration of PENGUIN superimposed on illustration of a penguin, for razor blades 
and pocket knives, sustained; cutlery bearing applicant’s mark appearing alongside 
razor blades with opposer’s mark would be thought by purchasers to have a common 


origin. 


Application for trademark registration by Erwin Krusius, Serial No. 
635,773 filed September 25, 1952. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


C. P. Goepel, of New York, N. Y., for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register a mark comprising a drawing 
of two penguins above the word prnaurne for cutlery, scythes, sickles 
and hand tools. The application is based on German Reg. No. 567,609 
issued January 4, 1945. 
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Registration has been refused on the ground that applicant’s mark 
so resembles the mark PENGUIN disposed across an illustration of a penguin, 
registered for razor blades and pocket knives,’ as to be likely, when applied 
to applicant’s goods, to cause confusion, mistake or deception of purchasers. 

Applicant has appealed. 

It is self-evident that if cutlery appears on the market under the word 
mark PINGUINE with a picture of two penguins, alongside razor blades 
and pocket knives bearing the word mark PENGUIN with a picture of one 
penguin, purchasers would be bound to believe that the goods have a 
common origin, thereby resulting in a type of confusion contemplated by 
the statute. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE MARIOLLE 


Commissioner of Patenis — July 24, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 


Application for registration of mark TELL-A-STAIN as a service mark refused 
since it did not appear that applicant was in fact rendering services which the 


mark identified—the mark being used in connection with the sale of tags to be 
affixed to clothing requiring cleaning and designed for use by the public in indi- 
eating to the cleaner the type of stain to be removed—although upon amendment 
the mark could be registered as a trademark for advertising and promotional 
materials. 


Application for service mark registration by Gaston L. Mariolle, 
Serial No. 620,785 filed November 1, 1951. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Modified. 


Henry Gifford Hardy, of San Francisco, California, for applicant. 


LreEps, Assistant Commissioner. 

An application has been filed to register TELL-A-STAIN, the word sTAIN 
being disposed on an illustration of a stained spot, as a service mark, use 
since May 7, 1951 having been asserted. 

The original application recited that the mark was used “for a public 
relations service between the customer and cleaning establishments whereby 
the customer advises the cleaner the nature of and facts concerning spots 
to be removed or requiring special care”; and it was stated that the mark 
“is printed on advertising advising the customers of the service, it is also 
used on booklets containing perforated labels which can be removed by the 
customer and pinned to the garment with the special instructions.” 

The specimens are folders containing a perforated page of five tags 
with the words TaG-A-STAIN and “Please give special attention to” and a 
blank space for writing. The front of the folder displays the mark sought 


1. Beg. No. 363,160 issued Dec. 13, 1938. 
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to be registered and the phrases, “Prevent setting of stains—Properly iden- 
tify your stains for special attention while fresh—Important first step to 
fine cleaning.” Below in smaller type appear, “Offered in the interest and 
protection of your fine fabrics * * * and to better understand cleaning 
problems by * * * ” and there is a space for inserting the name and address 
of the individual cleaning establishment. The narrative and information 
on the inside and on the back of the folder are directed to customers of 
cleaning establishments; and the instructions on the perforated page tell 
the customer : 
“These TAG-A-STAIN labels will help you to identify your stains 
*** Write name of stain on label * * * and pin to the fabric on area 


stained. Special attention before cleaning can be given when your 
cleaner knows type of stain.” 


In response to an inquiry of the Examiner of Trademarks, applicant 
stated: “The claimed mark is employed in a service to the dry cleaning 
industry generally, to promote goodwill toward such industry. The service 
comprises advising the public of the need for informing cleaners of the 
nature of spots on clothing. It also comprises providing a ready means 
for effectuating this purpose in the form of labels on which customers can 
write the needed information and which can then be pinned to garments.” 
Applicant further stated: “Applicant is a resident of the State of Cali- 
fornia and carries on a dry cleaning business in that State. Initially he 
offered this service to cleaners in two other states, i.e., he submitted to 
cleaners in two other states an offer that they use the service identified by 
the mark TELL-A-STAIN for a consideration. These services were, in fact, 
used by such persons. At present steps are being taken to handle this 
service on a nationwide basis by an advertising concern.” 

The examiner has refused registration on the ground that the speci- 
mens do not show use of the mark in connection with a public relations 
service and the record indicates that applicant is selling goods rather than 
rendering a service in connection with the mark. 

Applicant has appealed. 

At no time during the prosecution of this application did the applicant 
state clearly and concisely the nature of the services being performed. The 
action of the Examiner of Trademarks refusing registration of the applica- 
tion presented was proper. 

It appears, however, that although applicant is engaged in the opera- 
tion of a dry cleaning establishment in so far as his local business is con- 
cerned, he is also engaged in the business of preparing and furnishing, for 
a consideration, to dry cleaning establishments in other States, advertising 
and business promotion material directed to the customers of such cleaning 
establishments. It is in connection with the latter that the mark presented 
for registration is used on tags, signs and other material furnished. 

If the foregoing correctly states what applicant is doing in connection 
with the mark, the mark is a trademark used on goods, and the application 
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should be so amended. The identification of goods should read: “advertis- 
ing and promotional material sold to dry cleaning establishments and 
directed to customers of such establishments.” The manner of using the 
mark should be revised to read: “it is used on folders, tags, signs, and in 
advertising.” 

Upon receipt of such amendments, the mark should be published 
in accordance with Section 12(a). 

The decision of the Examiner of Trademarks is modified as indicated 
herein. 


STROMBERG-CARLSON COMPANY v. SCHULMERICH 
ELECTRONICS, INCORPORATED (SCHULMERICH 
CARILLONS, INC., assignee, substituted) 


No. 34161 — Commissioner of Patents — July 24, 1956 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
The period ending thirty days prior to the date upon which testimony may 
first be taken in an opposition proceeding is the time during which discovery may 
be had; interrogatories subsequently served are untimely and the period is not 
extended by a stipulation extending the time for the taking of testimony. 


Opposition proceeding by Stromberg-Carlson Company v. Schulmerich 
Electronics, Incorporated (Schulmerich Carillons, Inc., assignee, substi- 
tuted), application Serial No. 658,809 filed December 30, 1953. Opposer 
appeals from decision of Examiner of Interferences. Petition denied. 


See also 46 TMR 490, 491. 


T. L. Bowes and J. Warren Whitesel, of Rochester, N. Y., for Stromberg- 
Carlson Company. 

Pollard, Johnston, Smythe & Robertson, of New York, N. Y., for Schul- 
merich Carillons, Inc. 


LEEpDs, Assistant Commissioner. 

No error is found in the action of the Examiner of Interferences hold- 
ing that the serving upon opposer of interrogatories by applicant was 
untimely. 

In this case, the reversal of the action of the Examiner of Interferences 
granting opposer’s motion for judgment required the fixing of times there- 
after for taking testimony. This was done on February 10, 1956, with the 
trial period for the party in position of plaintiff to open on May 11, 1956. 

The period of February 10, 1956 to April 11, 1956 (the later being 
thirty days prior to the date set upon which any testimony may first be 
taken) was the discovery period in the case. 
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Stipulations extending times for taking testimony do not extend the 
discovery period under the Rules of Practice in Trademark Cases. 


EX PARTE COOPER 


Commissioner of Patents — July 25, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
The record in an application for TEENY-BIG as a trademark used on books 
showed that the designation had been used only as a book title, not as an indication 
of origin or to distinguish applicant’s books from those of others, and while same 
considerations apply to the use of trademarks on books as to the use of a trade- 
mark on other products, a book title does not function as a trademark for it is a 
name which is the only name by which the article may be identified. 


Application for trademark registration by Raymond K. Cooper, Serial 
No. 653,815 filed September 28, 1953. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Marzall, Johnston, Cook & Root, of Chicago, Illinois, for applicant. 


Lzeps, Assistant Commissioner. 

An application has been filed to register TEENY-Bia as a trademark 
for books, use since July 1, 1953 having been asserted. Registration has 
been refused on the ground that the subject matter of the application is 
merely the title of a book and does not perform a trademark function. 
Applicant has appealed. 

The record in this case indicates that in 1953 applicant wrote a story, 
illustrated by Dorothy Ashbrook Hobson, published in book form by The 
Christopher Publishing House, and named TEENY-BIG. The story features 
Sally and her friends Scamper, Restie and Teeny-Big, a little elf with magic 
powers. 

TEENY BIG is the name given by the author to his story featuring an 
elfin character named TEENY-BIG—i.e., it is the name of a story published 
in book form and is not a trademark for books. It does not indicate origin 
of books published by applicant; it is merely the name of the story told in 
the book and the name of a character in the story. 

Applicant relies heavily on certain language of the Commissioner and 
the Court of Customs and Patent Appeals in Whitman Publishing Co. v. 
McLoughlin Bros., Inc., 32 USPQ 522, 523 (27 TMR 353) (Com’r, 1937), 
affirmed 38 USPQ 120 (28 TMR 367) (CCPA, 1938), as follows: 


“I can perceive no reason why a trademark may not properly be 
applied to a book * * * just as it may be applied to a serial publication, 
or to any other article of merchandise.” 
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“T think that trademark ownership in a mark applied to books 
depends upon exactly the same considerations as those by which the 
question of ownership is determined with respect to marks applied 
to any other merchandise. I find no justification, either in law or in 
reason, for applying a different rule.” 


The case which gave rise to the quoted language was an interference 
proceeding between two publishers involving the marks “The Big Little 
Book” and “The Little Big Books.” Each of the parties used the respective 
terms on books for children and applied them to each book in the set or 
series in addition to the individual titles of the books. One party published 
a set of twelve books, each having an individual title, such as “Little Stories 
for Little People”; “Little Rhymes for Little People”; “The House that 
Danny Built,” etc.; and in addition to the individual title, each book bore 
on its front cover the imprint “The Little Big Books.” The other party 
published a series of books, each having an individual title, such as 
“Dick Tracy”; “Skippy”; “Little Orphan Annie”; “Moon Mullins”, etc. ; 
and in addition to the individual title, each book bore on its front cover 
the imprint “The Big Little Book.” In this setting, the Commissioner and 
the Court agreed that the test to be applied in determining ownership of a 
mark applied to books depends upon exactly the same considerations as 
those by which the question of ownership is determined with respect to 
marks applied to any other merchandise. The soundness of the conclusion 
cannot be questioned. 

The fact situation here, however, is different. Applicant is an author— 
not a publisher. Applicant applies to his book an individual title and no 
other term. It was said in the case relied upon by applicant, 32 USPQ 522, 
523 (27 TMR 353), “It is true, of course, as was held in the case of In re 
The Page Co., 47 App. D. C. 195 (8 TMR 27), that the title of a particular 
book may not also function as a trademark for that book, or for a set or 
series in which it is included * * * .” It is this language which is applicable 
to the present case. 

The test in determining ownership of marks for all goods, including 
books, is: Is the mark a word, name, symbol or device, or any combination 
thereof, adopted and used by a manufacturer or merchant to identify his 
goods and distinguish them from those of others, or is it the common name 
or the only name by which the goods may be identified? If the former, 
it may be registrable ; but if the latter it is not registrable. The name which 
is the only name by which an article of merchandise may be identified— 
whether a book or any other—is not a trademark and is therefore not 
registrable. Since the subject matter of this application is the name and 
the only name by which the copies of applicant’s book can be identified, 
it is not a trademark and is not registrable. See: In re The Page Co., 47 
App. D.C. 195 (C.A. D.C., 1917) (8 TMR 27) ; Ex parte Delano, 45 USPQ 
361 (30 TMR 363) ; (Com’r, 1940) ; Martenet v. United Artists Corporation, 
62 USPQ 148 (D.C. N.Y. 1944) ; Ex parte Simmons-Boardman Publishing 
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Corporation, 77 USPQ 660 (Com’r., 1948); Whitman Publishing Co. v. 

McLoughlin Bros., Inc., 38 USPQ 120 (28 TMR 367) (C.C.P.A., 1938); and 

Atlas Mfg. Co. v. Street & Smith, 204 F. 398 (3 TMR 259) (C.A. 8, 1913). 
The decision of the Examiner of Trademarks is affirmed. 


DIANOL, INCORPORATED v. BOSTWICK 
LABORATORIES, INC. 


No. 32441 — Commissioner of Patents — July 25, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application for DYNOL used since 1951 on a moth-proofing compound, opposed 
by registrant of DIANOL, used on a house and yard insecticide spray and a paint 
insecticide whose line had expanded to include ingredients for insecticidal paint, 
disinfectants, livestock sprays, agricultural insecticides, rodenticides and barnacle 
remover; the marks are substantially identical in sound and when used on products 
as closely related as those of the parties, confusion is inevitable, moreover, opposer’s 
past expansion suggests further expansion and a moth-proofing compound would be 
a natural addition to its line. Opposition sustained. 


Opposition proceeding by Dianol, Incorporated v. Bostwick Labora- 
tories, Inc., application Serial No. 636,337 filed October 8, 1952. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Strauch, Nolan & Diggins, of Washington, D. C., for opposer-appellee. 
Jacobi & Jacobi, of Washington, D. C., for applicant-appellant. 


Leeps, Assistant Commissioner. 


An application has been filed to register DyNot for a moth-proofing 
composition, use since May of 1951 having been asserted. Registration has 
been opposed by the registrant of praNou for an insecticide and insect repel- 
lent, and for insecticidal paints and an insecticide ingredient for paint.” 
The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that in 1945 opposer’s predecessor in business 
commenced using DIANOL on an insect-killing house spray, a paint insecti- 
cide and an insect-killing yard spray. It has expanded its line sold under 
its DIANOL mark to include ingredients for insecticidal paint, disinfectants, 
livestock sprays, agricultural insecticides, rodenticides and anti-fouling 
compounds for removal of barnacles from ship bottoms. Sales to ultimate 
purchasers are made through drug stores, hardware stores, department 
stores, paint stores, house furnishings stores, grocery stores and gasoline 


1. Reg. No. 422,591 issued July 30, 1946, published in accordance with Sec. 12(c) 
on May 24, 1949. 
2. Reg. No. 563,802 issued Sept. 9, 1952. 
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service stations. Applicant’s product would normally be sold through the 
same retail outlets. 

Distribution of opposer’s DIANOL products is substantially nationwide 
and in some European and Central and South American countries. The 
products have been extensively advertised under the mark by opposer, 
its distributors and its retailers in newspapers. In addition, opposer has 
advertised its products in trade journals and magazines, at home shows, 
and by point-of-sale displays and direct mail. 

Opposer has not sold, and does not now sell, a moth-proofing com- 
position as such under the DIANOL mark, but its DIANOL house spray is pro- 
moted and sold as a moth killer. 

DIANOL and DYNOL are substantially identical in sound, and when used 
on products as closely related as are those here involved, it is believed that 
consumer mistake is inevitable. 

Furthermore, opposer’s expansion of its line of products in the past 
suggests a further expansion in the future. The addition of a moth-proofing 
composition would be a normal and natural expansion, and in such an 
event, consumer confusion would be bound to result. 

The record here supports a conclusion that opposer will be damaged 
from consumer confusion and mistake between applicant’s pyNoL moth- 
proofing composition and opposer’s DIANOL insecticides, rodenticides, in- 
secticidal paints and ingredients therefor, and anti-fouling compounds. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE FOOD TOWN, INC. 


Commissioner of Patents — July 25, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Considering the widespread practice of using the word “Food” in connection 
with food stores and food products and the probable conditioning of purchasers’ 
minds as a result thereof, it cannot be said that roopTowNn for poultry, fish, dairy 
products, margarine, nuts, vegetables, fruits, coffee and bakery products is likely 
to cause confusion with prior registrations of FOODLAND, used on various grocery 
products and FOOD VILLE, used on cheese; Examiner’s decision refusing registration 
reversed. 


Application for trademark registration by Food Town, Inc., Serial 
No. 672,575 filed September 1, 1954. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 


Karl W. Flocks, of Washington, D. C., for applicant. 


Leeps, Assistant Commissioner. 


An application has been filed to register roopTown for fresh dressed 
poultry, fresh fish, cheese in bulk, fresh eggs, butter and margarine, nuts 
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in natural state, fresh vegetables, fresh fruits, coffee, bread, rolls, cakes and 
cookies, use since April of 1950 having been asserted. 

Registration has been refused on the ground that applicant’s mark so 
resembles FOODLAND' and FOOD VILLE,” registered to two different entities 
for food products, as to be likely, when applied to food products, to cause 
confusion, mistake or deception of purchasers. 

Applicant has appealed. 

Applicant owns a registration showing FOODTOWN with the word 
FAIRFAX in small letters above the word roop.® 

It appears from the record that applicant operates a number of food 
stores or supermarkets in Maryland, Virginia and the District of Columbia 
under the name FOOoDTOWN. It sells through its stores a number of products 
labeled or marked with its mark roopTowN. Other food stores or super- 
markets in the same area operate under the names FOOD FAIR and FOOD LANE, 
and they advertise in the newspapers side-by-side with applicant. Ap- 
plicant sells its products labeled or otherwise marked FOODTOWN only in its 
own stores; and if roop Fair and Foop LANE sell products labeled or other- 
wise marked with roop FAIR or FOOD LANE, the probability is that they sell 
them only in their own stores. 

The Washington classified telephone directory lists also FooD BARN 
supermarket, rooD BASKET supermarket, FOOD MART supermarket and Foop 
PALACE food store. If these food stores sell products labeled or otherwise 
marked FOOD BARN, FOOD BASKET, FOOD MART Or FOOD PALACE, the probability 
is that such products are sold only in their respective stores. 

The registrant of FOODLAND is Clover Farm Stores Corporation. The 
name of registrant indicates that it, too, operates a number of food stores 
or markets. In view of the common practice in the trade, this registrant 
probably sells the products labeled or otherwise marked FOODLAND only 
in its own stores. 

The Examiner of Trademarks cited Clover Farm Stores Corporation v. 
Doty, 97 USPQ 47 (48 TMR 653) (Com’r, 1953), to support his refusal 
to register. In that case, the Examiner-in-Chief, acting for the Commis- 
sioner, held that rooptown wheat flour, coffee, table syrup, salad dressing 
and canned vegetables were likely to be confused with FOODLAND canned 
vegetables and fruits, preserves and other food products. The decision does 
not indicate what, if any, facts were considered in arriving at a conclusion 


1. Reg. No. 326,832 issued Aug. 6, 1935, renewed, and published in accordance with 
Sec. 12(c) on June 14, 1949, for wheat flour, coffee, evaporated milk, tomato catsup, 
spices, canned fruits and vegetables, canned salmon; ’ Reg. No. 326, 478 issued July 23, 
1935, renewed, and published in accordance with Sec. 12(¢) on June 14, 1949, for canned 
salmon, canned fruits and vegetables, mustard, chili powder and spices; Reg. No. 
314,869 issued July 10, 1934, renewed, and published in accordance with Sec. 12(¢) on 
June 14, 1949 (and canceled under Sec. 8), for canned corn and canned peaches; Reg. 
No. 319,013 issued Nov. 13, 1934, renewed, and published in accordance with Sec. 12(c) 
(and canceled under Sec. 8), for canned fruits and vegetables. 

2. Reg. No. 580,908 issued Oct. 13, 1953, for cheese. 

3. Reg. No. 604, ‘922 issued April 19, 1955, for fresh dressed poultry, cheese in bulk, 
nuts in natural state, and fresh sauerkraut in bulk form. 
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in the case but it seems to have turned merely on a somewhat unrealistic 
analysis of the meanings of “land” and “town” without consideration of 
the common practice in the trade involved or of the probable “conditioning” 
of the minds of purchasers as a result of such practices. 

Giving due consideration to the common practice of adopting and using 
roop as the first portion of names identifying food stores and the probable 
“conditioning” of purchasers’ minds as a result of this common practice, 
and to the other circumstances of this case, the record here will not support 
a finding of likelihood of confusion, mistake or deception of purchasers. 

The other registration cited by the Examiner of Trademarks as the 
basis for refusing registration is Foop viuLe for cheese. The registration 
issued to the original applicant’s assignee, Daitch Crystal Dairies, Inc. 
FOOD VILLE and roopTowN do not look alike or sound alike, although they 
may, upon analysis, have the same meaning, it is not believed that pur- 
chasers would so analyze the marks as to bring about confusion, mistake or 
deception. In view of the not uncommon practice of combining the word 
Foop with other words to make trademarks for food products (there are 
many registered in the Patent Office), it is believed that purchasers have 
learned to distinguish between them to an extent sufficient to avoid con- 
fusion, mistake or deception. In any event, the record here is not persua- 
sive that confusion, mistake or deception is likely to result from registration 
of applicant’s FooDTOWN. 

The mark should be published in accordance with Sec. 12(a). 

The decision of the Examiner of Trademarks is reversed. 


EX PARTE SUN OIL COMPANY 


Commissioner of Patents — July 25, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 
Examiner’s refusal to register SUNCHEX as a service mark for services rendered 
in checking sales and service charges rendered on credit by applicant’s franchised 
dealers reversed ; applicant’s dealers sell products other than those of applicant and 
hence the mark is not used on services rendered solely in furtherance of the sale 
of applicant’s goods. 


Application for service mark registration by Sun Oil Company, Serial 
No. 632,454 filed July 11, 1952. Applicant appeals from decision of Exam- 
iner of Trademarks refusing registration. Modified. 


Robert O. Spurdle and Frank 8. Busser, of Philadelphia, Pennsylvania, 
for applicant. 


Leeps, Assistant Commissioner. 


An application has been filed to register suNcHEx for checking sales 
and services rendered on credit and amounts due from customers, use 
since June 24, 1952 having been asserted. 
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Registration has been refused on the ground that the claimed service 
is rendered solely in furtherance of the sale or offering for sale of ap- 
plicant’s goods, and therefore it does not constitute a service within the 
meaning of the statute. 

Applicant has appealed. 

It appears from the record that applicant is a manufacturer of petro- 
leum products. It sells its gasoline and lubricants (and possibly other 
items) to the general automotive public through service stations, more 
than ninety-eight per cent of which are independently owned and operated, 
the balance being owned and operated by applicant. Operators of such 
service stations sell products of other producers (except gasoline and lubri- 
cants) and perform automotive services on their customers’ vehicles. 

For many years applicant has had an arrangement whereby customers 
of its authorized service stations could buy all products, of whatsoever 
brand, and have all automotive services performed, on an extension of 
credit; the charges are forwarded to applicant by the service station op- 
erators; applicant performs for its authorized stations the service of ac- 
counting, billing the customers periodically, and, in a sense, guaranteeing 
payment to the service station operators. 

Experience showed that not infrequently disputes arose between cus- 
tomers and the station operators concerning certain charges contained in 
the bills rendered by applicant to the customers. In 1952, in order that 
disputes might be avoided, applicant devised, in furtherance of its ac- 
counting and billing service, a system for duplicate record keeping so 
that the customers could retain a record of all charges for goods and services 
at authorized “Sun” oil service stations. 

The system involves a kind of “check book” in which the station op- 
erator enters the date and all charges to the holder of the book on a num- 
bered invoice (which the customer signs and the station operator removes 
and forwards to applicant), and on a stub, correspondingly numbered and 
dated (which is retained by the customer in his “check book”). Upon 
receipt of applicant’s bill for products and services, the customer is able 
quickly and readily to compare the bill with the charges entered on his 
stubs and determine the correctness—or incorrectness—of the bill. It is 
in connection with this that the mark sUNCHEX is used. 

It seems obvious that the service being rendered by applicant is not 
rendered solely in furtherance of the sale of applicant’s goods; and it seems 
equally obvious that applicant has not clearly identified the services in 
connection with which the mark is used. 

Upon receipt of an amendment revising the identification of services 
in the language hereinafter suggested, the mark should be published in 
accordance with Section 12(a). The services should be identified as, “a 
customer record-keeping service facilitating applicant’s accounting and 
billing service rendered to service station operators which sell its petroleum 
products.” 
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The decision of the Examiner of Trademarks is modified in accordance 
herewith. 


THE GILLETTE COMPANY v. KEMPEL, 
doing business as SHUSH MFG. CO. 


No. 32871 — Commissioner of Patents — July 26, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—TITLE 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Opposer who subsequent to applicant’s first use acquired through assignment a 
prior registration held not to have sustained burden of establishing its superior 
rights notwithstanding certified copies in record which evidenced the passage of 
title to opposer by mesne conveyances. 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
The differences between the marks SHUSH and HUSH taken together with the 
differences in the respective goods, a combination package containing a disposable 
syringe, douche bag and chemicals for use in same as opposed to toilet preparations 
including deodorants, lipstick and hair dyes, believed to be sufficient to avoid all 
likelihood of confusion. 


Opposition proceeding by The Gillette Company v. George P. Kempel, 
doing business as Shush Mfg. Co., application Serial No. 636,787 filed 
October 17, 1952. Opposer appeals from decision of Examiner of Inter- 
ferences dismissing opposition. Affirmed. 


Rowland V. Patrick, of Boston, Massachusetts, for opposer-appellant. 
J. William Freeman, of Akron, Ohio, for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application was filed on October 17, 1952 to register sHusH for a 
combination package containing disposable syringe, disposable douche bag, 
and douche chemical preparations for use in same, use since October 1, 
1952 having been asserted. 

Registration has been opposed by the registrant of HusH for toilet 
preparations, including deodorants, lipstick (both colored and uncolored), 
and a hair dyeing preparation.” 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, a copy of opposer’s registration, 
certified copies of instruments evidencing opposer’s title to the registration, 
and applicant’s application. 

It appears from the certified copies which were introduced by opposer 
that the registration relied upon by opposer issued on January 3, 1939 to 


1. Rey. No. 363,691 issued to a predecessor on Jan. 3, 1939. 
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Estelle A. Kirstein, doing business as Hush Company. On September 27, 
1943 an instrument was acknowledge by the registrant Kirstein transfer- 
ring her rights in the mark and its registration to Wilhelmina E. K. 
Ketterer. On September 30, 1943 an instrument was acknowledged by the 
assignee, Ketterer, transferring her rights in the mark and its registra- 
tion to Carter Products, Inc. On May 2, 1949 an instrument was acknowl- 
edged on behalf of Carter Products, Inc. transferring the mark and its 
registration to Wilhelmina E. K. Ketterer. On December 27, 1952 an instru- 
ment was acknowledged by the assignee Ketterer transferring the mark 
and its registration to opposer. 

Opposer pleaded, among other things, long continued use of HUSH 
by it and its predecessor in business; that opposer, and its predecessor in 
business, has built up and is maintaining a valuable business in the manu- 
facture and sale of a deodorant under the mark HUSH; and that said mark 
has become associated in the public mind with opposer and its predecessor 
in business. Applicant denied these averments. 

It will be seen that opposer did not acquire the registration and such 
rights as may have existed in the mark HUSH until after applicant had 
commenced use of his mark and had filed his application. Under such 
circumstances, the burden was upon opposer to go forward with its proofs 
to establish that it had rights superior to applicant’s rights in order to 
prevail in this proceeding. The burden was not discharged, and the opposi- 
tion is therefore dismissed. 

Considering the marks from an ex parte viewpoint, the differences in 
marks coupled with the differences in goods are believed to be sufficient to 
avoid all likelihood of confusion, mistake or deception of purchasers. 

Opposer’s argument that applicant’s goods are deodorants because of 
his use of the phrase “A soothing astringent—non-irritating deodorant” 
on the sides of his package is unconvincing. The package shows clearly and 
prominently on the top that the product is a “Feminine Hygiene Disposable 
Douche—One complete Travel Disposable Douche Kit with Hygienic 
Solution.” 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed but for the reasons stated herein; and applicant is entitled 
to the registration sought. 





Vol. 46 T. M.R. BULLSEYE CORP. v. SILBER 


THE BULLSEYE CORPORATON v. SILBER, 
doing business as ECONOMY PRODUCTS CO. 


No. 110— Commissioner of Patents — August 1, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONCURRENT MARKS—EVIDENCE 

Applicant has filed an application for concurrent registration of PLASTICOTE 
as a secondary meaning mark for polishes for automobiles asserting use since 1945. 
Within a week after Bullseye’s application Silber applied for registration of 
PLASTI-COTE for automobile polishes asserting use since 1941. The evidence shows 
that Bullseye’s predecessors commenced the manufacture and sale of their polish 
in a very small way in 1945, but the business has grown steadily until in 1950 it 
was the fifth largest automobile polish in the country. Sales have been continuous 
and advertising has been substantial. Evidence introduced by Silber shows numer- 
ous discrepancies, erasures, and additions to invoices and bills of sale, leading to 
the conclusion of an attempted fraud on the Patent Office. The evidence does not 
support the findings of the examiner that the parties have used the marks con- 
currently for five years and therefore Bullseye is entitled to an unrestricted regis- 
tration of PLASTICOTE and registration is refused to Silber due to his failure of 
proof of sales and his attempted fraud on the Patent Office. 


Concurrent use proceeding between The Bullseye Corporation, appli- 
cation Serial No. 602,120 filed August 12, 1950 and Tj Silber, doing 
business as Economy Products Co., application Serial No. 602,424 filed 
August 18, 1950. Both parties appeal from decision of Examiner of Inter- 
ferences refusing registration to both parties. Modified. 


Steward & Steward, of New Haven, Connecticut, for The Bullseye Cor- 
poration. 
Mason & Graham, of Los Angeles, California, for Silber. 


Lezeps, Assistant Commissioner. 

On August 12, 1950, The Bullseye Corporation (hereinafter called 
Bullseye) filed an application for concurrent registration of PLASTICOTE as 
a secondary meaning mark for a cleaning and polishing composition for 
automobiles and furniture. Use since August 1, 1945 is asserted, and the 
territory for which registration is sought is identified as all States and 
Territories of the United States except California, Washington and Arizona. 

On August 18, 1950 Tj Silber (hereinafter called Silber) filed an 
application to register PLASTI-COTE as a secondary meaning mark for auto 
polish. Use since July 1, 1941 is asserted. 

On May 19, 1952 a concurrent use proceeding was instituted. 


The Examiner of Interferences, after holding that the record shows: 
(1) the parties have used the marks concurrently for about five years 
prior to the filing of either application; (2) the parties have distributed 
their products from coast to coast; (3) and both parties have contempo- 
raneously used their marks in twelve of the States, in each of which Silber 





1434 THE TRADEMARK REPORTER Vol. 46 T. M.R. 


was prior user, refused concurrent registration to Bullseye and refused 
registration to Silber on the ground that under the circumstances of the 
case, the mark sought to be registered by him had not acquired a secondary 
meaning. 

Both parties have appealed. 

The facts concerning the early beginnings of Bullseye’s business make 
an interesting story. In 1940 Bullseye’s president was a sea-going marine, 
and after having served outside continental United States for some three 
and one-half years, he was sent back to the States to attend college under 
the V-12 program. He went to the University of Rochester in the spring of 
1944 and transferred to Yale in the fall of 1944. While in Rochester he 
experimented with shoe polish and other types of polishes which he thought 
might work on porcelain and enamel and on automobiles. In 1945, with 
three other Yale students, he demonstrated an automobile polish in service 
stations and decided that it would sell. The four students began making 
the polish in a garage, and in the late spring of 1945 they commenced 
selling it as PLASTICOTE in New Haven. They peddled the polish, first in 
rented automobiles and later one of the boys got a motorcycle which was 
used for sales and deliveries. When they got together sixty dollars, they 
bought their own automobile. They kept no formal records in the early 
part of their operations—“Our books were carried in our hind pockets, 
and our bank was our other pocket. It was a hand-to-mouth operation.” 

On July 27, 1945, these four Yale students each put in fifty dollars, 
and Dr. Burg, the dental officer for the V-12 program at Yale, put in two 
hundred dollars, and a partnership was formed under the name of Plasticote 
Company. Sales were first made interstate on or about August 1, 1945. 

In August of 1946, the moving spirit of the partnership and present 
president of Bullseye bought out the other partners and formed The Bulls- 
eye Corporation, continuing to make and sell PLASTICOTE polish. 

In 1948, Bullseye purchased the Livingston Company, a Connecticut 
corporation, which became the sole sales agent of Bullseye and now is 
Bullseye’s parent company owning 98% of the Bullseye stock. 

Sales of pLASTICOTE polish in 1945 amounted to between $500 and $600. 
Distributors were appointed in various parts of the country in 1946, and 
sales were made in eleven States. Sales and distribution continued to 
expand in the succeeding years, and the record indicates that in 1950 
Bullseye’s PLASTICOTE was the fifth largest selling automobile polish in the 
country—approximately 1,000,000 pints at a retail price of $1.25 per pint. 

Advertising expenditures in connection with the PLASTICOTE product 
increased from about $250.00 in 1947 to substantial sums in 1953. In 1950 
Bullseye commenced advertising the product in national magazines such as 
Saturday Evening Post, Life, and Popular Science, and it used radio, 
cooperative newspaper advertising, and point-of-sale displays, as well as 
exhibits at automotive shows in various parts of the country, in promoting 
the sale of its product. A total of approximately $225,000 have been spent 
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by Bullseye in advertising its product and its dealers have spent some 
$50,000 in addition. 

In 1950 one of Bullseye’s distributors reported to its southwestern 
regional sales manager that there was some trouble with a polish of a similar 
name and requested that an investigation be made. (Two of the distributor’s 
retailers in California had received letters from an attorney in Los Angeles 
stating that he had registered PLASTICOTE on behalf of Silber in California 
on September 27, 1943; that Silber had sold his product during the inter- 
vening years “up and down this entire State”; and that use of the name 
by Bullseye was considered to be an infringement. ) 

In the summer of 1950 the regional sales manager went to Los Angeles 
and called at the address listed in the telephone book for Silber. The 
door was not open, but after a knock on the door, a man, who later iden- 
tified himself as Silber, opened a sliding peephole on the door and asked 
the sales manager what he wanted. After stating that he was interested 
in automobile polish, he was admitted. There were no displays around 
the place showing PLASTI-COTE, but Silber showed two small labeled con- 
tainers and explained the use of the polish by professional users, stating 
that it was not applied by hand. Silber offered no price lists, advertising 
or other material concerning the polish. The sales manager asked for names 
of persons who had used Silber’s product and was given the names of two 
people in Texas. When the sales manager returned to his Texas territory, 
he was unable to find them in the cities named. 

Bullseye’s sales manager learned from Silber that he distributed other 
items in sundry gadget lines, including an air gun which he stated he 
was selling in large quantities. 

At no time have any of Bullseye’s witnesses, each of whom has traveled 
extensively in various parts of the United States calling on dealers, dis- 
tributors, and the trade generally, ever seen Silber’s product on the market, 
nor has anyone in the trade ever reported having seen the product. 

The record on behalf of Silber presents many questions which are 
unanswered and many situations which are unexplained. 

Silber testified that his residence address is 2116 Beverly Boulevard, 
Los Angeles, and his business address has been 2118 Beverly Boulevard 
since about 1947; his business name is Economy Products Company; he 
commenced the business in about June of 1940; the nature of the business 
is the manufacture of automobile polish under the trademark PLasTI-coTE; 
the product is marketed through distributors and their retail outlets; the 
three main distributors are Henry Stice of Paducah, Kentucky (who has 
been a distributor since sometime after 1949), Carson Motor Company of 
Lubbock, Texas (appointed in 1950) and West Brothers, apparently 
located somewhere in Oklahoma (appointed in 1950). (There is nothing in 
the record which suggests a sale to any of these “distributors” until late 
in 1952.) 
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The earliest record evidence of any shipment of anything by Economy 
Products Company is a Railway Express receipt dated September 15, 1941 
for a C.0.D. shipment of one carton (wt. 30 lbs.) to Jones Shell Service in 
Idaho Falls, Idaho. In a handwriting and pencil different from that in 
which the receipt is made out, there has been written PLASTI COTE on the 
receipt at the place for valuation by the shipper. A yellow copy (carbon) 
of an ordinary retail sales slip is attached showing, among other things, 
“1 ese. 12 PLASTI COTE.” 

A Railway Express receipt dated November 15, 1941—changed to 
November 17, 1941—to which the usual brief of information for C.O.D. 
shipment by Railway Express Agency dated November 13, 1941, is attached 
—evidences a C.0.D. shipment (wt. 23% lbs.) to Jones Shell Service of 
an article originally identified as ps. In a handwriting and pencil different 
from that in which the receipt is made out, there has been written on each 
of these documents the word PLASTI COTE. 

A Railway Express receipt dated February 1, 1942 evidences ship- 
ment of one carton (wt. 6 lbs.) to Francis Dillon, Wichita Falls, Texas. 
In a handwriting and pencil different from that in which the receipt is 
made out, there has been written the word PLASTI COTE. 

A Railway Express receipt dated March 6, 1945 evidences C.O.D. 
shipment of one carton (of unidentified weight) to Petroleum Utilities, 
Chadron, Nebraska. Attached is a yellow (caroon) copy of an ordinary 
retail sales slip showing, among other things, PLASTI COTE, made out to 
Petroleum Utilities, Inc., originally dated by carvon “2/7/45” and marked 
over in pencil “3/6/45” to make it conform to the express receipt. Also 
attached is the usual brief for C.O.D. shipment showing the shipper’s 
invoice number as “04765” which has been changed to “8668” to make it 
conform to the number of the attached sales slip. 

A Railway Express receipt dated December 14, 1946 evidences shipment 
of one carton (wt. 4 lbs.) to F. R. Lunsford, Wichita Falls, Texas, but 
there is nothing to indicate what was in the carton. 

An original freight bill evidences shipment on March 7, 1947 “1 ctn. 
plastic table cloths” to A. F. Snodgrass, Meade, Kansas. In a bright blue 
ink and in a handwriting matching nothing else on the bill, the words 
“table cloths” have been stricken and the word “Cote” written above the 
stricken material. It is noted that the record indicates that a Mr. Snodgrass 
operates a drive-in cafe in Meade, Kansas. 

A Railway Express receipt dated April 5, 1947, evidences shipment of 
one carton (wt. 64 lbs.) of fragile merchandise to K. G. Snodgrass, Meade, 
Kansas, but there is nothing to indicate what was in the carton. 

A Railway Express receipt dated May 29, 1947 evidences shipment of 
one carton (wt. 57 lbs.) to K. E. Pilkinton, Meade, Kansas, but there is 
nothing to indicate what was in the carton. 

A Railway Express receipt dated June 18, 1947 evidences shipment of 
two cartons (wt. 75 Ibs.) to Abbott Smith’s Guarantee Auto Service, 
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Charleston, South Carolina. There are also in evidence two carbon copies 
of an ordinary retail sales slip (one yellow and one pink) dated June 17, 
1947, showing, among other things PLASTI COTE. 

A Railway Express receipt dated July 26, 1947 evidences shipment of 
what appears to be “1 Pa” (wt. 2 lbs.) to Gantman & Fitzgerald, 616 
Fremont St., Las Vegas, Nevada, and in a handwriting and pencil different 
from that in which the receipt is made out, there has been written PLASTI 
COTE. 

A Railway Express receipt dated July 14, 1950 evidences shipment of 
two cartons of plastic (wt. 32 lbs.) to Eric Edgar, c/o Gordon Lathrop, 
First National Bank, Ely, Nevada. 

The record contains no other evidence of shipments of anything by 
Silber until September 22, 1952. 

It is observed that the express receipts dated after March of 1947 show 
the address of Economy Products Company as 2116 Beverly Blvd., whereas 
Silber testified that his residence address was 2116 Beverly Boulevard and 
his business address was 2118 Beverly Boulevard. There is no explanation 
of this discrepancy, and there are no explanations of the changes and fur- 
ther writings in the receipts. (Silber testified that the sales slips and other 
records were taken from his regularly kept files—from his regular order 
books—and in reply to his attorney’s question, “Have they been changed 
in any way since the originals were made out,” stated, “No. They are just 
as written.”’) 

There is in the record a letter dated February 17, 1947, addressed to 
Economy Products Co. written on a letterhead of GX’s Drive-In Cafe, 
Meade, Kansas, signed by G. X. Snodgrass as follows: 


“T am interested in the PLASTI coTE for cars, and was referred to 
you by Mr. J. O. Settle, Santa Cruz, Calif. who is using it, and tells 
me it is getting the job done. 

“T would like to have more information about it, also what it takes 
to get started with it. 

“Please supply what ever is necessary regarding Plati [sic] Cote 
and how territory is handled.” 


The same signature of G. X. Snodgrass appears on a letter addressed 
to Economy Products Co., dated March 3, 1947 on a letterhead of Meade 
Flying Service, Meade, Kansas, placing what is termed in the letter as a 
“trial order” for numerous items, including PLASTI COTE. 

There is in the record, however, a carbon copy of a sales slip made 
out to Meade Flying Service, Meade, Kansas, for 2% gallons of PLASTI-COTE 
dated March 10, 1946. This discrepancy is unexplained. It is observed that 
the material listed on the sales slip does not conform to the trial order 
placed by Meade Flying Service almost a year later. 

There is in evidence a letter addressed to Economy Products Co., 
att. Mr. Silber, signed by Joseph Neubauer, 6818 Wyncote Ave., Phila- 
delphia, Pennsylvania, dated May 15, 1948 as follows: 
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“T have had no reply to my letter of May 6, requesting prices 
on your PLASTICOTE products for car buffing. 

“T am preparing to open a gasoline service station in the very 
near future and would like to include your PLASTICOTE process of car 
finishing among my featured services. 

“Kindly give this matter your attention at your earliest con- 
venience as I wish to order materials and have them arrive here by 
the opening date. 

“Also please furnish information and availability on buffers if you 
stock any. 

“Trusting we will enjoy the best business relations I am,” 


On June 5, 1948, a letter on the letterhead of Merit Service Station, 
Broad & Spencer Sts., Philadelphia 41, Pa., signed by the same Joseph 
Neubauer, and addressed to Silber advised that the service station had 
been opened, inquired whether anyone in Philadelphia handled pLasti core, 
and included an order for PLASTI COTE. 

There is in the record, however, a carbon copy of a sales slip made 
out to Merit Service Station, Philadelphia, Pennsylvania, Broad & Spencer, 
Philadelphia 4, Pa., dated June 19, 1947. This discrepancy is unexplained. 
It is observed that the material listed on the sales slip does not conform to 
the order of June 5, 1948, placed almost a year later. 

There is in the record a letter mailed July 24, 1950, addressed to 
Economy Products Co., signed by Hylan B. Lyon, 71-17 Littleneck Parkway, 
Glen Oaks Village, Queens, New York, stating in part: 


“T had a PLASTI COTE job done on my car about two years ago in 
California and have used sTA COTE on it since that time. However I 
came to New York last fall and my supply of sta corse has run out. 
Apparently they do not use it extensively here. I have been unable 
to get any. 

“Please send me two cans of sta coTe C.O.D. to the address in the 


heading of this letter or tell me where I can purchase it in New 
York City.” 


There is in the record, however, a carbon copy of a sales slip made 
out to H. B. Lyon, 71-17 Littleneck Parkway, Glen Oaks Village, Queens, 
N. Y., dated June 6, 1949, more than a year before the date of the letter 
from Lyon who, according to his letter, did not go to New York until the 
fall of 1950. It is observed that the material on the sales slip does not 
conform to the request in the letter. This discrepancy is unexplained. 

There are in the record a considerable number of copies of sales 
slips made out in the names of various persons in various locations. The 
sales slips are of the kind usually used by retail outlets and are ordinarily 
made out with an original and two carbons. It appears that in this case, 
the original is colored white, the first carbon copy is on yellow and the 
second carbon copy is on pink paper. Ordinarily, books of such sales 
slips are numbered serially, and in the ordinary course of events, the 
serial numbers would bear some relationship to the chrunology of sales 
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made. Not so here ;* and there is no explanation of the discrepancies. Fur- 
thermore, one who uses such sales books ordinarily have a system for using 


1. The following illustrates the discrepancies: 


Sales Slip 

Date No. 
9/15/41 06012 
9/11/42 01976 
9/17/42 01982 
10/1/42 01992 
10/21/42 06149 
12/1/42 02057 
3/14/42 06406 
4/30/44 8494 
7/5/44 8110 
7/13/44 8122 
7/13/44 8125 
8/16/44 8243 
9/28/44 8343 
10/1/44 10032 
10/2/44 8348 
10/9/44 8362 
10/14/44 8387 
11/15/44 8139 
11/15/44 8446 
11/21/44 8473 
11/25/44 10028 
1/24/45 8590 
2/7/45 8668 
5/25/45 10034 
6/2/45 10060 
8/2/45 11111 
3/10/46 12248 
5/16/46 11038 
8/12/46 10257 
8/15/46 10269 
10/22/46 11143 
11/15/46 11657 
11/15/46 11659 
11/16/46 11660 
2/7/47 11719 
5/22/47 9354 
5/29/47 9404 
6/17/47 12599 
6/19/47 9375 
8/19/47 10400 
9/10/47 13832 
10/7/47 10564 
11/3/47 12803 
11/26/47 9534 
2/6/48 9563 
6/14/48 10848 
7/20/48 8781 
7/24/48 8903 
10/11/48 12142 
10/25/48 12303 
12/6/48 12768 
12/19/48 12371 
3/30/49 16722 
4/9/49 12137 
4/21/49 16736 
5/28/49 9959 
6/6/49 16728 
7/12/49 16762 
8/13/49 15734 
8/26/49 14739 
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one copy (usually the original) for billing, one copy for sales records and 
one copy for sending to the consignee with the order. There is no such 
pattern here. Some of the copies are originals, others are the first copy 
(yellow) and others are the second copy (pink). There is no explanation 
of the system used by Silber. 

There are no purchasers’ orders which match the sales slips and except 
for the few identified above, no shipping orders, and their absence is 
unexplained. 

Many of the copies of sales slips have been changed at one time or 
another in different handwriting and different carbons, and total charges 
in the changed slips have been erased or marked over. There is no explana- 
tion of these changes. 

Between 1941 and 1952 the only evidence of shipment of anything by 
Silber are the ten Railway Express receipts and the freight bill heretofore 
mentioned. They are, in view of the changes and further writings above 
discussed, insufficient to show sales of PLAsTI-coTE by Silber during the 
periods of 1941 to 1952. The originals and copies of sales slips showing 
PLASTI-COTE are, in the absence of evidence of orders for the product and 
evidence of shipment, insufficient to show actual and bona fide sales under 
the PLASTI-COTE mark. 

There are in the record twenty-four copies of bills of lading dated 
on or after September 22, 1952, but some of them are the shipper’s copy, 
some are the carrier’s copy and some are the memorandum copy. The 
manner in which Silber came into possession of the carrier’s copy does 
not appear. Furthermore, a number of these exhibits have had written 
on them numbers of cases or cartons of PLASTI-COTE in different handwriting, 
and the total weight and total amount to collect on delivery have been 
changed so that the number of cartons allegedly shipped does not conform 
to the carrier agent’s notation of the number of cartons picked up.? 

Careful scrutiny of Silber’s record in this case strongly suggest an 
attempted fraud on the Patent Office. 

Some of the exhibits may show bona fide shipments of PLASTI-COTE by 
Silber since 1952, but they are of no help to him; and in view of the obvious 
changes, further writings, and unexplained discrepancies in many of them, 
all are excluded from the record. 

The copies of mailing pieces, point-of-sale displays and other similar 
promotional material which Silber testified had been printed and dis- 


Sales Slip 
No. 


Date 


9/1/49 13807 

9/6/49 13816 

9/20/49 11885 

9/28/49 11891 

10/10/49 14765 

12/19/49 11860 
2. See: Bills of lading dated December 16, 1952, and November 6, 1953; and 
memos of acknowledgment of bills of lading dated April 30, 1953, February 9, 1954, 

April 7, 1954 (2). 
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tributed by the hundreds of thousands are unidentified as to date and 
distribution and are therefore not entitled to any weight. 

The record does not support the findings of the Examiner of Inter- 
ferences that the parties have used the marks concurrently for about five 
years prior to the filing of either application; or that the parties have 
distributed their products from coast to coast; or that both parties have 
contemporaneously used their marks in twelve of the States; or that Silber 
was prior user in each of such twelve States. 

The record does support a finding that Bullseye and its predecessor 
adopted and first used the mark PLASTICOTE on its automobile polish as 
early as August 1, 1945; it has continued to use the mark on the product; 
it has continued to invest in the mark and to create a nationwide consumer 
demand for the product sold under the mark; it has continued to expand 
its distribution to the point where it is nationwide; and whatever may have 
been the original weakness of the mark, it now identifies and distinguishes 
the product of Bullseye. 

Bullseye is entitled to an unrestricted registration of PLASTICOTE on 
its application, and leave is hereby given to amend the application accord- 
ingly. 

Registration to Silber is refused on the ground that he has failed to 
prove any sales of auto polish under the mark PLASTI-COTE at any time prior 
to 1952, which long postdates Bullseye’s use; and on the further ground 
that his record constitutes an attempted fraud on the Patent Office. 

The decision of the Examiner of Interferences is reversed as to Bulls- 
eye’s application and affirmed as to Silber’s application, but for the reasons 
stated herein. 


NATIONAL CONFECTIONERS' ASSOCIATION v. 
WORLD'S FINEST CHOCOLATE, INC. 


No. 34,566 — Commissioner of Patents — August 1, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Application to register WORLD’s FINEST as secondary meaning mark is opposed 
by National Confectioners’ Association on the ground that the members of the 
Association would be damaged by the registration of the descriptive mark and the 
resultant confusion but the opposition is dismissed since the pleadings fail to show 
who the opposer is or how it would be damaged. 


Opposition proceeding by National Confectioners’ Association v. 
World’s Finest Chocolate, Inc., application Serial No. 621,597 filed Novem- 
ber 23, 1951. Opposer appeals from decision of Examiner of Interferences 
dismissing opposition. Affirmed. 


James E. Mack, of Washington, D. C., for opposer-appellant. 
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Thiess, Olson & Mecklenburger, of Chicago, Illinois, for applicant-appellee. 


LeeEps, Assistant Commissioner. 

An application has been filed to register WORLD’s FINEST as a secondary 
meaning mark for candy, use since about November 28, 1941 having been 
asserted. 

An opposition has been filed by the National Confectioners’ Asso- 
ciation. 

Applicant moved to dismiss on the ground that the pleading does not 
state a claim upon which relief can be granted. 

The Examiner of Interferences granted applicant’s motion and dis- 
missed the opposition. Opposer has appealed. 

The pleading recites that the president of the National Confectioners’ 
Association, for and on behalf of the members of the Association, believes 
that the members would be damaged by the registration sought and he 
opposes registration for and on behalf of the said members on the grounds 
that: 


(1) The mark is merely descriptive ; and 


(2) On information and belief, registration of the mark would 
cause confusion with certain registered marks of members of the Asso- 
ciation and with certain registered marks of non-members. 


The pleading fails to set forth who the opposer is, what its interest is, 
or how it would be damaged by the registration. Having failed to plead 
ultimate facts which, if proved, would entitle opposer to relief, the oppo- 
sition must be dismissed. 

The decision of the Examiner of Interferences is affirmed. 


B-| BEVERAGE CO. v. ROCK CREEK GINGER ALE CO. 
No. 176 — Commissioner of Patents — August 2, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONCURRENT MARKS 

Application for concurrent registration of TRIM for states of Maryland, Vir- 
ginia and District of Columbia asserting use since 1953. B-1 Beverage seeks regis- 
tration of TRIM for United States except above area asserting use since 1952. Both 
marks used on dietetic soft drinks. Evidence shows that each applicant has estab- 
lished substantial good will in its own area and each is entitled to a registration 
in that area. B-1 will however be restricted to Missouri, Illinois and Indiana, the 
area in which it is established. 


Concurrent use proceeding between B-1 Beverage Co., application 
Serial No. 642,606 filed February 24, 1953, and Rock Creek Ginger Ale Co., 
application Serial No. 641,575 filed January 30, 1953. Rock Creek Ginger 
Ale Co. appeals from decision of Examiner of Interferences refusing regis- 
tration to both parties. Reversed. 
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Terry & Cohn, of St. Louis, Missouri, and J. Preston Swecker, of Wash- 
ington, D. C., for B-1 Beverage Co. 


Lancaster, Allwine & Rommel, of Washington, D. C., for Rock Creek 
Ginger Ale Co. 


Leeps, Assistant Commissioner. 

On January 30, 1953 an application was filed by Rock Creek Ginger 
Ale Co. of Washington, D. C., (hereafter called Rock Creek) for con- 
current registration of tri for dietetic soft drinks. Use since on or about 
January 12, 1953 is asserted, and the area for which registration is sought 
is the States of Maryland and Virginia and the District of Columbia. 

On February 24, 1953 an application was filed by B-1 Beverage Co., of 
St. Louis, Missouri, (hereinafter called B-1) for concurrent registration 
of Trim for dietetic soft drinks. Use since February 1, 1952 is asserted, and 
the area for which registration is sought is the entire United States with the 
exception of the States of Maryland and Virginia and the District of 
Columbia. 

A concurrent use proceeding was instituted, and after hearing, the 
Examiner of Interferences held neither party to be entitled to registration. 
Only Rock Creek appealed. 

A stipulation of facts in lieu of testimony has been presented on behalf 
of the parties. According to the stipulation, B-1 commenced use of its mark 
on or about February 1, 1952 when its product bearing the mark was sold 
in Missouri and Illinois. It has advertised the product continuously since 
January 20, 1953 in the St. Louis Post-Dispatch and in the St. Louis 
Globe-Democrat ; it has been advertised in some national trade periodicals; 
it has been advertised by radio in Missouri and Indiana, and by television 
in Indiana; and a total of $3,512.06 was spent by B-1 in so advertising its 
TRIM soft drink between January 20, 1953 and October 15, 1954. 

Rock Creek, according to the stipulation, first used Trim on its soft 
drinks on or about January 12, 1953, and between that date and August 31, 
1954, it had sold 118,655 cases of twelve bottles each in the area for which 
registration is sought. (It appears that the sales had a value of approxi- 
mately $225,400.) Rock Creek has advertised its Trrm soft drinks in the 
Washington News, Post and Times-Herald, and Star since at least July 7, 
1953 and on one radio station in Washington continuously since April 
of 1953, as well as on four other radio stations in Washington in 1954. 

At the presentation of the appeal Rock Creek was requested to furnish 
sales data for the calendar years 1954 and 1955, and B-1 was requested by 
communication from the Patent Office to furnish a statement as to its 
continued use of TRIM. In response to these requests, Rock Creek has 
furnished its statement that its annual sales in 1954 and 1955 have averaged 
one and one-half million cases of 12 bottles each with a wholesale value of 
about $1,700,000 and a retail sales value of about $2,250,000. 
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B-1 has filed its statement that it has continued to use the trademark 
TRIM on bottled soft drinks and on concentrates used in the manufacture 
of soft drinks, and that during the year 1955 sales of Tr by B-1 and its 
“franchisees” acting under the authority and control of B-1 were made in 
substantial quantities in the States of Missouri, Illinois and Indiana. 

It appears that Rock Creek has a substantial good will symbolized by 
the mark Trim in the States of Virginia and Maryland and in the District 
of Columbia; and that B-1 probably has substantial good will symbolized 
by the mark Trim in the States of Missouri, Illinois and Indiana. 

Under the circumstances of this case, each of the applicants is found 
entitled to registration of the mark Trim for the respective areas in which 
it has made substantial sales and enjoys a substantial good will. 

A registration will be issued to Rock Creek for the States of Virginia 
and Maryland and the District of Columbia; and, upon proper amendment 
of its application restricting its area to the States of Missouri, Illinois and 
Indiana, a registration will issue to B-1. 

The decision of the Examiner of Interferences is reversed. 


THE GLIDDEN COMPANY v. GILMAN PAINT 
AND VARNISH COMPANY 


No. 33,042 — Commissioner of Patents — August 2, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application to register GILMAN SPRED-EZE in a design, SPRED-EZE being dis- 
claimed, for paint and applicant having prior registrations of GILMAN. Registration 
is opposed by owner of mark SPRED for paint. Opposer has used SPRED since 1939 
and has built up substantial sales and advertising in which it customarily uses its 
mark GLIDDEN with its mark sPRED. Proof of extensive sales and advertising over 
years shows that even if mark were descriptive, as claimed by applicant, opposer 
has acquired secondary meaning in mark SPRED and confusion between it and SPRED- 
EZE would be likely. Hence registration is refused. 


Opposition proceeding by The Glidden Company v. Gilman Paint and 
Varnish Company, application Serial No. 637,436 filed October 31, 1952. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 


Charles E. Carney and G. G. Christensen, of Cleveland, Ohio, for opposer- 
appellee. 
Lamont Johnston, of Chattanooga, Tennessee, for applicant-appellant. 


Leeps, Assistant Commissioner. 

An application has been filed to register GILMAN SPRED-EZE, the name 
GILMAN being disposed on a red and blue rectangle with a kind of sunburst 
radiating from the name. SPRED-EZE is displayed beneath the rectangle in 
plain block letters and is disclaimed. The goods are identified as interior 
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wall paint, and use of the mark presented for registration since July 31, 
1952 has been asserted. Use of the name qimuMAN since May of 1912 is 
asserted; and applicant owns a registration of GmMaN disposed in the 
manner shown in the present application’ and of the name GILMAN alone? 
each for exterior and interior paints and varnishes. 

Registration has been opposed by a competitor who alleges prior use 
of sprep for paint for interior use. 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

Opposer’s record shows that it has used sprEp as a trademark for paint 
since 1939. Opposer’s SPRED paint is sold through its own paint stores and 
through independent hardware stores, lumber yards, department stores, 
paint stores, and other retail outlets throughout the United States. From 
November 1, 1943 to October 31, 1952, total shipments of sprep paint by 
opposer exceeded thirty-three million packages. During substantially the 
same period, opposer spent more than three million dollars in advertising 
SPRED paint in national magazines and trade periodicals, and more than 
four million dollars were spent in local advertising. 

Opposer’s exhibits show that it ordinarily uses its GLIDDEN trademark 
in conjunction with the trademark spPrRep. 

There is no question of prior use, and there is no question but that 
opposer had a substantial good will in its sprep mark at the time applicant 
adopted SPRED-EZE. The only question, then, is whether or not purchasers 
are likely to be confused, mistaken or deceived as between sPRED paint and 
SPRED-EZE paint or between GLIDDEN SPRED and GILMAN SPRED-EZE. 

Applicant’s position is that “since the opposer has adopted such a 
descriptive term as SPRED, he can claim no exclusive right to it nor can he 
claim any injury to him by the registration of that word in combination 
with a distinctive term, the word GILMAN, in a design.” This statement of 
position overlooks entirely the fact that even if sprep were descriptive, 
and it is not so held, opposer’s use of its mark for more than fifteen years, 
the sale of some thirty-three million packages marked sprep during the 
nine years preceding applicant’s adoption of sPRED-EzE, and the expenditure 
of some seven million dollars in advertising sprep paint during the same 
nine year period, would unquestionably have brought about a secondary 
meaning in the word so as to identify opposer’s paint and distinguish it 
from the paints of others. 

Under such circumstances, the adoption and use by applicant of 
SPRED-EZE (with spRED spelled—or misspelled—in the same manner as 
opposer’s mark) for a competitive product is very likely to result in con- 
sumer confusion, mistake or deception. 

The decision of the Examiner of Interferences is affirmed. 


1. Reg. No. 524,606 issued May 2, 1950. 
2. Reg. No. 530,089 issued September 5, 1950. 
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B-1 has filed its statement that it has continued to use the trademark 
TRIM on bottled soft drinks and on concentrates used in the manufacture 
of soft drinks, and that during the year 1955 sales of Tr by B-1 and its 
“franchisees” acting under the authority and control of B-1 were made in 
substantial quantities in the States of Missouri, Illinois and Indiana. 

It appears that Rock Creek has a substantial good will symbolized by 
the mark Trim in the States of Virginia and Maryland and in the District 
of Columbia; and that B-1 probably has substantial good will symbolized 
by the mark Trim in the States of Missouri, Illinois and Indiana. 

Under the circumstances of this case, each of the applicants is found 
entitled to registration of the mark Trim for the respective areas in which 
it has made substantial sales and enjoys a substantial good will. 

A registration will be issued to Rock Creek for the States of Virginia 
and Maryland and the District of Columbia; and, upon proper amendment 
of its application restricting its area to the States of Missouri, Illinois and 
Indiana, a registration will issue to B-1. 

The decision of the Examiner of Interferences is reversed. 


THE GLIDDEN COMPANY v. GILMAN PAINT 
AND VARNISH COMPANY 


No. 33,042 — Commissioner of Patents — August 2, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application to register GILMAN SPRED-EZE in a design, SPRED-EZE being dis- 
claimed, for paint and applicant having prior registrations of GILMAN. Registration 
is opposed by owner of mark sPpRED for paint. Opposer has used SPRED since 1939 
and has built up substantial sales and advertising in which it customarily uses its 
mark GLIDDEN with its mark spRED. Proof of extensive sales and advertising over 
years shows that even if mark were descriptive, as claimed by applicant, opposer 
has acquired secondary meaning in mark SPRED and confusion between it and SPRED- 
EZE would be likely. Hence registration is refused. 


Opposition proceeding by The Glidden Company v. Gilman Paint and 
Varnish Company, application Serial No. 637,436 filed October 31, 1952. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 


Charles E. Carney and G. G. Christensen, of Cleveland, Ohio, for opposer- 
appellee. 


Lamont Johnston, of Chattanooga, Tennessee, for applicant-appellant. 


Leeps, Assistant Commissioner. 

An application has been filed to register GiLMAN SPRED-EZE, the name 
GILMAN being disposed on a red and blue rectangle with a kind of sunburst 
radiating from the name. SPRED-EZE is displayed beneath the rectangle in 
plain block letters and is disclaimed. The goods are identified as interior 
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wall paint, and use of the mark presented for registration since July 31, 
1952 has been asserted. Use of the name GimLMAN since May of 1912 is 
asserted; and applicant owns a registration of GmMAN disposed in the 
manner shown in the present application’ and of the name GILMAN alone? 
each for exterior and interior paints and varnishes. 

Registration has been opposed by a competitor who alleges prior use 
of spreD for paint for interior use. 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

Opposer’s record shows that it has used sprep as a trademark for paint 
since 1939. Opposer’s SPRED paint is sold through its own paint stores and 
through independent hardware stores, lumber yards, department stores, 
paint stores, and other retail outlets throughout the United States. From 
November 1, 1943 to October 31, 1952, total shipments of sprEp paint by 
opposer exceeded thirty-three million packages. During substantially the 
same period, opposer spent more than three million dollars in advertising 
SPRED paint in national magazines and trade periodicals, and more than 
four million dollars were spent in local advertising. 

Opposer’s exhibits show that it ordinarily uses its GLIDDEN trademark 
in conjunction with the trademark sprep. 

There is no question of prior use, and there is no question but that 
opposer had a substantial good will in its spRED mark at the time applicant 
adopted SPRED-EZE. The only question, then, is whether or not purchasers 
are likely to be confused, mistaken or deceived as between sPRED paint and 
SPRED-EZE paint or between GLIDDEN SPRED and GILMAN SPRED-EZE. 

Applicant’s position is that “since the opposer has adopted such a 
descriptive term as SPRED, he can claim no exclusive right to it nor can he 
claim any injury to him by the registration of that word in combination 
with a distinctive term, the word GILMAN, in a design.” This statement of 
position overlooks entirely the fact that even if sprEep were descriptive, 
and it is not so held, opposer’s use of its mark for more than fifteen years, 
the sale of some thirty-three million packages marked sprep during the 
nine years preceding applicant’s adoption of sPRED-EzE, and the expenditure 
of some seven million dollars in advertising sprep paint during the same 
nine year period, would unquestionably have brought about a secondary 
meaning in the word so as to identify opposer’s paint and distinguish it 
from the paints of others. 

Under such circumstances, the adoption and use by applicant of 
SPRED-EZE (with sprRED spelled—or misspelled—in the same manner as 
opposer’s mark) for a competitive product is very likely to result in con- 
sumer confusion, mistake or deception. 

The decision of the Examiner of Interferences is affirmed. 


1. Reg. No. 524,606 issued May 2, 1950, 
2. Reg. No. 530,089 issued September 5, 1950. 
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GRAND DUCHESS STEAKS, INC. v. E. F. DREW & CO., INC. 
No. 32,386 — Commissioner of Patents — August 3, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register ROYAL DUCHESS for oleomargarine is opposed by one 
claiming prior use of GRAND DUCHESS for frozen beef steaks. Evidence shows opposer 
prior in use and question is whether purchasers in food stores would attribute 


common origin to products. While the evidence shows that meat packers may sell 
oleomargarine, it does not appear that retail purchasers are commonly aware of this 
practice nor that they use the same trademarks and therefore it is believed unlikely 


that purchasers will attribute common ownership to the products. Registration will 
issue. 


Opposition proceeding by Grand Duchess Steaks, Inc. v. E. F. Drew & 
Co., Inc., application Serial No. 626,313 filed March 12, 1952. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 


Reversed. 
See also 46 TMR 905. 


William Cleland, of Akron, Ohio, for opposer-appellee. 
Harry C. Bierman, of New York, N. Y., for applicant-appellant. 


LEEps, Assistant Commissioner. 

An application has been filed to register ROYAL DUCHESS for oleomar- 
garine, use since February 12, 1952 having been asserted. Registration 
has been opposed by one who claims prior use of GRAND DUCHEss for frozen 
raw beef steaks.1 The Examiner of Interferences sustained the opposition, 
and applicant has appealed.’ 

The record shows that there has been, through opposer’s licensees, prior 
and continuous use in interstate commerce of GRAND DUCHESS on frozen 
flaked beef pattied steaks since prior to applicant’s adoption and use of 
ROYAL DUCHESS on oleomargarine, and the use has been substantial. The 
sole question presented, then, is whether or not purchasers in food stores, 
buying under ordinary conditions and circumstances, would be likely, upon 
seeing GRAND DUCHESS frozen steak patties and ROYAL DUCHESS oleomargarine 
in their usual locations in such stores, to attribute common origin to them. 

Opposer contends that the products are food products sold in the 
same stores to the same purchasers for human consumption; and the prod- 
ucts are subject to distribution by the same distributors. The record sup- 
ports these contentions. The record also shows that some packers of meats 
and meat products also make and sell oleomargarine. It does not appear, 
however, that purchasers generally are aware of this fact, or that those 
meat packers which do sell oleomargarine sell their meat products and 


1. About two months after this proceeding was instituted, Reg. No. 574,847— 
GRAND DUCHESS for frozen raw beef steaks—issued to opposer. 

2. This application was involved also in Salem Commodities, Inc. vy. E. F. Drew & 
Co., Inc., 109 USPQ 457 (46 TMR 905) (Com’r, 1956). 
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margarine under the same trademark. The trade or industry practice in 
this regard is really the crux of this case, since it is the industry or trade 
practice which conditions the minds of purchasers to the extent that they 
are or are not likely to associate one product with another and attribute 
common origin to them. The record is silent, and there are no facts in 
this connection which are common knowledge. 

On the record here, it is not believed that the average purchaser buying 
the respective goods of the parties under ordinary conditions and circum- 
stances of trade in the usual retail outlets is likely to attribute common 
origin to ROYAL DUCHEss oleomargarine and GRAND DUCHESS frozen pattied 
steaks. Hence, there is no likelihood of confusion or mistake of purchasers. 

The decision of the Examiner of Interferences is reversed. 


ROCKWELL MANUFACTURING COMPANY v. CLURE, 
doing business as DELTA ENGINEERING SALES 


Oppos. No. 31,504, Canc. No. 5919 — Commissioner of Patents — 
August 3, 1956 


TRADEMARK ACT OF 1946—REGISTRATION PROCEDURE—OPPOSITION 


CANCELLATION PROCEDURE—IN GENERAL—EVIDENCE 
Application to register DELTA for plugs, valves, grease guns and other lubri- 
cating equipment. Examiner held “grease guns” to be in Class 33 and “plug valves” 
in Class 13 and ruled that the goods were “a combination lubricant screw and gun 
fitting for use in supplying lubricant to plug valves” and the application was so 
amended. Registration opposed by registrant of DELTA for tools, motors and asso- 
ciated items and registrant seeks to cancel applicant’s registration of DELTA-DESCO 
for lubricating gun and system. Examiner heard both cases together and dismissed 
opposition and petition to cancel. While a division of opposer-petitioner makes 
grease fittings, they are sold under the mark ALEMITE and it is clear that opposer- 
petitioner’s products sold under the DELTA and DELTA MILWAUKEE marks are not 
sold to the same class of customers nor through the same channels as applicant’s 
DELTA fittings and therefore there is no likelihood of consumer confusion, mistake 

or deception. Action of Examiner is affirmed. 


Opposition proceeding by Rockwell Manufacturing Company v. Clare- 
mont F. Clure, doing business as Delta Engineering Sales, application 
Serial No. 580,644 filed June 17, 1949. 

Cancellation proceeding by Rockwell Manufacturing Company v. 
Claremont F. Clure, doing business as Delta Engineering Sales, Registra- 
tion No. 550,643 issued August 13, 1948. 

Opposer-petitioner appeals from decision of Examiner of Interferences 
dismissing opposition and petition. Affirmed. 


Strauch, Nolan & Neale, of Washington, D. C., for Rockwell Manufacturing 
Company. 
J. B. Dickman, Jr., and Robert J. Patch, of Washington, D. C., for Clure. 





1448 THE TRADEMARK REPORTER Vol. 46 T. M.R. 


LEeEps, Assistant Commissioner. 


An application has been filed to register peuTa for goods originally 
identified as “plug valves, grease guns and other high pressure lubricating 
equipment as used in plug valve lubrication.” During the prosecution of 
the application, after the Examiner of Trademarks had held that “grease 
guns” are classified in Class 23, “plug valves” are classified in Class 13, and 
“other high pressure lubricating equipment as used in plug valve lubrica- 
tion” was indefinite, applicant amended the identification of goods to read 
“lubricant plug valves.” The Examiner of Interferences in his decision in 
the opposition hereinafter discussed, stated that it appeared from the record 
that applicant’s goods are properly identified as “a combination lubricant 
screw and gun fitting for use in supplying lubricant to plug valves.” The 
application was so amended, and it is this identification of goods which is 
considered on appeal. 

Use of peuTa on the combination lubricant screw and gun fitting since 
May 1, 1945 is asserted. 

Applicant owns Reg. No. 550,643 showing DELTA-DESCO PLUG VALVE 
LUBRICATION SYSTEM and design, registered for lubricating apparatus in the 
nature of a gun with fittings and valves sold as a unit on November 13, 
1951. 

Registration of the present application has been opposed by the regis- 
trant of DELTA alone and in various combinations for a variety of tools, 
motors and associated items.* 


1. Reg. No. 245,603—DELTA HANDI-SHOP, and design, for home workshop units, 
comprising lathes, saws, drills, buffers and grinders, issued to a predecessor Aug. 21, 
1928, expired. 

Reg. No. 275,269—pELTA for wood-working machines, issued to a predecessor Sept. 
16, 1930, renewed to and published by opposer in accordance with Sec. 12(c) on Oct. 
19, 1948. 

Reg. No. 322,165—DELTA SLO-SPEED for drill presses, issued to a predecessor on 
Feb. 26, 1935, expired. 

Reg. No. 322,166—DELTA LO-SPEED for band saws, issued to a predecessor on Feb. 
26, 1935, expired. 

Reg. No. 322,510—pbE.LTa for electric motors and bench grinders, issued to a prede- 
cessor on Mar. 12, 1935, published in accordance with Sec. 12(c) by opposer on Oct. 
26, 1948. 

Reg. No. 324,722—pELTAGRAM for publications, issued to a predecessor on May 28, 
1935, published in accordance with Sec. 12(c) by opposer on Oct. 19, 1948. 

Reg. No. 322,179—pELTA-craFT for wood-working machines, issued to a predecessor 
on Feb. 4, 1936, expired. 

Reg. No. 335,156—bELTA-crarr for publications, issued to a predecessor on May 
26, 1936, expired. 

Reg. No. 393,089—DELTA MILWAUKEE, on an inverted triangle, for power tools, 
issued to a predecessor on Jan. 27, 1942, published in accordance with Sec. 12(c) by 
opposer on Oct. 26, 1948. 

Reg. No. 393,095—DELTA MILWAUKEE, on an inverted triangle, for electric motors 
and switch box covers, issued to a predecessor on Jan. 27, 1942. 

Reg. No. 419,657—DELTACRAFT, on an inverted triangle, for sanding kits, issued to 
a predecessor on Feb. 26, 1946, published in accordance with Sec. 12(c) by opposer on 
Oct. 19, 1948. 

Reg. No. 421,180—DELTACRAFT, on an inverted triangle, for stick glue, issued to a 
predecessor on May 21, 1946, published in accordance with Sec. 12(c) by opposer on 
Oct. 26, 1948. 
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About a month after the opposition was filed, opposer petitioned to 
cancel the DELTA-DESCO registration owned by applicant. 

The two cases were presented and heard together, and the Examiner 
of Interferences wrote a single opinion dismissing both the opposition and 
the petition to cancel. Opposer-petitioner has appealed. 

The only question presented in the two cases is whether or not pur- 
chasers of wood-working machines, electric motors and bench grinders, 
sanding kits and stick glue marked DELTA or DELTA MILWAUKEE are likely, 
upon seeing a DELTA combination lubricant screw and gun fitting used for 
supplying lubricants to plug valves, or a DELTA-DESCO lubricating gun, to 
believe that the products have a common origin. 

It appears from the record that one of the divisions of opposer-peti- 
tioner, known as Delta Manufacturing Division, manufactures, advertises 
and sells under the marks DELTA and DELTA MILWAUKEE home wood-working 
equipment and home shop power tools for wood and metal-working, and 
it publishes a magazine directed to users of such equipment under the 
trademark DELTAGRAM. 

Another of opposer-petitioner’s divisions, Nordstrom Valve Division, 
makes plug valves, and this division, together with others of its divisions, 
furnishes to users of plug valves the grease fittings to facilitate the lubri- 
cation of such plug valves in the field. The grease fittings customarily 
offered by opposer-petitioner are manufactured by Stewart-Warner Corpo- 
ration and sold under the trademark ALEMITE; but on occasions when the 
customer has requested applicant’s peta fittings, they have been furnished 
by opposer-petitioner. 

It is clear from the record that opposer-petitioner’s products sold 
under the DELTA and DELTA MILWAUKEE marks are not sold to the same 
class of purchasers through the same channels of trade as are applicant’s 
DELTA fittings; and it is equally clear that the plug valves which are manu- 
factured by Nordstrom Valve Division of opposer-petitioner are not iden- 
tified by the DELTA or DELTA MILWAUKEE home power tool marks. 

Under the facts and circumstances of these cases—where opposer- 
petitioner’s products and applicant’s product are not ordinarily sold in 
the same retail outlets to the same class of purchasers, or under similar 
conditions and circumstances of purchase—there is no likelihood of con- 
sumer confusion, mistake and deception. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion and the petition for cancelation is affirmed. 


Reg. No. 506,073—pELTacrarT for publications, prints and plans with instructions 
for making articles, issued to opposer on Jan. 25, 1945. 

Reg. No. 509,399—DELTA MILWAUKEE, on an inverted triangle, for electric motors 
and welders, issued to opposer on May 3, 1949. 
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STATEMENT REQUIRED BY THE ACT OF AUGUST 24, 1912, AS AMENDED BY 
THE ACTS OF MARCH 3, 1933, AND JULY 2, 1946 (Title 39, United 
States Code, Section 233) SHOWING THE OWNERSHIP, 
MANAGEMENT, AND CIRCULATION OF 


THE TRADEMARK REPORTER. Published Monthly—Twelve times a year at 
New York, N. Y.—October 1, 1956. 


1, The names and addresses of the publisher, editor, managing editor, and business 
managers are: 


Publisher—The United States Trademark Association, 522 Fifth Avenue, New York 36, 
N. Y. 


Editor—Doris K. Meyerhoff, 522 Fifth Avenue, New York 36, N. Y. 
Managing editor—None. 
Business Manager—Dorothy Fey, 522 Fifth Avenue, New York 36, N. Y. 


2. The owner is: (If owned by a corporation, its name and address must be stated 
and also immediately thereunder the names and addresses of stockholders owning or 
holding 1 percent or more of total amount of stock. If not owned by a corporation, the 
names and addresses of the individual owners must be given. If owned by a partnership 
or other unincorporated firm, its name and address, as well as that of each individual 
member, must be given.) 


The United States Trademark Association, 522 Fifth Avenue, New York 36, N. Y. 
Edgar S. Bayol, President, 515 Madison Avenue, New York 22, N. Y. 

W. W. Yeager, Treasurer, 50 West 50th Street, New York 20, N. Y. 

Dorothy Fey, Executive Secretary, 522 Fifth Avenue, New York 36, N. Y. 


3. The known bondholders, mortgagees, and other security holders owning or hold- 
ing 1 percent or more of total amount of bonds, mortgages, or other securities are: 
(If there are none, so state.) None. 


4. Paragraphs 2 and 3 include, in cases where the stockholder or security holder 
appears upon the books of the company as trustee or in any other fiduciary relation, the 
name of the person or corporation for whom such trustee is acting; also the statements 
in the two paragraphs show the affiant’s full knowledge and belief as to the circumstances 
and conditions under which stockholders and security holders who do not appear upon 
the books of the company as trustees, hold stock and securities in a capacity other than 
that of a bona fide owner. 


5. The average number of copies of each issue of this publication sold or dis- 
tributed, through the mails or otherwise, to paid subscribers during the 12 months pre- 
ceding the date shown above was: (This information is required from daily, weekly, 
semiweekly, and triweekly newspapers only.) 


DORIS K. MEYERHOFF 
Editor 


Sworn to and subscribed before me this 25th day of September, 1956. 


JEAN M. SHIRLEY 
Notary Public, State of New York 
No. 41-3644900 Qualified in Queens Co. 
(My commission expires March 30, 1957) 


(SEAL) 
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